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THe TRADE-MARK REPORTER 


Part I 


SHADE AND SCENT MARKS 
By Stewart W. Richards* and H. Kenneth Haller* 


The purveyors of most cosmetics, whether their products be 
lipstick or powder, eye-shadow or rouge, perfume or nail polish, 
are essentially engaged in selling colors or fragrances. It may 
be that in some instances a manufacturer places particular stress 
on the resistance of his lipstick to osculatory attack or on the 
amatory consequences resulting from the use of his perfume. He 
may claim for his product some esoteric virtue such as that its 
use is the hallmark of the sophisticate or imparts an aura of 
glamour. But whatever his claim, primarily he offers his public 
colors and scents prepared for use as aids to beauty. 

Manufacturers of such products frequently present them in 
a variety of hues or fragrances. The disciple of Venus may tint 
her lips with any shade from light pink to deep crimson, or cast 
about her the aroma of Northern pine or tropical jasmine, all 
without deserting her favorite producer. It has become a com- 
monplace in the industry to identify each shade or fragrance of 
a particular product by a striking name which is intended, though 
sometimes with doubtful success, either to suggest the shade or 
scent or, while identifying the shade or scent, to suggest some 
other attribute of the product which will serve as an alluring 
‘‘come-on’’ to the public.’ A single manufacturer may at one time 
employ a number of such names to designate various shades or 
fragrances of a product and may offer a number of such products. 


* The authors of this article are partners in the firm Beer, Richards, Lane, Haller & 
Buttenwieser, New York which is an Associate Member of USTA and are members of 
the New York bar. Mr. Richards is also chairman of the Trademark Management 
Manual Committee of USTA. 

1. The names are often ‘‘suggestive’’ under various connotations of the word. 
‘‘Tt is notorious that the perfume trade uses names and advertisements of a suggestive 
nature and this matter has received some attention in the literature, see for example 
Printers’ Ink, June 7, 1946, pages 95, 96 (‘Sex Again’), Newsweek, June 24, 1946, 
pages 71, 72 (‘Women: Scent vs. Sex’) and New Republic, January 20, 1947, pages 
15-17 (Seduction, Incorporated’)’’. Ez Parte Parfum L’Orle, Inc., 42 TMR 697, 
698 (Comm’r, 1952), involving application for registration of LiBIpo for perfumes and 
toilet waters. 
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Though a perfume, like a rose, may by any other name smell 
as sweet, the cosmetic manufacturer labors under no delusion that 
his commodity, by any name, will sell as well. He struggles to 
find ‘‘the’’ shade or fragrance name which will attract the pur- 
chasing public, sometimes coining a name or, perhaps more often, 
adopting a nondescriptive connotation of an existing word or 
phrase in common speech. He extensively advertises his product 
under the name selected and a very substantial portion of his costs 
may be allocable to his advertising expenditures. In numerous 
instances the life of his product is ephemeral, for the devotees of 
glamour are inconstant and alert for fresh sensations; a newer, 
and consequently more exciting, color or fragrance may divert the 
public’s attention elsewhere. Hence, the manufacturer of cosme- 
tics is particularly jealous of his shade or scent mark which may 
represent a large part of his investment and which may well be 
comparatively short-lived. 

Can such a manufacturer protect his shade marks and scent 
marks against use by others? Is it possible for him to acquire 
trade-mark rights in them short of having acquired secondary 
meaning? 

It is, of course, axiomatic that color alone cannot ordinarily 
be appropriated as a trademark apart from symbol or design.’ 
It is equally well established that the generally accepted name of 
a color, used descriptively, has no trademark significance, at least 
where no secondary meaning has attached to the name.* Here we 
are not concerned with color as a mark, but only with the trade- 
mark significance of a non-descriptive, though possibly suggestive, 
name given to an article of a particular color or scent.‘ 

The fact that the mark suggests an attribute of the product, 
such as its shade or fragrance, should present no obstacle to its 





2. A. Leschen & Sons Rope Co. v. Broderick ¢ Bascom Rope Co., 201 U.S. 166, 
1 TM Bull. 259 (1906); Smith-Kline ¢ French Co. v. American Druggists Syndicate, 
273 Fed. 84, 11 TMR 327 (CCA 2, 1921); Callmann, Unfair Competition and Trade- 
Marks, 2d ed., Vol. 3, p. 1105. 

3. ‘*The names of colors are generally descriptive words, and they are to be 
treated as such.’’ Callmann, Unfair Competition and Trade-Marks, 2d. ed., Vol. 3, p. 
1113; see also Mock, Color Shade Names, 34 TMR 65 (1944) as to shade names which 
are public property. 

4. Trademark rights may be acquired in a mark, used non-descriptively, though 
the word itself may sometimes be employed in normal use to denote color. Lalanne 
v. F. R. Arnold & Co., 39 F. 2d 269, 20 TMR 174 (CCPA, 1930), involving Fraisz 
(Strawberry) on lipstick. 
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having trademark validity.’ ‘‘. . . it is the significance of the 
designation in connection with the goods upon which it is used, 
not its abstract significance, which is determinative. Thus the 
word PLow cannot be a trademark for plows, but it can be a trade- 
mark for tomato juice. Though revotvo cannot be a trademark 
for revolving doors, it can be a trademark for headache pills. 
That a designation may have a suggestive significance in connec- 
tion with the goods does not render it inappropriate for use as a 
trademark. The test is the imaginativeness involved in the sug- 
gestion, that is, whether the suggestion is so close and direct that 
it is apparently descriptive and generally useful in approximately 
that form to all merchants marketing such goods or is so remote 
and subtle that it is fanciful and not needed by other merchants 
of similar goods.’’ 3 Restatement, Torts § 721, comment a (1938). 
In Douglas Laboratories Corp. v. Copper Tan, Inc., 210 F. 2d 453, 
44 TMR 657 (CA 2, 1954), an infringement and unfair competition 
action, the marks involved were COPPERTONE and COPPER TAN for sun 
tan preparations. With respect to plaintiff’s mark copPERTONE 
the Court said: ‘‘... we regard the name as not descriptive, but 
fanciful, justifying the finding of a common-law trade-mark’’ 
(italics supplied). And later in the opinion: ‘‘Kach of the words 
‘copper’ and ‘tone’, as color terms, has at best a derivative mean- 
ing. ... When the words are coupled together and referred to 
the human skin . . . we think a fanciful idea is conveyed... . 
There are only certain things the sun can do to the skin, even 
when assisted or checked by a sun tan lotion; and an actual copper 
red is not achievable, for which we may all be duly thankful. For 
like a good trademark, the one used here sounds more fascinating 
than would be the result if actually obtainable. The name, in 
other words, is more properly a ‘come-on’, to allure the trade, 
than a mundane description of the preparation itself or its indirect 
consequences. ’”’ 

It has long been held that a manufacturer’s product may bear 
an overall mark and yet have separate marks for different types 
of that product® as is frequently the case in the marketing of 





5. Graf Bros., Inc. v. Marks, 41 F. 2d 167, 19 TMR 48 (E.D.N.Y. 1929); Nims, 
Unfair Competition and Trade-Marks, p. 517; General Shoe Corp. v. Rosen, 111 F. 2d 
95, 98, 30 TMR 227, rehearing den. 112 F. 2d 561 (CCA 4, 1940). 

6. International Cheese Co. v. Phenix Cheese Co., 118 A.D. (NY) 499, 501; 103 
N.Y.S. 362, 364, 3 TM Bull. 161 (1907). 
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cosmetics. That doctrine has been qualified by early authority 
indicating that where the various marks employed are sufficiently 
numerous, it may be that none can function effectively as designa- 
tions of origin.’ Any such qualification is, however, no more than 
a statement that in such cases no trademark use is, in fact, made 
of any of the names so used, and is no basis for a conclusion that 
solely because a cosmetician uses a large number of shade or 
fragrance marks, it is impossible for him to use them in such 
manner as to give them trademark significance. The latter-day 
cases have indicated that ‘‘. . . the practice of using more than 
one mark on goods is well recognized .. .’’ (Barron-Gray Packing 
Co. v. Bruce’s Juices, Inc., 162 F. 2d 217, 218 (CCPA, 1947). It is 
essential, of course, that shade or scent marks, like all other 
marks, be so used as to indicate origin.* 

Support for sustaining a plurality of fanciful shade or scent 
marks as trademarks may be derived by analogy to Dollcraft Co. 
v. Nancy Ann Storybook Dolls, Inc., 94 F. Supp. 1, 41 TMR 155, 
aff’d 197 F. 2d 293, 42 TMR 845, (CA 9, 1952), cert. den. 344 U.S. 
877. That case involved a line of dolls, each type of doll being 
so named as to distinguish it from its brothers and sisters. The 
Court determined that suNE Girt, used on a doll attired in light 
summery clothing, denoted only the doll and not its maker and 
was invalid as a trademark. The holding was the same with 
respect to storyBooxk dolls portraying fictional characters. On the 
other hand, the Court considered the use of FAIRYLAND and suGAR 
AND SPICE on other dolls of the manufacturer’s line to be arbitrary 
and fanciful, primarily connoting their manufacturer rather than 
denoting the doll. It upheld them as valid trademarks. 

The question remains whether names denoting different shades 
or scents of a manufacturer’s product can be used primarily to 
indicate origin. Certainly this result has been attained in the 


7. Albany v. Hoberg, 102 Fed. 157 (CCA 7, 1900). 

8. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 1388 U.S. 537 (1890). See also 
Nims, Unfair Competition and Trade-Marks, 4th ed. Vol. 1, p. 529: ‘‘ Different trade- 
marks may be used on different grades of the same product, provided they are so used 
as to indicate origin as well as grade, and their primary meaning is that of ‘‘origin.’’ 
And see Loonen v. Deitsch, 189 Fed. 487, 492, 1 TMR 278 (C.C.S.D.N.Y., 1911), where 
it was said ‘‘If a man uses four or five marks together, it may be, therefore, doubtful 
whether as matter of fact any single one had ever got to mean his goods, but the 
trouble is merely one of fact, and there is no reason that I can see, why if that fact 
exists, the court should take from him the means he has created of identifying his 
wares.’’ ; 
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field of the so-called ‘‘grade’’ marks, as in the case of numerals 
on photographic equipment,’ or on packages of seed corn,”® or 
marks on certain kinds of crackers. It has been held that where 
a manufacturer applies a plurality of marks to the same product, 
such a8 KING, QUEEN and DUKE on bowling pins, they are not neces- 
sarily mere grade marks but may also be trademarks.” Similarly, 
the marks LENOx, WINDSOR and aNcHOR have been upheld as trade- 
marks on mattresses, although they also designated grade. 

In the Keebler Weyl case,* swpra, a new type of cracker was 
developed and designated cLuB crackers to distinguish it from the 
manufacturer’s other products, just as the cosmetic manufacturer 
advertises a new shade for lipstick and so names it as to dif- 
ferentiate it from his other shades. The name cLUB CRACKERS was 
immediately advertised and, as stated by the Court, ‘‘advanced 
as a trade-mark’’. Just how it was so ‘‘advanced’’ is not apparent 
from the decision, but it might be suggested that if the case is 
distinguishable from those that arise in the field of cosmetics, the 
distinction probably lies in the fact that the cosmetician so fre- 


quently advertises a series of shade marks as colors, or a series 
of scent marks as fragrances, rather than as the manufacturer’s 
identification of a series of articles each of which has a particular 
color or scent. However, it seems arguable that if, as suggested 
above, the product sold by the manufacturer of cosmetics is, in 


9. Ea parte Eastman Kodak Co., 55 USPQ 361, 32 TMR 386 (1942). 

10. Ea parte Pfister Hybrid Corn Co., 56 USPQ 275, 33 TMR 258 (1943). 

11. Keebler Weyl Baking Co. v. J. 8. Ivins’ Son, Inc., 7 F.Supp. 211, 24 TMR 
161 (E.D. Pa. 1934). 

12. The Brunswick-Balke-Collender Co. v. Nat. Billiard Supply Co., 29 TMR 601 
(D.C.N.D. IIL, 1939). 

13. Dixie Cotton Felt Mattress Co. v. Stearns ¢ Foster, 185 Fed. 431, 1 TMR 
59 (CCA 7, 1911). 

14, CLUB CRACKERS was held not descriptive and capable of appropriation as a 
trademark. The Court stated, p. 212: ‘‘It is, of course, the law that a name, which 
is used solely to identify some particular type or grade of goods or to differentiate 
it from others of the same manufacturer, will not by such use become a trademark. 
Amoskeag Manufacturing Company v. Trainer, 101 U.S. 51, 25 L. Ed. 993. But it 
is equally well established that where the intention is to acquire a trademark, the 
mere fact that the name also serves to designate a particular kind, grade, or quality 
of article manufactured does not prevent the creation of a trademark right in it. 
Tillman & Bendel v. California Packing Corporation (C.C.A.), 63 F. (2d) 498, 504, 
23 TMR 131; Menendez v. Holt, 128 U.S. 514, 520, 521, 9 8. Ct. 143, 32 L. Ed. 526. 
The whole question depends upon the user’s intention—not a private, undisclosed 
intention, of course, but an intention evidenced by what he does.’’ 

15. The Court said (p. 213): ‘‘The plaintiff here had developed a new product. 
Naturally, the name served to distinguish it from its other products both for its own 
convenience and for its public sale; but the name was immediately advertised and 
advanced as a trade-mark with the indisputable intention of acquiring it as such. 
Whatever use it had as a grade mark was merely incidental.’’ 
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essence, only color or fragrance, his use of fanciful names to iden- 
tify the shade or fragrance of each product in his line, rather than 
to identify the article so colored or scented, is in fact an identifi- 
cation of his product just as surely as either cLUB CRACKERS or 
FAIRYLAND identified the products of their respective manufac- 
turers. In any event analogy to those cases is surely an indication 
that a plurality of fanciful shade and scent marks are capable of 
acquiring trademark significance if carefully used. 

It is obvious that many factors may operate to influence the 
determination as to whether a shade or scent mark has been used 
in a trademark sense. Even though it be arguable that the appli- 
cation of the name to indicate color or fragrance as distinguished 
from its use to designate the article so colored or scented should 
make no difference, the use of the mark one way or the other way, 
under the present state of the cases,’* may affect the determination 
as to whether the mark has been used as a trademark. The deter- 
mination may be affected by the way in which the mark is used in 
conjunction with a predominant mark of the manufacturer (such 
as a house mark) or in conjunction with that manufacturer’s use 
of a plurality of his marks. Certainly the way in which the mark 
is advertised may play an important role in any consideration of 
the use of a shade or scent mark as a trademark. Indeed, the 
advertising may be decisive of the question as to whether or not 
the mark is fanciful. For example, Herzberg v. Revlon, 53 N.Y.S. 
2d 884, 35 TMR 82, (1945), aff’d 59 N.Y.S. 2d 372, was an infringe- 
ment action involving the names sEAL-FAsT and sEAL-coTe. In ren- 
dering judgment for defendant, the Court remarked (p. 886) that 
‘¢...no proof has been adduced from which I might conclude that 
the title szat-corre used by plaintiff, gained or could gain any 
secondary significance. In her advertising the plaintiff refers to 
her products by saying ‘All fine finishes are protected by a sealed 
outer coat, why not your nails?’ thus acknowledging that her prod- 
uct is simply a protective or sealing layer to be applied as a 
dressing on the finger nails, and the name sgaL-corTe is descrip- 
tive of that particular property.’’ (italics supplied) 

Whatever the factors which may determine the issue, the cases 












































16. See Derenberg: The Seventh Year of Administration of the Lanham Trade- 
Mark Act of 1946, 102 USPQ 1, 5, 44 TMR 991 and recent decisions of Assistant 
Commissioner Leeds there discussed. 
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involving cosmetics are not too enlightening. 'Thus in Lucien 
Lelong v. Lander Uo., 67 F. Supp. 997; aff’d 164 F. 2d 395, 38 
TMR 57, (CCA 2, 1947), the Court while referring to plaintiff’s 
mark WHISPER as the name of one of its fragrances, did not discuss 
whether it had been used as a trademark. Presumably the marks 
FROSTY RED on lipstick and rouge and Frostep on enamels and 
polishes, considered in Drezma, Inc. v. Revlon Products Corp., 
94 F’. Supp. 929, 41 TMR 152, (S.D.N.Y. 1950), were shade marks. 
The Court found that the words Frosty RED were attached to the 
lipstick container on the bottom by a small paper label, and on 
the reverse side of the rouge box by the same type of label, that 
the predominant name upon the plaintiff’s lipstick and rouge was 
the name pREzMa and on the defendant’s products, certain trade- 
marks and the house mark revton. However, the case was decided 
on the question of infringement and the Court specifically refused 
to adjudicate the validity of the mark rrosty rep other than to say 
that it had not acquired any secondary meaning. National Mineral 
Co. v. Bourjois, Inc., 62 F. 2d 1, 22 TMR 509, (CCA 7, 1932), 
involved the names PEACHES and PEACH BLOW on cosmetics. 
Although the Court found that a trademark use had been made 
of the names, it also found that they had been used by the manu- 
facturer on various shades of his product, each of which was 
separately labelled, so that PEACHES and PEACH BLOW were not, in 
fact, used as shade marks. The Court accordingly rejected defend- 
ant’s contention that those names when used in the perfume and 
cosmetic business were so descriptive of a color that they could 
not be appropriated to the detriment of others. 

In The Tayton Co. v. Revlon Products Corp., 35 TMR 151, 152 
(D.C.S.D.N.Y. 1945), plaintiff, who used the mark PINK DYNAMITE 
on its lipstick, was denied a preliminary injunction against defend- 
ant’s use of pyNAMITE on a similar product. Defendant challenged 
the validity of prvk pyNamrTe as a trademark, but the Court 
refused to decide the issue on the motion for preliminary injunc- 
tion. Nevertheless, the Court remarked: ‘‘It might well be argued 
that many trademark terms are used in the cosmetic industry with 
no thought whatever to identify the maker but only to convey 
veiled and equivocal promises and that in that sense the appear- 
ance of distinction in them is specious. ... Glamour of the per- 
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son is not saleable. What the parties sell is a promise of glamour 
for their customers or a glamour they attribute to their article 
and the selling of either might imply that their mark is adopted 
to describe their article and is so understood by their customers. 
Its ephemeral value stressed by both—its life is contemporaneous 
with the article’s popular appeal—might confirm such a conclu- 
sion. The great number of phrases and words used by cosmetic 
manufacturers as marks to distinguish their numerous products 
may indicate their understanding that the marks are employed to 
insinuate the inherence of some characteristic virtue or quality 
in the article and therefore are not fanciful. Any reference 
implied to the maker would be incidental.’’ It should be remem- 
bered, however, that if the reference to the maker is primary, then, 
as indicated above, trademark significance is not lost by reason 
of the mark’s further suggestion of some quality or virtue inherent 
in the article. 
The Court of Customs and Patent Appeals has indicated in 
a dictum that if a shade mark is purely fanciful it may well indi- 
cate origin. In an opposition proceeding” by a cosmetic manu- 
facturer it appeared that he had registered the marks PEacuHEs, 
PEACH BLOW, PEACHES & CREAM and VELVET OF PEACHES. The Court 
determined that each of the marks was descriptive of color, but 
remarked: ‘‘Appellant [Bourjois] contends that the key word 
of its various trademarks is the word ‘peach’, and that its various 
combinations are only to indicate various members of its ‘peach’ 
family. This may be true, and if ‘peach’ was a purely fanciful 
word, we would be of the opinion that anyone purchasing the 
same class of goods under another trademark, but in which the 
word ‘peach’ occurs, would be very likely to ascribe to appellant 
origin of such goods from that fact alone; but, holding as we do 
that the word ‘peach’, as used by appellant, is not a fanciful word, 
we think the purchasing public would not be so likely to ascribe 
to appellant origin of goods, because of the presence of the word 
‘peach’ in both marks, as if it were a purely fanciful word.’’ 
(italics ours) 
Assume a cosmetic manufacturer who develops a new shade 


17. Bourjois, Inc. v. Cheatham Chemical Co., 47 F.2d 812, 814, 21 TMR 199 
(CCPA, 1931). 
18. But see National Mineral Co. v. Bourjois (supra). 
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for lipstick. Assume further, if the imagination be sufficiently 
elastic, that the new color is a shade of green. A trademark search 
discloses no product of any kind bearing the word envy as a mark. 
Adopting this name, the manufacturer announces to the world that 
he is prepared to place in the armory of discriminating women the 
ultimate weapon in their quest for glamour, his lipstick envy. The 
name is certainly not descriptive, although it may suggest color, 
and it is susceptible of trademark significance. That susceptibility 
is not necessarily lost by the manufacturer’s use of an overall 
mark on this and other products or by his use of other marks for 
those other products. He must in any event and at all times be 
careful to use ENvy so that it does indicate origin. If, for example, 
he uses ENvy in conjunction with one or more other marks on his 
packages, he must make doubly sure that Envy is not used primarily 
as a description of color. One way of indicating his intention to 
use it as a trademark would be to place beside the mark the letter 
® if envy is registered. The position of the mark on the package 
may also have a bearing. Thus, if the manufacturer centers his 
name or overall mark on the package, and adds the word Envy 
with a sticker or a stamp or uses ENvy on the bottom or in a corner 
of the package, it would seem that he has decreased his chances 
of claiming that envy is primarily a mark of origin. He must, of 
course, be careful in his advertising of the product and should 
not, for example, advertise that he offers his green, red and purple 
lipsticks ‘‘in various shades such as ENVY, SUBVERSIVE and CHOKE.”’ 
His position is probably improved by avoiding any use of the 
mark as a direct reference to color and by using it only to 
designate his lipstick. 

In this, as in any other kind of trademark, careful selection 
and careful use are essential; but with such selection and use, 
trademark significance will follow. 
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THOUGHTS ON THE PROTECTION OF WORLD MARKS* 
By Rudolf Callmann** 


The evolution of that most potent economic force, the world 
mark, requires continuous and expensive publicity on the part of 
the trademark owner leavened and seasoned by the public’s ac- 
ceptance of the mark. All world marks were originally localized 
or even descriptive marks undeserving of protection. Slowly 
they obtained ‘‘recognition on the market’’ (‘‘Verkehrsgeltung’’ 
or ‘‘Verkehrsanerkennung’’), achieving fame first at the national 
level and then in the world market. The concepts ‘‘recognition 
on the market’’, ‘‘fame’’ and ‘‘world-mark’’ are concentric, the 
territorially narrower concept being contained within the broader 
one. A mark recognized on the market need not be famous; its 
popularity can be limited to a particular sector of the national 
scene, or known exclusively to buyers, namely traders in and con- 
sumers of the merchandise. National fame develops only when 
the mark becomes so established that it is known throughout the 
entire nation, not only to those who buy the product but to those 
who might never become buyers, the so-called general public. 
The same applies to the world mark, which develops and ex- 
pands from continental to international fame blossoming into 
a world mark when the article it identifies has been sold in so 
many countries that the mark has become known in a consider- 
able part of the world, 1.e., it becomes accepted by the public at 
large as the mark of a certain business. 

The mere fact that a mark belongs to a world business does 
not per se elevate it to the status of a world mark. A world 
business can be organized on either a centralized or decentralized 
basis. If it is centralized, all its branches are controlled and 
dominated by a home office. A decentralized operation, on the 
other hand, which prescribes standardized rules and procedures, 
permits greater independence at the national level, and thus 
gives these units a greater freedom with respect to the develop- 
ment of its own market. Whatever the operating set-up, if the 
world business owns one or more trademarks which are used in 


* Based on an address delivered at the A.I.P.P.I. Congress at Brussels. 

** Member of the New York Bar, of the International Committee, USTA, author 
of ‘*The Law of Unfair Competition and Trade-Marks,’’ 2nd edition, Chicago, Cal- 
laghan & Co., 1950. 
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all areas, the marks become identified with the concern and are 
world marks. A world wide concern may, however, adopt dif- 
ferent marks for different countries, as for instance Unilever 
uses for margarine WHITE LUNE in England, pLausanp in Ger- 
many, start in Holland, soto in Belgium, astra in France, and 
sava in Turkey. Marks of this type are not world marks even 
though they are used in a concern doing a world-wide business. 

Unfortunately, there is considerable linguistic confusion in 
the international use of certain terms of art and it is ‘‘a con- 
summation devoutly to be wished’’ that some agreement could 
be reached with respect to the uniform use of terms in accord- 
ance with the above tripartite distinction. Then the mark 
‘‘notoirement connue’’ of Art. 6 Bis Paris Convention, which is 
entitled to protection only against misuse for related goods, 
would be identical with the mark that had received ‘‘ recognition 
in the market’’ (‘‘Verkehrsgeltung’’ or ‘‘Verkehrsanerken- 
nung’’) or is ‘‘well-known’’ to traders and consumers ‘‘inner- 
halb der beteiligten Verkehrskreise’’). The long famous and 
celebrated marks, those with ‘‘universal reputation’’, ‘‘reputa- 
tion symbolisée’’ would then be identical with marks generally 
accepted as catch-words, household words, bywords, known be- 
yond the group of consumers to the large mass of the public 
nationally, continentally or world-wide and would be entitled 
to protection against use in connection with entirely different 
goods. The term ‘‘mark of international reputation’’ should be 
avoided because ‘‘international’’ may apply both to a mark 
known only within a continent or part of it (e.g. Western Eu- 
rope) and a mark known throughout the world. 


I. The Good Will of the World Mark 


Where the world mark is identified with a firm, like Coca- 
Cola or 4711, the mark symbolizes the good will of the business. 
Where, on the other hand, the world mark is identified with mer- 
chandise and the article bearing the mark is only one of several 
articles of the same business, like Chevrolet or Chrysler, then 
the good will symbolized by the mark is the good will of the 
article. 

The business or firm mark is the symbol of the business; 
the merchandise mark is the symbol of the merchandise; the 
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economic value of the mark depends upon the nature of the good 
will it represents. 

The nature of the good will is, of course, determined by the 
public reaction to the efficiency of the business or the quality of 
the article. In different respects, we must assume a unity of 
good will. 

1. The Unity of its Source. 


Good will has only one basic source, namely, the origin of 
the trademarked article, the fount from which it flows into the 
market, either the factory which makes and delivers the article 
or the dealer who sells it. Good will cannot be divorced from 
the source that supplies the market and it is therefore an inte- 
gral part of the business or article, just as the reputation of a 
person is part of and cannot be separated from the person. The 
courts have, therefore, always emphasized that the situs of good 
will is the situs of the business that produces the article. Where 
the business has several parts situated in different countries, 
e.g. numerous branches, factories, stores or selling agencies in 
different countries, then good will is synonymous with the good 
will of the main business only, as, for example, the Stammhaus, 
even though the public does not know where the main honse is. 
Most consumers know that Ford products and Coca-Cola come 
from USA, that Coty, Chanel and Cointreau are identified with 
France, Guinness and Jaguar with England, Fiat and Olivetti 
with Italy, 4711, Zeiss and Bayer with Germany, and Omega with 
Switzerland. There are, however, many world marks that are 
not so closely identified with any country. Nevertheless the good 
will is limited to that good will which flows from the main source. 
Where the international business uses national trademarks in 
the different countries, the result is different. The public is not 
alerted to the connection with a central source and the individual 
national mark develops its own good will. 

When, therefore, a custodian of foreign property, after the 
two world wars, confiscated and sold parts of a foreign business 
together with ‘‘its’? mark merely because that business was 
within his jurisdiction, he acted contrary to this underlying 
premise. His action was inconsistent with the inherent nature 
of the mark involved because he confiscated and sold a good will 
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that did not in fact exist, and the good will of the mark was not 
in fact within his jurisdiction. 

For the same reason, it would be an error to consider other 
events limited to a certain country with respect to a world mark 
as independent from the main business, whether it be a confisca- 
tion through the custodian of foreign property or even an act of 
the world mark owner itself. With respect to world marks there 
must be a nexus between what occurs on a local level and the 
policies of the producing source. This holds true also where a 
world-wide concern has, as described above, a decentralized organi- 
zation but uses one or more common world marks. 

Where, for instance, the English home office or its foreign 
adjunct decided to stop the sale of an article in Australia, this 
may not constitute an abandonment. It may only be a temporary 
non-use of the mark in Australia, whether or not this intention 
is manifest in the statements of the home office. Certainly it is 
within the realm of reason that the main office may reverse its 
decision, but even more significant is the fact that the mark, even 
when abandoned in that country, still has vitality in the memory 
of the public. That country is only a small sector of the world 
market. With such a set of facts before him, the Registrar of 
Trade-Marks in Bombay quite properly stated that the prop- 
erty right of the main business in a world mark is not related 
to or confined by the recognition of the mark in the local market. 
A world mark owner may, of course, deliberately abandon the 
mark but this does not happen very often. Indeed, if it does, it 
will be a long time before another firm should be allowed to 
appropriate an identical or similar mark. If the former world 
mark still has vitality in the memory of the public, the appropria- 
tion by another would inevitably cause public confusion. 

(Reference to the nationally famous mark makes this clearer. 
Such a mark is protected throughout the national market, even 
though there may be no real activity at certain local market 
levels. ) 

The above stated principle also applies where the Alien Prop- 
erty Custodian unlawfully vests and sells trademarks and the 
parties concerned, namely the former owner of the mark and the 
buyer try to negate the fallacy of such action by way of settlement. 
Thus, for example, the buyer might agree to return the mark to 
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its former owner, the latter agreeing that the buyer may use the 
mark for a certain article in which the former owner is not inter- 
ested. Such an agreement is basically inconsistent with the 
underlying premise of the world mark and it would be unfair if 
such a license agreement, being invalid under the national law, 
could thus endanger the legal existence of the world mark. (In 
USA, for example, an invalid license agreement can invalidate 
the respective trademark. ) 


2. Unity of Character of the Good Will 


The character of the good will of the world mark is a unity. 
The good will of a business, within its national boundaries, is 
different. Good will can refer to the reputation of the business 
or of the article and it may differ among different interested 
groups. For consumers, for example, good will is referrable to 
the quality of the goods; for workers, suppliers, or creditors, the 
financial responsibility or fairness of the business may be all 
important. Although consumers may be impressed with the qual- 
ity of a trademarked article, employees or workers may be singu- 
larly unimpressed by the personal and labor relations of the man- 
agement. The good will of the world mark, however, is deter- 
mined solely by consumer reception, although, as shown above, 
the world mark must be known also to those who are not con- 
sumers. (Indeed, even among occasional consumers there may 
be some who would never again buy the world trademarked arti- 
cle). The good will enjoyed by the world mark bespeaks itself. 
The popularity of the mark and the reception of the product it 
identifies is in direct proportion to its good will. If this were not 
so, the mark would never have become famous. The recognition 
of the world mark in the market need never be subject matter of 
evidence, for the courts will take judicial notice of the mark’s 
popularity. It is a distinguishing feature of the world mark that 
its reputation must necessarily be a good one. An individual can 
become world famous or infamous, but a mark can only become 
famous when and because the product it identifies is acceptable to 
the overwhelming majority. Recognition in the market without 
market approval cannot exist. (The rare case of a mark becoming 
infamous overnight, where for instance, a number of consumers 
have been injured by the trademarked article, need not be dis- 
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cussed here), It is also immaterial that some countries may have 
rejected the trademarked article for reasons of national taste. 
This does not adversely affect the recognition and character of 
the world mark any more than Mendelsohn’s international repu- 
tation as a musician was affected by the Nazi decree forbidding 
the performance of his works. 

From the standpoint of trademark law, it is an obvious error 
in an infringement suit, to deny protection to the plaintiff’s fa- 
mous trademark because the defendant’s merchandise may be of 
- equal or superior quality. The popularity of a mark is an inde- 
pendent value and its popularity proves conclusively and irrefu- 
tably that the owner of the trademarked article succeeded in pleas- 
ing a considerable number of consumers. Quality itself is not 
relevant and the United States judge who once thought otherwise 
must have forgotten that quality is an entirely relative concept. 
If the plaintiff markets an article which satisfies the great mass 
of the public, it is of no legal significance trademark-wise that 
the defendant with a ‘‘better’’ quality product tries to satisfy a 
more fastidious public. 


II. The Unity of the World State 

The world mark has only one market, the world market. It 
is this peculiarity of the market that highlights the peculiarity of 
the world mark. The national mark is known within a national 
market or in a sector of the national market, either because the 
trademarked product is traded in these markets (selling zone) or 
because the mark has become known in these markets (reputation 
zone). The world mark knows no limitations of national markets 
or market sectors of different nations. The world is legitimately 
its oyster. If the national market or a sector of it is a unity for 
the national mark, the world mark is a unity for the world mark 
and a different treatment of the world mark in different national 
sectors of the world market would be at odds with the unity of 
the world market. The unity of the business enterprise, which 
is the source of the good will and the unity of the market are 
mutually dependent, one upon the other. The mark is the nucleus 
of the enterprise and it serves to identify the business to the pub- 
lic and the market. The reaction of the public reflects that which 
we call the good will of the trademarked article. It is the unity 
of the good will that creates the unity of the market. The posi- 
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tion of the trademark owner on the world market can be compared 
with the position of a world power in the world. Every activity 
or inactivity of the trademark owner with respect to his mark 
will have inevitable repercussions on the whole world market and 
every event on the world market that in any way affects the mark 
necessarily influences the position of the world mark everywhere. 

It is, therefore, erroneous to attribute to the world mark a 
different character in different countries, or to hold, for example, 
that a mark still has trademark character in one country and has 
turned generic in another, as was done in the United States with 
respect to Aspirin. (Very often the holdings in such cases reflect 
the courts’ erroneous anticipation of such a development). 


III. Legal Protection of the World Mark 

Again and again the question has been asked whether the legal 
protection of the world mark is a problem of unfair competition 
or of trademark law. The owner of the world mark is, of course, 
entitled to protection not only against use of his mark in connec- 
tion with identical or similar goods but also in connection with 
entirely different goods. The legal issue is the same with respect 
to the nationally famous mark which is protected against the 
gradual whittling away of its advertising value and catch word 
quality. The trademark law is, of course, insufficient because it 
deals only with the confusing similarity of trademarks used in 
connection with identical or related goods, and the law of unfair 
competition is equally insufficient because the disputants are not 
always competitors. The personality right of the entrepreneur, 
to which the German Supreme Court and under Article 28 Swiss 
Civil Code the Swiss courts resorted, is a poor makeshift, for the 
right of personality should be limited to protection against the 
violation of one’s ideal interests; in our cases only material in- 
terests are involved. 

The problem is no more difficult than we make it, but we must 
be willing to accept some basic principles. 

(1) In trademark law there is no limit to methods of infringe- 
ment; they are as many and as varied as there are infringers and 
passing off is not the sole index of trademark infringement; (2) 
notwithstanding its inseparable connection with the business, the 
trademark, like the business itself and numerous of its independent 
and dependent elements, can be the subject matter of a property 
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right. If we accept this doctrine, we automatically recognize that 
the trademark owner is a genuine property owner who enjoys pro- 
tection against every act that might injure his right to enjoy his 
property. An act that diminishes a trademark’s advertising value 
need not necessarily lead to a deception of the public. But if the 
likelihood of public deception were the sole basis of a law suit, 
the trademark owner would soon lose his valuable property. If 
the infringer can act with impunity in this area, he encourages 
others to do the same until eventually there is such a multiplicity 
of identical or similar marks in different fields of merchandise 
that the distinctiveness of the original mark, and thus the mark 
itself, is destroyed. (In this manner, the U. S. courts destroyed 
50% of the Coca-Cola mark, namely, the word Cola as a trade- 
mark). Those who refuse to recognize the property character of 
a mark, and that basic justification for the concept of dilution at 
the national and international level, are, very often, those who 
have difficulties with the legal concept of property and the nature 
of a trademark. Not to be denied, however, is the influence of a 
certain monopolophobia. The owners of world marks are concerns 
with an influential, if not a dominant position, in their national 
market, and in the world market as well. But if these world-wide 
concerns are permitted to exist—and in all countries courts are 
hesitant to destroy them—we must allow them their symbols. It 
would be the height of hypocrisy to allow the symbols to exist but 
to deny them legal protection. Those who don’t go so far as to 
deny those world marks protection at all, sometimes argue that 
the infringer should be allowed to defend himself by reference 
to the problem of confusing similarity. The infringer should be 
allowed to argue that the traditional idea, the stronger protection 
to the stronger mark should be replaced by the recognition that 
the public would not be deceived when the mark of the newcomer 
is not identical with the world mark. (It is true nobody will be 
deceived by the use of rort for shoes, and the same can even be 
said with respect to rorp for shoes). This seems to be justified to 
a certain degree, but as I see it, the question is wrongly put. 
Whether the public will be deceived is not all decisive. The more 
telling question is whether the appearance of one followed by sev- 
eral not quite identical marks endangers the distinctiveness and 
advertising value of the world mark. 
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With respect to the territorial scope of legal protection, the 
world mark must be protected in every part of the world. The 
fact that the world mark has become known in a considerable part 
of the world to the great mass of the public justifies its right to 
be protected in other parts of the world because the owner of the 
mark may reasonably be expected to expand his business in those 
parts. 

Finally a thought or two about the formulation of legal pro- 
tection within the framework of the Paris Union. The question 
has arisen whether such legal protection should be granted by 
changing Article 6 Bis or Article 10 Bis. The fact is that neither 
provision is broad enough. The protection of the world mark is 
not a problem of trademark law exclusively, nor of the law of un- 
fair competition exclusively. The fact that, in a broader meaning, 
the legal problem centers around a trademark, and around trade- 
mark interests in a broader sense, indicates that Article 6 Bis 
should be changed. 

In changing the article, the following points should be con- 
sidered. 

The three concepts of trademarks mentioned under I must 
be treated separately. The fact that there are three different con- 
cepts should be expressed in Article 6 Bis by definition. 

In considering the mark which is ‘‘well known’’ or ‘‘notoire- 
ment connue’’ or ‘‘recognized in the market’’, it must be recog- 
nized that a trademark is entitled to protection even before it has 
become well known. The concept of expectancy (Anwartschaft) 
is sufficiently recognized and the following situation must be met: 

A trademark, known in country A, has been appropriated 
by a competitor of the trademark owner in country B, at the same 
time the trademark owner began introducing his mark in country 
B. Against such a misappropriation, the trademark owner must 
be protected. It should therefore be sufficient in order to invoke 
Article 6 Bis, that the trademark owner has used the mark in the 
country of infringement. This use should be considered as a tech- 
nical term of the United States law. 

In the report submitted by Mr. Ladas to the Congress of the 
International Chamber of Commerce, as Chairman of the Ameri- 
can Committee in Lisbon 1951 (41 TMR 661) he recommended 
that a manufacturer must have protection in a country in which 
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he has not yet used the mark by sales but has made it known by 
publicity. In this respect I agree. 

It is advisable to mention services as well as goods in order 
to influence those countries which have not yet recognized the 
service mark as it is protected in the United States Lanham Act. 

Therefore Article 6 Bis should read as follows: 

(1) The countries of the Union agree to refuse or invalidate 
either administratively, if their legislation so permits, or at the 
request of an interested party, the registration of a trademark 
or prohibit its use if the mark constitutes a reproduction, imita- 
tion or translation liable to create confusion with the mark con- 
sidered by the competent authority of the country where the in- 
fringement takes place to be well known there as being already 
a mark of a person, entitled to the benefits of the present conven- 
tion and used for identical or similar purposes or services or made 
known by any kind of advertisement or publicity among prospec- 
tive consumers. The same action shall be taken when the essen- 
tial part of the mark constitutes a reproduction of a well-known 
mark or an imitation likely to cause confusion therewith. 

(2) The countries of the Union agree to grant the same legal 
protection described in paragraph (1) to a mark used not only 
for identical or similar products or services or made known by 
any kind of advertisement or publicity if the mark is known im 
the country of infringement beyond the prospective consumers 
(famous national mark) or is known beyond prospective con- 
sumers in the greatest part of the countries of the Union (world 
mark) provided that the use of a confusingly similar reproduc- 
tion, imitation or translation would violate any proprietary inter- 
ests of the owner of the mark or adversely affect its distinctive- 
ness or exploit its advertising value or lead to confusion with 
respect to the origin of the goods or services or relations between 
enterprises. (Compare with this proposition the suggestion of 
Moser v. Filseck and Schreiber in GRUR, Auslandsteil, 1952, 74). 

(3) A period of at least five years must be granted with re- 
spect to the cancellation of these registered marks. This period 
should commence as of the initial registration date. 

(4) No period should be established with respect to the can- 
cellation of fraudulently registered marks. 
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NOTES FROM THE PATENT OFFICE 


Changes in Trademark Rules 
By Katharine |. Hancock* 


The Patent Office is proposing a comprehensive revision of 
the Rules of Practice in Trade-Mark Cases. The proposed 
amended rules appear in full in the Federal Register for August 
21, 1954; in The Trade-Mark Reporter for September, 1954 (44 
TMR 1055); and in 102 USPQ II-XI, September 13, 1954. 

Written suggestions and comments concerning the proposed 
amendments sent to the Commissioner of Patents, Washington 
25, D. C., before November 15, 1954, will be given careful con- 
sideration. Oral hearing on the proposed amendments will not 
be held unless sufficient request is made by the public. 

These changes are in addition to those which became effec- 
tive March 3, 1954, and which were published, with comment 
thereon, in The Trade-Mark Reporter for April, 1954 (44 TMR 
378-382). 

A careful reading of the proposed amendments brings a pro- 
gressive awareness that they form a pattern—a pattern designed 
to increase consistency, efficiency and economy. This is made 
abundantly clear as to inter partes procedures by Assistant Com- 
missioner Leeds in the article ‘‘The Proposed New Rules of Prac- 
tice with Regard to Trademarks’’ in The Trade-Mark Reporter 
for July, 1954 (44 TMR 755), and in the article ‘‘The New Look’’ 
in the Journal of the Patent Office Society for August, 1954 (vol. 
36, page 591). 

However, the proposed changes in ex parte practice are per- 
haps not well known. A comparison of some of the present and 
the proposed rules, pointing up the changes involved, may there- 
fore be useful. Certain ex parte rules have been selected as 
appropriate for comment, and the following account has been 
prepared with the foregoing object in mind. 

An attempt has been made to make this account self-explana- 
tory, but for fullest understanding it should be read in conjunc- 
tion with the text of the present rules and of the proposed amend- 
ments—those not discussed, as well as those which are. 


* Trademark Examiner, U. 8. Patent Office; Member District of Columbia Bar. 
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2. Section 100.67 (Rule 6.7) Application confidential prior 

to publication, access to applications. 

The proposed rule is divided into paragraphs (a) and (b), 
(a) comprising essentially the present rule, and (b) being new 
matter. 

Paragraph (a) adds the dates of first use to the information 
now given in the public index of pending applications. 

It also provides that access to files of pending applications 
may be authorized by the Commissioner when ‘‘good cause has 
been shown for such access,’’ rather than in the words of the 
present rule when ‘‘it shall be necessary to the proper conduct 
of business before the Patent Office.’’ The proposed wording 
affords a basis for request for access which is broader and more 
amenable to individual situations. 

Paragraph (b) makes explicit the fact that files are available 
for public inspection after registration or publication for opposi- 
tion, and that copies of papers therein may be secured upon 
paying the appropriate fee. 

3. Sections 100.78 (Rule 7.8) Use by predecessor or by related 

companies. 

The proposed rule is composed of paragraphs (a), (b) and 
(c). 

Paragraph (a) is the same as the first sentence of the first 
paragraph of the present rule, relative to the date of first use 
of a predecessor in title or a related company being asserted, 
with a statement to that effect. 

Paragraph (c) is essentially the same as the second sentence 
of the first paragraph of the present rule, being reworded to 
make stronger and more clear the requirement which the Office 
may make for disclosure of the relationship and proof that use 
by a related company inures to the benefit of the applicant. 

Paragraph (b) is substituted for the second paragraph of 
the present rule. The proposed rule omits the present require- 
ment that exceptions to the averment of exclusive right to use 
the mark, the nature of the relationship, and the names and 
addresses of such companies, must be recited in the declaration. 
The proposed rule, instead, recognizes the two situations which 
may exist—namely, where an applicant does not use the mark 
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but use is made on its behalf by one or more related companies, 
and where there is use by both the applicant and related com- 
panies—and then merely requires that the applicable facts must 
be indicated in the application. 

The broader wording of the proposed rule permits a flexibil- 
ity in requiring presentation of the widely varying facts in dif- 
ferent cases, whereas the wording of the present rule may be 
somewhat ambiguous. 

4. Section 100.81 (Rule 8.1) Proof of distinctiveness under 

Section 2(f). 

The subject matter of the present rule is rearranged in pro- 
posed paragraphs (a), (b) and (c). 

The requirement in the present rule that applicant shall 
allege that registration is requested on the Principal Register 
‘‘in accordance with Section 2(f),’’ is omitted. 

Paragraph (a) of the proposed rule requires merely that 
the application shall allege that the mark is claimed to have 
become distinctive as a result of substantially exclusive and con- 
tinuous use in commerce for the five years next preceding the 
filing of the application—with the exception that when the claim 
of distinctiveness is based on facts and circumstances other than 
five years’ use, the application shall allege that the mark is 
claimed to have become distinctive as evidenced by proofs sub- 
mitted. 

Paragraph (b) provides that, in either of the foregoing situ- 
ations, further evidence may be required to support the claim 
of distinctiveness. This paragraph also adds a provision that 
such evidence may be in the form of affidavits or depositions, 
or may be in other appropriate form. 

Paragraph (c) is essentially the same as the fourth para- 
graph of the present rule to the effect that a claim of distinctive- 
ness added to the application subsequent to filing must be verified 
by the applicant. 

5. Section 100.121 (Rule 12.1) Action by Examiner. 

Paragraph (a) of the proposed rule is the same as the first 
clause of the present rule, that applications will be examined 
and if the applicant is found not entitled to registration, he will 
be so notified and advised of the reasons. 
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Omitted is the second clause of the present rule, which refers 
to the Office providing applicant with such information and refer- 
ences as may be helpful in the further prosecution of the applica- 
tion. Paragraph (b), which replaces it, states that the Examiner 
may require the applicant to furnish information and exhibits 
necessary to the proper examination of the application. This 
amendment is formal recognition of what has always been inher- 
ent in the practice—that the burden is on the applicant to supply 
the Office with the necessary data to assure complete examination. 

6. Section 100.127 (Rule 12.7) Suspension of action by Patent 

Office. 

Paragraph (a) of the proposed rule is essentially the same 
as the present rule, plus an explanation of the often-misunder- 
stood fact that the action referred to in this rule is action by the 
Patent Office, not action required by applicant. 

Paragraph (b) is new matter, providing formally for suspen- 
sion of action by the Patent Office until termination of a cancela- 
tion proceeding filed by the applicant against a cited reference. 

7. Section 100.141 (Rule 14.1) Federal label approval 

required in certain cases. 

The emphasis of the present rule is shifted somewhat by the 
proposed rewording. 

Paragraph (a) of the proposed rule relates to products, gen- 
erally, which may not be sold in commerce without approval of 
a designated agency. The reference in this paragraph is to 
approval of the product, whereas the present rule speaks of 
approval of the label for the product. The present requirement 
for filing a copy of the label and its certification is omitted, the 
proposed rule providing that it is sufficient to state in the applica- 
tion that the sale of the product is authorized by the appropriate 
agency and to designate the nature of the approval and the permit 
number, if there is one. 

Paragraph (b) relates to wines and distilled alcoholic liquors, 
specifically, since the requirements of the approving agency for 
these goods are specialized. The rule states that as to these goods 
there must be filed a certificate, or statement, of approval by the 
appropriate agency, of the label filed in the application. 








ow 
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8. Section 100.16la (Rule 16.1a) Classification in case of 
certification marks. 

This is anew rule. It provides that certification applications 

be classified merely as Goods or as Services, without the goods 

or services being further broken down into the classes specified 

in Rule 16.1. 

This provision will relieve an applicant for registration of 
a certification mark of the necessity of filing separate applications 
on various kinds of goods or on different types of services, and 
will result in a reduction of expense and paper work for those 
who seek to register certification marks. 

9. Section 100.164 (Rule 16.4) Applications may be combined. 

It is proposed to amend the first paragraph of the present 
rule by deleting the second sentence requiring that there be filed 
in one of the applications a copy of the written application com- 
bined as a single application. 

Another change deals with combined certificates which may 
be issued when there are applications to register ‘‘a mark shown 
in identical form on the drawings,’’ rather than to register ‘‘the 
identical mark.’’ 

The first change will decrease the clerical work of all parties 
in connection with combining certificates. The second change 
emphasizes that the procedure of combining certificates requires 
the presentations on the drawings to be exactly the same, and 
points up the fact that an ‘‘identical mark’’ may have different 
format in different situations. 

29. Section 100.243a (Rule 24.3a) Ex parte action by the 

Examiner of Interferences. 

This is a proposed new rule, setting forth procedure con- 
trolling ex parte action by the Examiner of Interferences. This 
follows in logical sequence the rule relative to the suggestion of 
new matter by the Examiner of Trade-marks. 

Two procedures are proposed for the Examiner of Interfer- 
ences if facts appear in an inter partes case involving an applica- 
tion which in his opinion render the mark in the application 
unregisterable on grounds not placed in issue by the pleadings 
or not placed in evidence by the parties. 
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First, he may incorporate in his decision a recommendation 
to the Examiner of Trademarks that the application be re-exam- 
ined in the light of such facts. Should the application return to 
the jurisdiction of the Examiner of Trademarks, he then has 
authority to re-examine it accordingly. 

Or, on the other hand, the Examiner of Interferences may 
incorporate in his decision a refusal on the new reasons. The 
opposing party is not entitled to be heard on such ex parte action. 
The applicant may request reconsideration by the Examiner of 
Interferences, or he may appeal to the Commissioner. If neither 
action is taken, the refusal by the Examiner of Interferences 
becomes the final decision in the ex parte case—that is, action 
by the Examiner of Trademarks is not necessary. 


30. Section 100.248 (Rule 24.8) Status of application on 

termination of proceeding. 

This is a proposed new rule, setting forth expressly what 
the status of an application is to be at the end of a contested 
proceeding. 

If the judgment is not adverse, the application returns to 
the status it had before the institution of the proceeding. 

However, if the judgment is adverse to registrability, the 
application stands refused, without any further action being 
necessary, and all proceedings on the application are to be con- 
sidered terminated. 

This specific statement in the rules will assure uniform treat- 
ment of cases and avoid misunderstanding. 

31. Section 100.261 (Rule 26.1) Ex parte appeals to the 

Commissioner from the Examiner of Trademarks. 

It is proposed that the last sentence be canceled from the 
present rule—that is, the provision for appeal to the Commis- 
sioner from refusal of Section 8 affidavit or of renewal petition. 
These points are included in proposed Rule 27.1 providing for 
petition to the Commissioner. 

Since these two actions are actually direct acts of the Com- 
missioner, though done by way of delegation, petition rather than 
appeal has been determined to be the suitable method for seeking 
reconsideration. 
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32. Section 100.262 (Rule 26.2) Time and manner of ex parte 

appeals. 

The amendments proposed in this rule deserve most careful 
attention. 

The proposed rule reduces the time for appeal in ex parte 
cases from six months to sixty days in case of a final refusal to 
register. If the refusal is not final, then the appeal may be taken 
within the time for response to the Examiner’s action (which at 
present is six months according to statute). In other words, 
when the refusal is not final, the appeal is in the nature of a 
response to an Office action. 

The proposed rule also provides that filing of notice of appeal 
and payment of the appeal fee shall constitute the filing of appeal. 
A statement of the reasons for the appeal is not required. 

34. Section 100.263a (Rule 26.3a) Reconsideration. 

This is a proposed new rule, which specifically provides that 
reconsideration of all decisions must be sought within thirty days 
after the date of the decision. 

35. Section 100.271 (Rule 27.1) Petition to the Commissioner. 

The proposed rule divides the subject matter into paragraphs 
(a) through (f). 

Paragraph (a) replaces sentence 1 of the present rule, and 
states specifically the circumstances under which petition may 
be made to the Commissioner. As at present, there may be peti- 
tion from an Examiner’s repeated action which is not subject to 
appeal. Also, where matter is to be determined directly by the 
Commissioner (as Section 8 and renewal), and where it is desired 
to invoke the supervisory authority of the Commissioner in an 
‘‘interlocutory’’ situation, a petition will lie. 

This amendment expands, clarifies and makes definite the 
question of petitionable subject matter. 

Paragraph (b) replaces sentences 2 and 3. It adds that the 
petition must contain a statement of the action requested. It fur- 
ther adds that where facts are to be proven in ex parte cases, 
proof must accompany the petition. 

Sentence 4 of the present rule, providing for supplying of 
written data by the Examiner, is omitted. 

Paragraph (c) replaces sentence 5 but is substantially the 
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same as in the present rule. Oral hearing will be had only when 
considered necessary by the Commissioner. Since petitions are 
discretionary, it is the prerogative of the Office to determine 
when a hearing will be helpful. 

Paragraph (d) replaces sentence 7 of the present rule. It 
provides, as does the present rule, that the filing of a petition 
does not operate as a stay of time or other proceedings. The 
proposed paragraph merely states that there is no stay of the 
period for replying to an Examiner’s action, without reference 
to the specific time period of six months for such action. 

Paragraph (e) is new. It provides that the Commissioner 
may delegate authority to act on a petition. 

Paragraph (f) replaces sentence 6 of the present rule, and 
is the same, stating that no fee is required for petition. 

36. Section 100.324 (Rule 32.4) Reconsideration of affidavit 

(under See. 8). 

The proposed rule omits reference to certain numbered rules 
which are at the end of the present rule. 

The present rule becomes paragraph (a) of the proposed 
rule. 

Paragraph (b) of the proposed rule is new. Part 1 thereof 
provides expressly for petition to the Commissioner under Rule 
27.1. Decision on petition will be final action. If no petition is 
taken, the Commissioner will notify registrant of the insufficiency 
of the affidavit, and this will constitute the final decision of the 
Office. 

Part 2 of paragraph (b) relates to appeal to the court, and 
for that purpose merely directs attention to Rule 26.4. 

37. Section 100.346 (Rule 34.6) Consideration of above 

matters. 

This is a proposed new rule. 

It sets out the specific procedure which shall govern con- 
sideration of the correction, disclaimer, and surrender matters 
of rules 34.1 through 34.5. These will first be considered by the 
Examiner of Trademarks, from whose action petition may be 
made under Rule 27.1. If response to an adverse action is not 
taken in six months, the matter will be considered abandoned. 

This express statement of procedure will eliminate misunder- 
standing, and make the status of such matters clear and consistent. 
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38. Section 100.354 (Rule 35.4) Refusal of renewal. 

This proposed new rule is the same as proposed Rule 32.4, 
but in this instance applies to renewals rather than to Sec. 8 
affidavits. 

39. Section 100.361 (Rule 36.1) Requirements for assign- 

ments. 

The proposed rule omits the first paragraph of the present 
rule relative to a mark in an application being assignable with the 
good will of the business. This matter would appear to be amply 
covered in the statute itself. 

The preamble to the second paragraph of the present rule— 
to the effect that an assignment shall be in writing duly executed, 
that acknowledgment is prima facie evidence of execution, and 
that when recorded, the record of the Office shall be prima facie 
evidence of execution—is also omitted. 

The proposed amended rule, in paragraph (a) thereof, merely 
provides that assignments, made in accordance with Section 10 
of the statute, will be recorded in the Patent Office. A new 
sentence is added, however, stating that other instruments may 
also be recorded, in the discretion of the Commissioner. 

Then follows the list of requirements (given in the present 
rule) that to be recorded, an assignment must be executed, must 
identify the registration or application, must be in English, or 
accompanied by English translation, must be accompanied by 
recordation fee, and must include appointment of resident agent 
when assignee is not domiciled in the United States. But an 
exception is provided ‘‘as may be ordered by the Commissioner.’’ 

The last paragraph of the present rule, regarding the date 
of record of an assignment, becomes proposed paragraph (b). 

These changes provide a more liberal approach to assign- 
ments, and should be of benefit to trademark owners. 

40. Section 100.363 (Rule 36.3) Certificate of registration 

may issue to assignee. 

Certificate of registration may still issue to an assignee, but 
to accomplish this, it is proposed that the assignment must be 
recorded ten days prior to allowance by the Examiner. 

The change is necessitated mainly by the fact that notices 
of allowance which designate the date the registration will bear 
have been discontinued. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Great Britain 


Restoration of Former Japanese Owned Marks 


The Custodian of Enemy Property will give consideration to 
applications for the re-assignment of trademarks now vested in 
him which were formerly owned by Japanese nationals. Such 
applications must be made on or before January 21, 1955. Repre- 
sentations may be made to the Custodian by British or other allied 
nationals who may have an interest in such matters. 


Trading Names 


In a recent case, 71 R.P.C. 359, the plaintiff obtained an in- 
terim injunction restraining the defendants from using the word 
BRIDGE in their Company name in any business. The plaintiff 
Company, David Bridge & Company Ltd., deals in a highly spe- 
cialized business in the manufacture and repair of machinery for 
the rubber, plastic and cable industries and their goods are gener- 
ally known to the trade as Bripce goods. The defendants are 
descendants of the original David Bridge and were until recently 
directors of the plaintiff Company. They offered to submit to an 
interim injunction against using the word Bripcg, which injunction 
would be qualified by the words ‘‘without clearly distinguishing 
the same from the plaintiff Company’’. However, inasmuch as 
the defendants had not as yet erected their factory or started to 
carry on business, the Court held that the balance of convenience 
lay with the plaintiffs, there being a likelihood of confusion, and 
granted an absolute interim injunction. The Court gave direc- 
tions for a speedy trial. 


Korea 
Law of Unfair Competition 


The Japanese law for the prevention of unfair competition 
in its prewar version is still in effect in Korea. 
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NON-PROPRIETARY NAMES FOR DRUGS MOVING 
IN INTERNATIONAL COMMERCE 


The following names for three drugs are under consideration 
for adoption as international non-proprietary names. They will 
be published in Vol. 8, no. 10, October 1954 of the Chronicle of The 
World Health Organization. The Combined Trade-Mark Bureau 
of ADMA and APMA published these names in its Bulletin no. 
Q-39, September 29, 1954. Objections or other comments should 
be sent directly to the Director-General, World Health Organiza- 
tion, Geneva, Switzerland, within six months following the month 
of publication in the Chronicle. 

Lists of previously proposed international non-proprietary 
names have been published in the Chronicle, Vol. 7, no. 10, October 
1953 and Vol. 8, no. 6, June 1954 and in 44 TMR 35 and 44 TMR 


926. 


Proposed International 
Non-Proprietary Names Chemical Names 


(Latin, English, French) 

diethylthiambutenum 

diethylthiambutene 3-diethylamino-1, 1-di(2-thienyl) but-1-ene 
diéthylthiambutene diethylamino-3 di(2-thienyl)-1, 1 butene-1 
dimethylthiambutenum 

dimethylthiambutene 3-dimethylamino-1, 1-di(2-thieny]) but-1-ene 
diméthylthiambutene dimethylamino-3 di(2-thienyl)-1, 1 butene-1 
ethylmethylthiambutenum 

ethylmethylthiambutene 3-ethylmethylamino-1, 1-di(2-thieny!) but-l-ene 
éthylméthylthiambutene ethylmethylamino-3 di(2-thienyl)-1, 1 butene-1 


SS 
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NEW PUBLICATION 


In addition to the notice published in 44 TMR 808 we wish to 
advise our readers that the first issue of the new Canadian Trade 
Marks Journal was published on September 29, 1954, in compli- 
ance with Rule 17 of the Trade Marks Rules and is issued every 
Wednesday. 

The annual subscription price in Canada, the United States 
and Mexico is $15.00 and the single copy price is 35 cts. Subscrip- 
tions to other countries are $20.00 per year, single copies 50 cts. 
Subscription orders should be sent to The Queen’s Printer, Office 
of the Supervisor of Government Publications, Ottawa, Canada. 


LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Cawley, F. L. 
Trade-Marks and the Merchandise Marks Acts. Paper read before The 
Chartered Institute of Patent Agents, London, 1954. 


Seidel, Arthur H. 
Trade Mark Protection—A Reappraisal. (New York Law Journal, v. 132, nos. 
62-64, September 28-30, 1954.) 


LEGAL NOTE 
Television Law. The Case for Unfair Competition in Telecasting. (Notre 
Dame Lawyer, v. 29, no. 3, Spring 1954, pp. 456-467.) 


* Copies of these articles and legal notes are available in the Association’s library. 
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PETERS v. MACHIKAS et al., trading as MAJESTIC GRILLE 


No. 250 — Pennsylvania Supreme Court, Eastern District — June 2, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Use of MAJESTIC RESTAURANT and MAJESTIC GRILLE for nearby restaurants is 
confusingly similar, under circumstances stated. 

Appeal from Court of Common Pleas No. 3, Philadelphia County, 
Pennsylvania, MacNeille, J. 

Action for unfair competition by Platon Peters v. George Machikas 
and Speros Kellos, trading as Majestic Grille. Plaintiff appeals from final 
decree dismissing complaint. Reversed. Jones, Justice dissenting with 
opinion in which Stearne and Chidsey, Justices, join. 

Joseph Rappaport and Rappaport, Lagakos & Blank, of Philadelphia, 

Pennsylvania for appellant. 

Horace M. Barba and Barba & Eisman, of Philadelphia, Pennsylvania for 
appellees. 
Before Stern, Chief Justice, and STEARNE, JONES, BELL, CHIDSEY, Mus- 

MANNO and ARNOLD, Justices. 


BELL, Justice. 


Platon Peters, an individual trading under the fictitious name of 
MAJESTIC RESTAURANT which is located at 2442 Kensington Avenue, Phila- 
delphia, filed a complaint in equity to restrain defendants, who are also 
engaged in the restaurant business at 3171 Kensington Avenue, Philadel- 
phia, from using the trade name of MAJESTIC GRILLE. Defendants’ restau- 
rant is on the same street as plaintiff’s, approximately 7 blocks away. 

We summarize the Chancellor’s findings: 

In 1924 plaintiff, defendant Machikas, and George Anagnastou formed 
a partnership to operate a restaurant under the name of MAJESTIC RES- 
TAURANT at 2442 Kensington Avenue, Philadelphia. In 1932 that partner- 
ship established another restaurant under the name of MAJESTIC RESTAURANT 
at 13th and Arch Streets. In 1936 that partnership established another 
restaurant under the name of MAJESTIC RESTAURANT at 3171 Kensington 
Avenue, where defendants at the present time conduct their restaurant. 

In 1949 the partnership sold a one-half interest in the restaurant at 
3171 Kensington Avenue to James Krassas and the name of the restaurant 
was changed to BETSY ROSS RESTAURANT. 
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On February 9, 1950 the partnership was dissolved and the assets dis- 
tributed as follows: Plaintiff was given the restaurant located at 2442 
Kensington Avenue, known as the ‘‘Majestic Restaurant’’; defendant 
Machikas was given the restaurant at 3171 Kensington Avenue known as 
the ‘‘Betsy Ross Restaurant’’ and other assets not here relevant. One 
paragraph of the agreement of dissolution provided that ‘‘Peters [plain- 
tiff] shall have the full right to the name of Majestic Restaurant at 2442 
Kensington Avenue and elsewhere.’’* 

In August, 1952 defendants (Machikas and his partner Kellos) com- 
menced using the name MAJESTIC GRILLE for their restaurant at 3171 Ken- 
sington Avenue. We note that defendants could not use, under Machikas’ 
agreement with Peters, the name MAJESTIC RESTAURANT; and the question 
arises whether MAJESTIC GRILLE is, under the facts in this case, so similar 
as reasonably likely to confuse or deceive prospective customers or other- 
wise harm the plaintiff. 

The Chancellor further found that the plaintiff has spent approxi- 
mately $20,000. in improving his restaurant and in purchasing new equip- 
ment; and that he has also expended unknown sums of money for adver- 
tising his restaurant by the distribution of handbills and certain novel- 
ties in northeast Philadelphia. Defendants took into their employ certain 
employees formerly employed by plaintiff in his restaurant at 2442 Kensing- 
ton Avenue, although the Chancellor did not pass upon plaintiff’s allega- 
tion that these employees were ‘‘pirated’’ by defendants. 

One of the Chancellor’s most important findings of fact (which is 
unchallenged) was that defendants’ restaurant has a large neon sign in 
the window bearing the word MAJEsTIC in letters 10 to 12 inches in 
height, and the word GRILLE in letters 3 or 4 inches in height; and that 
defendants also have a sign in their window reading ‘‘ Majestic Restau- 
rant’’. This is certainly very improper, very misleading and deceiving, 
and undoubtedly very detrimental to the interests of the plaintiff, as well 
as a violation of the Fictitious Names Act under which defendants (and 
plaintiff) were registered. 

The Chancellor further found that there was no satisfactory evidence 
that the defendants’ use of the name MAJESTIC GRILLE has caused any con- 
fusion among customers, tradespeople and other persons dealing with plain- 
tiff, or that defendants’ business is in competition with plaintiff’s busi- 
ness, or that defendants’ use of the name MAJESTIC GRILLE was used with 
intent to injure or defraud plaintiff. 

Findings of fact made by a Chancellor who saw and heard the wit- 
nesses, when confirmed by the Court en bane, will not be reversed on ap- 
peal if they are supported by adequate evidence: Pregrad v. Pregrad, 
367 Pa. 177, 80 A.2d 58; Barrett v. Heimer, 367 Pa. 510, 80 A.2d 729. 
However, that well-settled principle is confined to findings which are true 
and genuine findings of fact. ‘‘With respect to [a] inferences and de- 


* Italics throughout, ours. 
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ductions from facts and [b] conclusions of law both the court en bane and 
the appellate courts have the power to draw their own inferences and 
make their own deductions and conclusions: Barrett v. Heiner, 367 Pa. 
510, 80 A.2d 729; Norman Estate, 361 Pa. 26, 63 A.2d 80; Payne v. 
Winters, 366 Pa. 299, 97 A.2d 407; Smith v. Smith, 364 Pa. 1, 70 A.2d 
630.’’: Kalyvas v. Kalyvas, 371 Pa. 371, 375-376, 89 A.2d 819. 

We cannot agree with several of the Chancellor’s conclusions. Defend- 
ant, Machikas, was asked the following questions: 


**Q. Why did you change the name from Betsy Ross to Majestic 
Grille? 

**A. Well, the reason why, because that fellow, you know, he make 
the place a wreck out of it and I put my name on it, MAJESTIC, be- 
cause people know me over there for thirty years. That is why. 

* * * 

**Q. Why didn’t you call it the Majestic Restaurant instead of 
the Majestic Grille? 

‘fA. Well, I talked with my partner and we say we put MAJESTIC 
GRILLE. 

**Q. Why did you say grille? You always used the word res- 
taurant. 

* * * 

‘*Q. Didn’t you use Majestic Restaurant all the time since you 
were in business? Isn’t that what you said? 

‘A. I was interested with Majestic because every place I was I 
eall it Majestic. 

**Q. But you called it Majestic Restaurant, didn’t you, all the 
time ? 

‘*A. That’s right. 

**Q. Why did you change it suddenly to Majestic Grille in August 
or September of 1952? 

‘A. Also I got the sign up there. I put restaurant, too. 

**Q. All right. Why did you register as Majestic Grille instead 
of Majestic Restaurant? 

By the Court: 

‘*Q. Can you tell us why you preferred to use the name grille 
instead of restaurant? 

‘*A. As long as I put the Majestic— 

**Q. What? 

‘“*A. I don’t think it was different. 

* * * 

‘*Q. But why didn’t you use restaurant? You have got a res- 
taurant there; isn’t that so? Why didn’t you use Majestic Res- 
taurant? 

‘*A. Well, on the sign up there it says restaurant, and then the 
window it says Majestic Grille. 

‘*Q. You got a big neon sign in the window saying Majestic 
Grille? 

‘*A. That’s right. 

By the Court: 

“*Q. But you have another sign on the premises which says Majes- 
tic Restaurant ? 

‘“A. That’s right * * *.”’ 
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It is clear from defendant’s own testimony that the 12-inch-high word 
MAJESTIC is the key word he was interested in and wanted; and that he 
didn’t think the word GRILLE was different from RESTAURANT; and that 
he used the sign MAJESTIC RESTAURANT in his window. How, in view of 
that testimony, is it possible to defendant defendants’ change of name 
from BETSY ROSS tO MAJESTIC GRILLE Or MAJESTIC RESTAURANT or to find 
that Machikas did not intend to break his agreement with plaintiff, or did 
not intend to injure plaintiff, or to divert plaintiff’s business to the 
defendants. 


While the Chancellor did not consider the evidence was sufficient to 
establish confusion among customers and tradespeople between plaintiff’s 
restaurant and defendants’ restaurant, credible witnesses did testify that 
bills for food delivered to defendants were erroneously sent to plaintiff; 
that people telephoned plaintiff asking whether this was defendants’ 
MAJESTIC RESTAURANT; that food was delivered to plaintiff that was in- 
tended to be delivered to defendants; and that the Bureau of Assistance 
called several times to check on employment involving persons employed 
or seeking employment at defendants’ MAJESTIC RESTAURANT. All of this 
occurred within the period of two months prior to this suit. Considering 
the difficulty of proving confusion (and loss of trade, as to which there 
was inadequate evidence) we consider this testimony was both important 
and adequate. 

In KoolVent Metal Awning Corp. v. Price, 368 Pa. 528, 84 A.2d 296 
[42 TMR 129], this Court held that the trade mark KOOL-VENT was not 
infringed by the use of the name CooL-RAy and said (pp. 532, 533, 534) : 


‘*The law in this class of cases is well established; its application 
to different facts and circumstances is sometimes difficult. Descrip- 
tive, geographical and generic words, as well as words of common or 
general usage belong to the public and are not capable of exclusive 
appropriation by anyone. This general principle is subject to the 
limitation or exception that if a trade name or trademark or other 
word or words have acquired, in the trade and in the minds of the 
purchasing public, a special or so-called secondary meaning, i.e., have 
come to mean that the article is the product of a certain manufac- 
turer or of a particular individual or corporation, such trade name 
or trade mark or word or words will be protected against infringe- 
ment: Quaker State Oil v. Steinberg, 325 Pa. 273, 189 A. 473; Kellogg 
Co. v. National Biscuit Co., 305 U.S. 111 [28 TMR 569]; Thomson- 
Porcelite Co. v. Harad, 356 Pa. 121, 51 A.2d 605 [37 TMR 362]; 
Stroehmann Brothers Co. v. Manbeck Baking Co., 331 Pa. 96, 200 
A. 97. Even though a word or phrase or mark has acquired a special 
or secondary meaning, the right of protection does not extend a mo- 
nopoly to every word in the name, but the protection will be afforded 
only against names or marks which are deceptively similar thereto and 
consequently are likely to confuse the public: Quaker State Oil v. 
Steinberg, 325 Pa., supra. * * * 

‘*While the chancellor found as a fact that there was no intent 
to deceive an actual intent to deceive is not indispensable: American 
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Clay Mfg. Co. v. American Clay Mfg. Co., 198 Pa. 189, 47 A. 936. 
All that is necessary is that the court shall find from the evidence 
that the name or mark or label, or the conduct and practices of the 
defendant actually confused and deceived or that it is reasonably likely 
that the average purchaser will be deceived ; possibility that purchasers 
will be misled is not enough: Stroehmann Brothers Co. v. Manbeck 
Baking Co.; 331 Pa. 96, 98, 200 A. 97; Thomson-Porcelite Co. v. 
Harad, 356 Pa. 121, 51 A.2d 605 [37 TMR 362]; Quaker State Oil v. 
Steinberg, 325 Pa. 273, 189 A. 473.’ 

We find that the use of the name MAJESTIC GRILLE together with the 
conduct and practices of these defendants actually have or it is reason- 
ably likely that they will confuse and deceive the average prospective cus- 
tomer of plaintiff’s and the public generally; and that the use of the 
words MAJESTIC RESTAURANT Or MAJESTIC GRILLE is unfair competition 
which is detrimental to plaintiff and cannot be tolerated. 

For these reasons the decree of the Court below is reversed, with di- 
rections to enter a decree consistent with this Opinion; costs to be paid 
by defendants. 

JONES, Justice (dissenting). 

I would affirm the decree of the court below on the adjudication and 
opinion of President Judge MacNeille whose findings of fact are sup- 
ported by the evidence, and were confirmed by the Court en banc, and 
whose inferences from the basic findings are neither so unreasonable nor 
illogical as to justify their being rejected upon appellate review. 

Mr. Justice ALLEN M. STEARNE and Mr. Justice CHipsEy join in this 
dissent. 


NEHI CORPORATION v. MISSION DRY CORPORATION 
No. 11284 — C. A. 3 — June 16, 1954 


CANCELLATION—CONFUSING SIMILARITY 
Test of confusing similarity applied is whether an average buyer is unable to 
distinguish defendant’s name of mark from his recollection of plaintiff’s mark. 
ROYAL PUNCH, for soft drinks is not confusingly similar to ROYAL CROWN, for 
like goods. 
Appeal from District Court from District of Delaware, Leahy, Ch. J.; 

100 USPQ 38, 44 TMR 497. Action under 35 U.S.C. 146 by Nehi Corpo- 

ration v. Mission Dry Corporation, Registration No. 381,897 issued October 

15, 1940. Plaintiff appeals from judgment dismissing complaint. Affirmed. 
Case below reported at 41 TMR 724. 

Raymond A. Walsh, of Washington, D. C., Ellis W. Leavenworth, of New 
York, N. Y. and Henry M. Canby, of Wilmington, Delaware for 
appellant. 

William 8. Megonigal, Jr., and Hugh M. Morris, of Wilmington, Delaware 
and Albert J. Fihe, of Burbank, California for appellee. 

Before McLAuGHLIN, STALEY and Hastig, Circuit Judges. 
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Per CuRIAM. 


The district court dismissed Nehi Corporation’s action to cancel 
Mission Dry Corporation’s registered trade mark for soft drinks and bases 
and concentrates for preparing same. Nehi appeals. 

Its first proposition is that Mission’s trade mark ROYAL PUNCH is con- 
fusingly similar to its trade mark ROYAL CROWN when both are applied to 
soft drinks. It reasons that the test for confusion is applied to ordinary 
purchasers; that the ordinary purchasers of soft drinks are careless and 
easual purchasers; therefore the confusion test in this instance should be 
applied to careless and casual purchasers. 

We find nothing in the record to support the contention that the ordi- 
nary soft drink buyer is a careless and casual buyer but, even so, we note 
that Chief Judge Leahy in his opinion made specific allowance, 100 USPQ 
38, 39, ‘‘[f]or the facts and circumstances attendant upon the ordinary 
retail purchase of soft drinks viz., price, types of purchases and places of 
sale.’’ 

One of the cases relied upon by the trial court in ascertaining whether 
the confusion existed was his own opinion in Telechron, Inc. v. Telicon 
Corp., 97 F.Supp. 131, 89 USPQ 107 (41 TMR 418), which we affirmed 
in 198 F.2d 903, 94 USPQ 363 (42 TMR 832) (1952). The latter decision 
with others of the type is here relied upon by appellant. 

On the issue of confusion it is evident from the trial judge’s opinion 
that he had very much in mind just what and who were involved. Using 
the same sound standard as he had in the Telechron matter, namely, 
whether an average buyer is unable to distinguish defendant’s name or 
mark from his recollection of plaintiff’s mark, the court concluded that, as 
he stated in his opinion, 100 USPQ at 39, ‘‘I think there is a sufficient 
dissimilarity in appearance of the two marks, their pronunciation or sound, 
and their suggestiveness so that the ordinary purchaser would not confuse 
them.’’ Our own examination of the record convinces us that the trial 
eourt’s determination of that issue of fact is not only supported by the 
evidence but is clearly the right decision. Cf. Q-Tips v. Johnson & John- 
son, 206 F.2d 144, 98 USPQ 86 (44 TMR 39) (3 Cir. 1953). 

We agree with the district court that there is no necessity at this time 
of examining into the question of laches on the part of the appellant as 
determined by the Commissioner of Patents. 

The judgment of the district court will be affirmed. 


DIETENE COMPANY v. DIETRIM COMPANY et al. 


No. 87-52 — D. C. — D. Nebraska, Omaha Div. — June 21, 1954 


TRADE-MarK Act oF 1946—CoNSTRUCTION—SECTION 2(e) 


Section 2(e) merely reflects long standing equitable doctrine and precludes 
exclusive use of descriptive or generic terms as trademarks. 
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TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 






DIETENE is phonetically substantially the same as ‘‘dieting’’, and thus should 
not be exclusively appropriated. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 






DIETRIM and DIETENE, both for reducing supplements, are not confusingly 
similar; suffixes are completely dissimilar. 







Action for trademark infringement by Dietene Company v. Dietrim 
Company and Vitamin Industries, Inc. Complaint dismissed. 
Harold A. Prince, of Grand Island, Nebraska and Wilkinson, Huzley, 
Byron & Hume and Gerrit P. Groen, of Chicago, Illinois for plaintiff. 
Abrahams & Kaslow, Ben E. Kaslow and Seymour Smith, of Omaha, 
Nebraska for defendants. 


DononueE, Chief Judge. 


This action was instituted by the Dietene Company, a Minnesota cor- 
poration, to enjoin the defendant, Vitamin Industries, a Nebraska corpora- 
tion, from using the mark DIETRIM as applied to a reducing supplement 
because it is confusingly similar to DIETENE, a mark which plaintiff 
registered under the Trade Mark Act and also used to identify a reducing 
supplement. Since plaintiff charges infringement of a trademark regis- 
tered in the United States Patent Office, this court has jurisdiction. 15 
U.S.C.A. 1121. The requisite diversity of citizenship and amount in con- 
troversy also present an appropriate basis for this court to assume juris- 
diction of the cause. 28 U.S.C.A. 1332. 

The case was tried to the court without a jury, and after careful con- 
sideration of the material and competent evidence produced at the trial 
the court makes the following special 























FInpines or Fact 


Plaintiff owns United States Trade Mark Registration No. 329,995 for 
DIETENE as applied to a reducing supplement. This registration was origi- 
nally obtained by plaintiff’s predecessor under the Trade Mark Act of 1905, 
and was subsequently republished on the Principal Register of the Trade 
Mark Act of 1946 (Lanham Act). 15 U.S.C.A. 1021 et seq. Plaintiff 
distributes its products nationally. 

Defendant uses the name DIETRIM in connection with a reducing sup- 
plement which it distributes in areas served by the plaintiff corporation. 
Defendant’s mark is not registered and it was not in use prior to the time 
plaintiff began using its mark. 













DISCUSSION 


The Lanham Trade Mark Act provides that ‘‘(n)o trade mark by 
which the goods of the applicant may be distinguished from the goods of 
others shall be refused registration on the principal register on account of 
its nature unless it— * * * (e) consists of a mark which, (1) when applied 
to the goods of the applicant is merely descriptive * * * of them, * * *’’ 













Vol. 44 T. M. R. DIETENE CO. v. DIETRIM CO. et al. 1163 


15 U.S.C.A. 1052. This statute, which merely reflects a long standing 
equitable doctrine,’ precludes the exclusive use of descriptive or generic 
terms as trade marks. In Standard Paint Co. v. Trinidad Asph. Co., 220 
U.S. 446, Justice McKenna points out: 


‘‘The definition of a trade mark has been given by this court and the 
extent of its use described. It was said by the Chief Justice speaking 
for the court, that ‘the term has been in use from a very early date, 
and, generally speaking means a distinctive mark of authenticity, 
through which the products of particular manufacturers or the vend- 
able commodities of particular merchants may be distinguished from 
those of others. It may consist in any symbol or in any form of words, 
but as its office is to point out distinctively the origin or ownership of 
the articles to which it is affixed, it follows that no sign or form of 
words can be appropriated as a valid trade mark, which from the nature 
of the fact conveyed by its primary meaning, others may employ with 
equal truth and with equal right for the same purpose.’ Elgin Na- 
tional Watch Co. v. Illinois Watch Co., 179 U.S. 665, 673. There is no 
doubt, therefore, of the rule. There is something more of precision 
given to it in Canal Co. v. Clark, 13 Wall. 311, 323, where it is said 
that the essence of the wrong for the violation of a trade mark ‘con- 
sists in the sale of the goods of one manufacturer or vendor as those 
of another ; and that it is only when this false representation is directly 
or indirectly made that the party who appeals to a court of equity can 
have relief.’ A trade mark, it was hence concluded, ‘must therefore 
be distinctive in its origina! signification, pointing to the origin of the 
article, or it must have become such by association.’ But two qualify- 
ing rules were expressed as follows: ‘No one can claim protection for 
the exclusive use of a trade mark or trade name which would prac- 
tically give him a monopoly in the sale of any goods other than those 
produced or made by himself. If he could, the public would be injured 
rather than protected, for competition would be destroyed. Nor can 
a generic name, or a name merely descriptive of an article of trade, of 
its qualities, ingredients or characteristics, be employed as a trade mark 
and the exclusive use of it be entitled to legal protection.’ ’’ 


An examination of the cases discloses that the following marks have 
been held to be merely descriptive of the goods to which they applied; 
CUBE STEAK as applied to a meat tenderizing machine ;? LAUNDERETTE as 
applied to a washing machine ;* 3 1n 1 as applied to a jig saw which also 
performed two other functions (sanding and filing) ;* Ez FLO as applied to 
insecticide dusts, plant and horticultural parasiticides, agricultural crop 
and animal fungicides and plant hormones administered by spraying ;° 
FASTIE as applied to a tube fastening machine used for the purpose of 


1. Restatement of Torts (1938), See. 721; Canal Co. v. Clark, 13 Wall. 311. 

2. Spang v. Watson (C.A.D.C. 1953), 205 F.2d 703, 97 USPQ 290, (43 TMR 943). 

3. Bascom Launder Corp. v. Telicoin Corp. (C.A. 2, 1952), 204 F.2d 331, 97 USPQ 
186, (43 TMR 724). 

4. Burgess Vibocrafters v. Atkins Industries (C.A. 7, 1953), 204 F.2d 311, 97 
USPQ 366, (43 TMR 945). 

5. Application of Diamond Fertilizer Co. (C.C.P.A. 1953), 203 F.2d 767, 97 
USPQ 333, (43 TMR 956). 
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applying fasteners to flexible ends of tubes such as sausage casings ;*° CARIL- 
LONIC BELLS as applied to electrically operated carillons or chimes ;’ MIN- 
ERAL MEAL and MINRAL MEAL as applied to hog and livestock feed ;* LANOLIN 
PLUS as applied to soap and cosmetics ;’ the names STORYBOOK,GOLDILOCKS, 
LITTLE BO PEEP, JUNE GIRL, MISTRESS MARY, CURLY LOCKS, LITTLE MISS MUF- 
FETT, RED RIDING HOOD, LITTLE MISS DONNETT and STORY as applied to dressed 
dolls portraying such fictional characters;'° PRO-TEK-TIV as applied to 
shoes ;14 SAFE T SEAL as applied to envelopes ;'? ASHLESS ASH STAND in con- 
nection with the trade mark SMOKADOR as applied to ash stands**® sPEcs as 
applied to fowl masks or blinders ;** THEROGENE as applied to a cotton wad- 
ding so prepared as to act as a counter-irritant and to reduce swellings 
and inflammatory conditions ;*° DUMORE as applied to electric appliances ;*° 
STEEM ELECTRIC as applied to electric steam irons;’’ AIR BRUSH as applied 
to an instrument designed for the distribution of pigments by means of an 
air blast to produce pictures ;'* NO WASH UP as applied to a preparation 
for use on printing rollers and lithographing plates to obviate the necessity 
of washing them after use ;'® ELASTIC SEAM DRAWER as applied to drawers 
having a strip of elastic knitted material inserted at the seams,”° the prefix 
RITE as applied to pens and pencils ;*1 No-D’KA as applied to tooth paste ;*” 
LUSTA as applied to soap;?* BUFFERIN as applied to aspirin;** M.M. as 
applied to malted milk;*° pep as applied to beverage ;** NUGRAPE as ap- 


6. Application of Hercules Fasteners (C.C.P.A. 1953), 203 F.2d 753, 97 USPQ 
355, (43 TMR 962). 

7. Schulmerich Electronics Inc. v. J. C. Deagan, Inc. (C.C.P.A. 1953), 202 F.2d 772, 
97 USPQ 141, (43 TMR 735). 

8. Sargeant § Co. v. Welco Feed Mfg. Co. (C.A. 8, 1952), 195 F.2d 929, 93 USPQ 
144, (42 TMR 547). 

9. Lanolin Plus Cosmetics Inc. v. Marzall (C.A.D.C. 1952), 196 F.2d 591, 93 
USPQ 126, (42 TMR 554). 

10. Nancy Ann Storybook Dolls v. Dollecraft Co. (C.A. 9, 1952), 197 F.2d 293, 94 
USPQ 290, (42 T.M.R. 845). 

11. Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop Co. (C.A. 8, 1952), 199 
F.2d 407, 95 USPQ 130. ‘‘Concededly descriptive.’’ 

12. In re Alvah Bushnell Co. (C.A.D.C., 1919), 261 F. 1013, (10 TMR 88). 

13. Smokador Mfg. Co. v. Tubular Products Co. (C.A. 2, 1929), 31 F.2d 255, 1 
USPQ 158, (19 TMR 355). 

14. Cridlebaugh v. Rudolph (C.A. 3, 1943), 131 F.2d 795, 55 USPQ 386. 

15. Thermogene Co. v. Thermozine Co. (C.A. 2, 1916), 234 F. 69, (6 TMR 247). 

16. Wisconsin Electric Co. v. Dumore (C.A. 6, 1939), 35 F.2d 555, 3 USPQ 232. 

17. Steem Electric Corp. v. Herzfeld-Phillipson Co. (C.A. 7, 1940), 118 F.2d 122, 
48 USPQ 92, (31 TMR 85). 

18. Air Brush Mfg. Co. v. Thayer (C.A. 7, 1897), 84 F. 640. 

19. Ault ¢ Wiborg Co. v. Cheshire (C.A. 8, 1909), 191 F. 741. 

20. Scriven v. North (C.A. 4, 1903), 134 F. 366. 

21. Rite-Rite Mfg. Co. v. Rite Craft Co. (C.C.P.A. 1950), 181 F.2d 226, 85 USPQ 
268, (40 TMR 418). 

22. No-D-Ka Dentrifice Co. v. 8. 8. Kresge Co. (D.C.Mass. 1928), 24 F.2d 726, 
(18 TMR 203). 

23. Lusta-Foame Co. v. Wm. Filene’s Sons Co. (D.C.Mass. 1946), 66 F.Supp. 517, 
70 USPQ 170, (36 TMR 250). 

24. Wise v. Bristol Meyers Co. (D.C.N.Y. 1952), 107 F.Supp. 800, 94 USPQ 327. 

25. Horlick’s Malted Milk Co. v. Borden Co. (C.A.D.C., 1924), 295 F. 232, (14 
TMR 131). 

26. Pepsi Cola Co. v. Krause Bottling Co. (C.A. 4, 1937), 92 F.2d 272, 35 USPQ 
106, (27 TMR 734). 
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plied to grape drink;?’ BOHEMIAN as applied to beer;** NON-STICK as 
applied to windows ;*® KEEPCLEAN as applied to toothbrushes ;** RUBEROID 
as applied to flexible waterproof roofing ;*1 ALWAYS CLOSED as applied to 
a revolving door ;** U-BAR as applied to greenhouse construction ;** DIOXYGEN 
as applied to hydrogen dioxide ;** FLoRA as applied to flavorings ;*> MOUSE 
SEED as applied to rodent exterminator ;**° SPEARMINT as applied to gum ;*" 
RED LEAF as applied to tobacco ;** TAFFY TOLU as applied to chewing gum ;*° 
WORNOVA and SLIPOVA as applied to garments ;*® voGUE HATS as applied 
to hats ;** stup as applied to a belt fastener ;** zero as applied to clothing 
designed for winter wear ;** FASHIONKNIT as applied to knitted articles 
of clothing ;** COCO-QUININE as applied to pharmaceutical preparation con- 
taining quinine colored and flavored with chocolate ;*° NERVINE as applied 
to a nerve tonic;*® ACID PHOSPHATE as applied to a medicinal prepara- 
tion ;*7 CRAMP CURE*® and GALL CURE*® as applied to medicine; MED-L-PAK*® 
and ASEPTIKONS" as applied to vaginal suppositories; SHREDDED WHEAT*? 
TOASTED CORN FLAKES**® and RAISIN BREAD™ as applied to breakfast cereals; 


27. National NuGrape Co. v. Guest (C.A. 3, 1948), 164 F.2d 874, 75 USPQ 229, 
(37 TMR 848). 

28. American Brewing Co. v. Bienville (C.A. 5, 1906), 153 F. 615. 

29. N.S.W. Co. v. Wholesale Lumber § Millwork (C.A. 6, 1941), 123 F.2d 38, 51 
USPQ 241, (32 TMR 154). 

30. Florence Mfg. Co. v. J. C. Dowd § Co. (C.A. 2, 1910), 178 F. 73, (1 TMR 289). 

31. Standard Paint Co. v. Trinidad Asphalt Mfg Co., 220 U.S. 446. 

32. Van Kannel Revolving Door Co. v. American Revolving Door Co. (C.A. 7, 
1914), 215 F. 582, (4 TMR 423). 

33. William H. Lutton Co. v. Lord & Burnham Co. (D.C.N.Y., 1927), 16 F.2d 
490, (17 TMR 116); aff’d 19 F.2d 1023). 

34. Oakland Chemical Co. v. Bookman (C.A. 2, 1927), 22 F.2d 930, (18 TMR 1). 

35. Florasynth Laboratories v. Goldberg (D.C. Ill. 1949), 86 F.Supp. 624, 81 
USPQ 332, (39 TMR 595). 

36. W. G. Reardon Laboratories v. B & B Exterminators (D.C. Md. 1933), 3 
F.Supp. 467, 17 USPQ 406, (23 TMR 375). 

37. L. P. Larson Jr. Co. v. Wm. Wrigley Jr. Co. (C.A. 7, 1919), 253 F.2d 914, 
(9 TMR 77). 

38. Carthage Tobacco Works v. Barlow Moore Co. (C.A. 6, 1925), 5 F.2d 469, 
(15 TMR 431). 

39. Colgan v. Danheiser (C.A. 7, 1888), 35 F. 150. 

40. Wornova Mfg. Co. v. McCawley g Co. (C.A. 2, 1926), 11 F.2d 465, (16 
TMR 371). 

41. Vogue Co. v. Vogue Hat Co. (C.A. 3, 1925), 6 F.2d 875. 

42. Greene, Tweed § Co. Vv. Manufacturers’ Belt Hook Co. (C.A. 7, 1906), 158 
F. 640. 

43. B. W. Harris Mfg. Co. v. Werber Sportswear Co. (C.C.P.A., 1950), 183 F.2d 
105, 86 USPQ 408, (40 TMR 790). 

44. Franklin Knitting Mills v. Fashionknit Sweater Mills (D.C.N.Y., 1923), 297 
F. 247, (14 TMR 274); aff’d 4 F.2d 1018. 

45. William R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 526. 

46. Richmond Remedies Co. v. Dr. Miles Medical Co. (C.A. 8, 1927), 16 F.2d 598, 
(17 TMR 82). 

47. Rumford Chemical Works v. Muth (C.A. 4, 1888), 35 F. 524. 

48. L. H. Harris Drug Co. v. Stucky (C.A. 3, 1891), 46 F. 624. 

49. Bickmore Gall Cure Co. v. Karns Mfg. (C.A. 3, 1903), 126 F. 573. 

50. Personal Products Corporation v. Allen Laboratories (C.C.P.A., 1944), 141 
F.2d 702, 61 USPQ 187, (34 TMR 209). 

51. Parmele Pharmical Co. v. Weiner (D.C.N.Y., 1925), 5 F.2d 750, (15 TMR 435). 

52. Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296, (28 TMR 569). 

53. Kellogg Toasted Corn Flake Co. v. Quaker Oats Co. (C.A. 6, 1916), 235 F. 657, 
(6 TMR 537). 

54. Skinner Mfg. Co. v. Kellogg Sales Co. (C.A. 8, 1944), 143 F.2d 895, 62 USPQ 
324, (34 TMR 274). 








Wyss 
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FROSTEE as applied to frozen fruits and vegetables;°> GRAPHIC as applied 
to cameras ;** REALISTIC as applied to hair waving machine ;** SELFTAPPING 
as applied to screws ;°* WHIRLING SPRAY as applied to a syringe ;°® COPPER- 
CLAD as applied to copper coated steel wire;®® FIVE DISC CYLINDER as 
applied to a padlock;** NU-ENAMEL as applied to paint;®*? TEXTUL as 
applied to an oil used for cleaning wool and worsteds;** sTABRITE™ and 
MIRROLIKE® as applied to polish; ALL WHITE®® and DYANSHINE®” as ap- 
plied to all shoe polishes; AvIATION®® and VISUALIZED® as applied to maga- 
zines and books; ORIENTAL CREAM as applied to a cosmetic lotion ;"° LATHER- 
KREEM as applied to shaving cream; OVERTONE as applied to solid dry 
cake of cosmetic preparation ;** SPEED WAGON as applied to motor trucks ;"* 
FLARE FRONT as applied to automobile lamp;** and VACUUM CUPS as ap- 
plied to tires.* In each of the seventy-four instances mentioned, the 
court refused to protect the trade mark involved in the litigation be- 
cause such mark was merely descriptive of the product or its qualities 
and functions. A close analysis of these trademarks indicates that very 
few of them are more descriptive as applied to their respective products 
than the plaintiff’s mark in this case. 

DIETENE is a combination of the root word ‘‘diet’’ and the suffix ‘‘ene.”’ 
Etymologically speaking, the root word is of Greek origin (diaita), which 
finds later acceptance in chronological order in the Latin (dieta), French 
(diete) and English languages. Among other things, the noun ‘‘diet’’ 
denotes: ‘‘Solid or liquid food taken in regular quantities, or of a par- 
ticular kind, in a course of medical treatment or in accordance with hy- 


55. Thomas J. Lipton v. Lerman (D.C.D.C., 1952), 107 F.Supp. 835, 95 USPQ 310. 

56. Folmer Graflex Corp. v. Graphic Photo Service (D.C.Mass., 1942), 44 F.Supp. 
429, 53 USPQ 287, (32 TMR 280). 

57. Philad Co. v. Murray’s Beauty Salon (D.C. Ohio, 1936), 14 F.Supp. 626, 29 
USPQ 228. 

58. Rosenberg v. Shakeproof Lock Washer (D.C. Del., 1937), 20 F. Supp. 959, 35 
USPQ 232, (27 TMR 790). 

59. Marvel Co. v. Pearl (C.A. 2, 1904), 133 F. 160. 

60. Duplex Metals Co. v. Standard Underground Cable Co. (D.C.Pa., 1914), 220 
F. 989, (5 TMR 8). 

61. Slaymaker Lock Co. v. Reese (D.C.Pa., 1938), 24 F. Supp. 69, 38 USPQ 83. 

62. Armstrong Paint & Varnish Works v. Nu Enamel Corporation, 305 U.S. 315, 
39 USPQ 402, (29 TMR 3). 

63. In re Swan § Finch Co. (C.A.D.C., 1919), 259 F. 990, (9 TMR 397). 

64. In re Charles R. Long Jr. Co. (C.A.D.C., 1922), 280 F. 975, (12 TMR 176). 

65. Mirrolike Mfg. Co. v. Devoe & Reynolds Co. (D.C.N.Y., 1925), 3 F.2d 846, 
(24 TMR 141). 

66. Griffin Mfg. Co. v. It Polish Co. (C.A. 3, 1936), 80 F.2d 514, 27 USPQ 369. 

67. Barton v. Rex Oil Co. (C.A. 3, 1925), 2 F.2d 402, (19 TMR 159). 

68. McGraw-Hill Publishing Co. v. American Aviation Associates (C.A.D.C. 1941), 
117 F.2d 293, 47 USPQ 494. 

69. Oxford Book Co. v. College Entrance Book Co. (C.A. 2, 1938), 98 F.2d 688, 
39 USPQ 7. 

70. In re Hopkins (C.A.D.C., 1907), 29 App. D.C. 118. 

71. A. J. Krank Mfg. Co. v. Pabst (C.A. 6, 1921), 277 F. 15, (12 TMR 80). 

72. House of Westmore v. Denney (C.A. 3, 1945), 151 F.2d 261, 66 USPQ 373. 

73. Application of Reo Motor Car Co. (C.A.D.C., 1927), 16 F.2d 349, (17 TMR 11). 

74. Rushmore v. Manhattan Screw § Stamping Works (C.A. 2, 1908), 163 F. 939. 

75. Pennsylvania Rubber Co. v. Dreadnaught Tire & Rubber Co. (D.C. Del., 1915), 
225 F. 138, (5 TMR 429). 
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gienic rules; a regulated order or course of eating and drinking; a pre- 
scribed or regulated regimen.’’ Funk and Wagnall’s New Standard Dic- 
tionary of the English Language (1949 Ed.) p. 707. The suffix ‘‘ene’’ 
is used as a termination of adjectives of Latin origin.** Funk and Wag- 
nall’s New Standard Dictionary of the English Language (1949 Ed.) 
p. 821. Thus, it seems that the term DIETENE although not appearing in 
the dictionary as such, is merely an adjectival form of the noun ‘‘diet’’, 
‘‘eoined’’ in keeping with the historical practice. The term is not only 
suggestive, but actually descriptive of its product’s function. The product 
is to be used in connection with a diet; or, as advertised: ‘‘to provide 
nutritional balance to a reducing diet.’’ As a descriptive term, the mark 
is not entitled to protection. 

The word DIETENE from a phonetic standpoint is substantially the 
same as ‘‘dieting.’’ Consequently plaintiff should not be entitled to ap- 
propriate the term to its own exclusive use. Armstrong Paint and Varnish 
Co. v. Nu Enamel Corporation, 305 U.S. 315, 39 USPQ 402 (29 TMR 3); 
Application of Diamond Fertilizer Co. (C.C.P.A., 1953), 203 F.2d 767, 
97 USPQ 333 (43 TMR 956) ; In re Alvah Bushnell Co. (C.A.D.C., 1919), 
261 F. 1013 (10 TMR 88); No-D-Ka Dentrifice Co. v. 8. 8. Kresge Co. 
(D.C. Mass., 1928), 24 F.2d 726 (18 TMR 203). 

Even if the court assumes that plaintiff’s mark is only in part com- 


posed of a descriptive term, there is still no basis for protection in this 
ease. The only similarity between plaintiff’s and defendant’s marks is 
that of the descriptive term, ‘‘diet.’’ The suffixes ‘‘ene’’ and ‘‘rim’”’ 
are completely dissimilar. In Solventol Chemical Products v. Langfield 
(C.A. 6, 1943), 134 F.2d 899, 903, 57 USPQ 210, 214, (33 TMR 270), 
Judge Hamitton had this to say about the trademarks soLVENTOL and 
SOLVETE : 


‘‘The word ‘solvent’ is purely descriptive of any cleaning com- 
pound whether semi-solid or liquid and ‘Sol’ has been used so long 
by businesses as part of a trade mark name for cleaning compound 
that neither use of the prefix SOLVENT nor the prefix sou may be so 
exclusively appropriated by one manufacturer or tradesman as to 
wholly deny its use in any manner by others. The idea sought to 
be conveyed to the mind of the purchaser by the respective trade 
marks of the parties to these proceedings is that each is selling a 
solvent for use in cleaning, and while the prefix soL or SOLVENT is 
common to both marks, each is but descriptive of the product indi- 
cated, and being of common right, neither party can claim the ex- 
elusive use of either, alone or as the dominating element of a com- 
pound word. (Cases cited.) 

The suffixes ‘vite’ and ‘tol’ distinguish one combination from 
the other and give an identifying character to the trade designation 
which makes it unlikely that one trade mark could, with the exer- 
cise of ordinary care, be mistaken for or be confused with the other. 


76. The term is also used in chemistry to denote a hydrocarbon belonging to the 
olefin series. 
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They look unlike, are spelled differently and are phonetically dis- 
similar.’’ 
In Nestles’ Milk Products v. Baker Importing Co. (C.C.P.A., 1950), 
182 F.2d 193, 86 USPQ 80, 82-83 (40 TMR 526), Hycare was held not to 
be confusingly similar to NESCAFE as applied to coffee extract. Judge 
Johnson commented : 







‘*The likelihood of confusion in the mind of the public as to origin 
of the goods it purchases because of the similarity of the marks is, of 
course, the test applied by this court in opposition proceedings, Stand- 
ard Laboratories, Inc. v. Procter and Gamble Co., 167 F.2d 1022, 35 
C.C.P.A. (Patents) 1146, 77 USPQ 617 (38 TMR 768), as well as by 
other courts in trade mark infringement and unfair competition 
actions. Best & Co. v. Miller, 2 Cir., 1948 167 F.2d 374, 376, 77 USPQ 
133, 135. The marks considered in their entireties must be considered, 
Yeasties Products, Inc. v. General Mills, 77 F.2d 523, 22 C.C.P.A. 
(Patents) 1215, 25 USPQ 393 (25 TMR 396); Miles Laboratories v. 
Foley & Co., 144 F.2d 888, 32 C.C.P.A. (Patents) 714, 63 USPQ 64 
(34 TMR 335) ; Apollo Shirt Co. v. Erno Shirt Co., Inc., 165 F.2d 469, 
35 C.C.P.A. (Patents) 849, 76 USPQ 329 (38 TMR 314). In consid- 
ering contested marks in their entireties, the court may notice the 
descriptive as well as disclaimed portions despite the rule that the 
validity of registered marks which are merely descriptive is not to be 
challenged in opposition proceedings, West Disinfecting Co. v. Lan- 
O-Sheen Co., 163 F.2d 566, 35 C.C.P.A. (Patents) 706, 75 USPQ 77 
(837 TMR 659). A descriptive word, having little trade mark signifi- 
cance, will not be regarded as the dominant part of a mark, Atlantic 
Seafood Packers v. Florida Fruit Canners, Inc., 166 F.2d 586, 35 
C.C.P.A. (Patents) 985, 77 USPQ 96 (38 TMR 553); National Nu- 
Grape v. Judge & Dolph Ltd., 154 F.2d 521, 33 C.C.P.A. (Patents) 
1032, 69 USPQ 388 (36 TMR 164) ; Miles Laboratories, Inc. v. Foley & 
Co., supra. 

‘*TIn the instant case, we consider CAFE to be a descriptive term as 
applied to a coffee product. The balance of the marks Nes, and Hy, 
are suggestive of Nestles’ Milk Products Company and the Hygrade 
Food Products Corporation (the parent company of appellee herein), 
respectively, producers of the products to which the contested marks 
are applied. They are not similar, and, considering the marks NESCAFE 
and HYCAFE in their entireties, we do not find grounds for disagreeing 
with the commissioner’s decision that their concurrent use would not 
be likely to cause confusion in the trade.’’ 




























Other cases reaching a somewhat similar result are Caron Corporation v. 
Ollendorff (C.A. 2, 1947), 160 F.2d 444, 73 USPQ 79 (37 TMR 261); 
Winget Kickernick Co. v. La Mode Garment Co. (D.C. Ill. 1930), 42 F.2d 
513 (26 TMR 569); Ansco Photoproducts, Inc. v. Eastman Kodak Co. 
(C.A.D.C. 1927), 19 F.2d 720 (20 TMR 338) ; Switzer v. J. N. Collins Co. 
(C.A.D.C. 1927), 23 F.2d 775 (18 TMR 42) ; Lusta-Foame Co. v. William 
Filene’s Sons Co. (D.C. Mass. 1946), 66 F.Supp. 517, 70 USPQ 170 (36 
TMR 250). 

The court is of the opinion that plaintiff’s reliance upon cases in which 
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the registered mark was neither wholly nor partially descriptive (Frito 
Company v. General Mills, Inc., C.A. 5, 1953, 202 F.2d 936, 97 USPQ 28, 
43 TMR 613) or in which the mark though suggestive was fanciful (Doug- 
las Laboratories Corp. v. Copper Tan, C.A. 2, 1954, 210 F.2d 453, 100 
USPQ 237, 44 TMR 657) is misplaced. For piet or DIETENE as applied to 
a supplement for use in diets is merely descriptive and not arbitrary or 
fanciful.” 

From what has been said the court has reached the conclusion that 
plaintiff should be denied the relief sought. Counsel for the defendant 
shall prepare and submit for approval the appropriate judgment to be 
entered in accordance with this memorandum. 


MIROFLECTOR COMPANY, INC. v. KLINE et al. 
N. Y. Sup. Ct., App. Div. Second Dept. — June 21, 1954 


REMEDIES—UNFAIR COMPETITION—ScCOPE OF RELIEF 
COURTS—JURISDICTION 


While plaintiff cannot have relief in state court based on alleged patent 
infringement, state courts are not deprived of jurisdiction of claim for unfair 
competition if such claim is not dependent upon establishment of patent infringe- 
ment. 


Appeal from New York Supreme Court, Special Term. 


Action for unfair competition by Miroflector Company, Inc. v. Kline 
et al. Defendants appeal from order denying motion to dismiss. Affirmed. 
Bannigan & Zirin, of New York, N. Y. for plaintiff. 

Louis W. Bookhewm, Jr., of New York, N. Y. for defendant. 
Before Nouan, Presiding Justice, and ApeL, MacCrate, BeLpock and 

Mourpxy, Justices. 


Per CuRIAM. 


Action by an exclusive licensee, the holder of the right to manufacture, 
sell and distribute a patented article, to enjoin two former employees from 
acts of unfair competition in using a confidential list of customers and 
confidential information with respect to manufacture of such article and 
deceiving customers so that they believe they are purchasing plaintiff’s 
product and for other relief. Defendants Kline and Kent appeal from an 
order denying their motion to dismiss the complaint on the ground that 
the Supreme Court of the State of New York does not have jurisdiction of 
the subject matter of the action (U.S. Code, Tit. 28, sec. 1338). Order 
affirmed, with $10 costs and disbursements. While the plaintiff cannot have 
any relief in a state court based on the alleged infringement of the patent, 
state courts are not deprived of jurisdiction of a claim for unfair competi- 
tion if such claim is not dependent upon the establishment of the infringe- 

77. No one seems to contend that DIETENE acquired a secondary meaning so we are 


concerned with that problem. Cf. Spang v. Watson (C.A.D.C., 1953), 205 F.2d 703, 
97 USPQ 290, (43 TMR 943). 
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ment of a patent. Cf. U.S. Code, Tit. 28, sec. 1338, subdiv. (b) ; Hurn v. 
Oursler, 289 U.S. 238, 246, 248, 17 USPQ 195, 198, 199 (23 TMR 267) ; 
Thal v. Polumbaum, 196 Misc. 897, aff’d 277 App. Div. 1115, mod. 303 N.Y. 
686; L. A. Young Spring & Wire Corp. v. Falls, 293 Mich. 602; Telechron, 
Inc. v. Parissi, 197 F.2d 757, 93 USPQ 492. 





SCHWARTZ v. SLENDERELLA SYSTEMS OF CALIFORNIA, INC. 
No. 22972 — Cal. Supreme Court — June 25, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


California Civil Code (sec. 3369) provides that unfair competition may in- 
clude either an unfair or a fraudulent business practice. 

Under California law, injunctive relief against unfair use of trade name may 
be obtained in situation other than where parties are in direct competition. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Although factual instances of confusion may support determination that con- 
fusion of public is likely from use of identical or similar trade name, they do 
not compel that conclusion as matter of law. 

Defendant’s operation of weight-reducing salons under name SLENDERELLA 
SYSTEMS is not unfair competition with plaintiff’s name SLENDERELLA for its 
clothing stores catering primarily to larger-sized women. 


Appeal from Superior Court, Los Angeles County, California, 


PRAEGER, J. 

Action by Harry M. Schwartz v. Slenderella Systems of Caltfornta, 
Inc. for unfair competition. Plaintiff appeals from judgment for defend- 
ant. Affirmed. Carter, Justice dissenting with opinion. Justice TRAYNOR 
concurs. SCHANER, Justice dissenting with opinion. 

Samuel Maidman, of Los Angeles, California for appellant. 
Newlin, Holley, Tackabury & Johnston and Hudson B. Coz, of Los Angeles, 

California for respondent. 

Epmonps, Justice. 

Harry M. Schwartz sued Slenderella Systems of California, Inc., to 
enjoin the assertedly wrongful use of a trade name. His appeal from an 
adverse judgment presents for decision questions as to the sufficiency of 
the evidence and the findings to support the judgment. 

Some of the facts were presented by stipulation. Counsel also agreed 
that the trial court should consider as evidence certain depositions, photo- 
graphs, advertising matter, the stationery used by each of the parties, and 
an affidavit concerning a trade mark search made by counsel for the 
defendant. 

These facts are undisputed : 

For several years, Schwartz has engaged in the retail sale of women’s 
apparel under the trade names of SLENDERELLA and SLENDERELLA OF HOLLY- 
woop. At the time this action was tried, he operated two stores in the Los 
Angeles area, catering primarily to larger-sized women and specializing in 
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large-size and half-size garments. He began using the name SLENDERELLA 
OF HOLLYWOOD in 1939 when he opened his first store and filed with the 
clerk of Los Angeles County a certieate of doing business under that fic- 
titious name. (Civ. Code, §§ 2466, 2468.) Schwartz opened his second 
SLENDERELLA store in 1947. 

The name SLENDERELLA had been used previously in California by one 
J. P. Schwarze, who registered it in 1933 with the Secretary of State for 
use in connection with the manufacture and sale of wheat flour. At about 
the same time, one Henry Semeria began using it for his business of selling 
women’s apparel in stores located in San Francisco and Sacramento. Both 
of these prior uses were discontinued before Schwartz began his business. 

In 1944 Schwartz registered with the Secretary of State the names 
SLENDERELLA and SLENDERELLA OF HOLLYWOOD for use in connection with 
the sale of women’s apparel. Approximately 50 or 60 per cent of the mer- 
chandise sold by him bears one of these names, either on the goods or their 
containers. By reason of his business experience, and through the care 
and high standards maintained by him, he has established a good reputa- 
tion, and his merchandise has become known to the users and prospective 
purchasers of it under his trade names. He advertises his business under 
these names in local newspapers and by mailing cards and circulars to 
17,500 customers. The total annual advertising enst. is between $1,500 and 
$4,400. 

Slenderella Systems is a California corporation affiliated with corpo- 
rations doing business under the same name in New York, Maryland, the 
District of Columbia, Ohio, Illinois, and Michigan. The affiliated corpora- 
tions are engaged in the business of operating slenderizing and weight- 
reducing salons specializing in weight reduction, diet control and posture 
correction for women. The respondent maintains four salons in the Los 
Angeles area. It neither owns nor operates any women’s dress or apparel 
shops, nor does it or its associates manufacture or sell any women’s clothing 
or accessories. 

Prior to December, 1951, the affiliated corporations had operated under 
the trade name of siLoorre. In that year, one of the companies acquired 
by assignment the rights of Erika Schneider in a business using the name 
SLENDERELLA as a trade mark. Schneider had registered the name with the 
United States Patent Office in 1941 for use in connection with the manu- 
facture and sale of sugarless candy for health purposes. Those foods were 
not sold in California before the respondent corporation was formed and 
began using them in connection with its reducing courses. 

Before adopting the name SLENDERELLA SYSTEMS the affiliates instituted 
a trade mark search in each state into which it was contemplated that the 
business would extend. Several previous registrations of the name, both 
federal and state, were discovered as well as unregistered uses of it. The 
Schwartz registration was discovered at that time, but the health system’s 
use of the name was in good faith and without intent to capitalize on the 
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reputation Schwartz had built up. Since it began using the name, Slen- 
derella Systems had advertised it in the metropolitan newspapers of Los 
Angeles, and by 1952, had expended in excess of $15,000 for that purpose. 
The respondent and its affiliated companies maintain uniformity in their 
general advertising throughout the several states in which they operate, 
their advertising being substantially the same as that used by them when 
they operated under the trade name SILOOETE. 

By reason of the similarity in names, Schwartz has received some mis- 
directed mail and telephone calls intended for Slenderella Systems. Some 
of his customers have gone to the respondent’s salons in the belief that 
Schwartz operated women’s clothing stores at those locations. Other cus- 
tomers have stated to him or his employees that since he is in the weight- 
reducing business they would rather first reduce their weight before pur- 
chasing large or half-size apparel from him. 

Schwartz’s complaint is on the theory of unfair competition. He 
alleged that if the respondent is permitted to carry on its business under the 
name SLENDERELLA, his customers and business associates will be misled 
and defrauded into believing that the two businesses are one. If he is 
denied an injunction, he alleged, his business will be damaged in its reputa- 
tion, good will and in loss of profits. : 

The trial court made findings in accordance with the stated facts. It 
further found that the respondent’s use of the trade name SLENDERELLA in 
an unrelated and noncompetitive business has not caused damage or injury 
to Schwartz and has not resulted in the deception or misleading of the 
public. Regarding the instances of confusion which have occurred, it 
found that ‘‘[s]uch confusion arises from the similarity of names and in 
the result principally of inattention and carelessness on the part of persons 
so confused.’’ In its opinion, such confusion, ‘‘no doubt, has been or will 
be of short duration.”’ 

In attacking the judgment denying an injunction, and the findings 
upon which it is based, Schwartz contends that the trial court has overly 
emphasized the defendant’s good faith and the fact that the parties are 
engaged in noncompeting businesses. On the other hand, he argues, it has 
given too little weight to the incidents of confusion established by the 
record and to the character of SLENDERELLA as a fanciful and distinctive 
trade name. 

Before the amendment to section 3369 of the Civil Code in 1933 (Stats. 
1933, p. 2482), in order to obtain injunctive relief against an asserted act 
of unfair competition in the use of a trade name, it was necessary to estab- 
lish fraud on the part of the junior appropriator. See American Automo- 
bile Assn. v. American Automobile O. Assn., 216 Cal. 125, 135-136, 14 
USPQ 263 (22 TMR 479). The statute now provides that unfair competi- 
tion may include an unfair or fraudulent business practice, and either 
ground is sufficient to permit injunctive relief. MeCord Co. v. Plotnick, 
108 Cal.App.2d 392, 395, 92 USPQ 151, 152; MacSweeney Enterprises, Inc. 








Vol. 44 T. M. R. SCHWARTZ v. SLENDERELLA 1173 


Ss 


v. Tarantino, 106 Cal.App.2d 504, 513-514, 91 USPQ 73, 77 (41 TMR 
1084) ; Wood v. Peffer, 55 Cal.App.2d 116, 124. 

Although Schwartz asserts that ‘‘there is an inherent lack of good faith 
when one appropriates the identical trade name of a well-established busi- 
ness,’’ the finding of the trial court, that respondent’s use of the name ‘‘ was 
in good faith and without design or intent. to capitalize upon the plain- 
tiff’s prior use of said name,’’ is supported by sabctantiel eridence, The 
record shows that, before selecting the name, the respondent instituted a 
nationwide search in order to avoid use of a name that would infringe 
upon the rights of another person. The name was adopted after advice of 
counsel was obtained that no infringement would result. Furthermore, 
the relatively small size of Schwartz’s business and the limited geographical 
area in which it is advertised and known, as compared with that of the 
respondent and its affiliates, makes extremely unlikely the possibility that 
the purpose of the latter’s use was to capitalize upon Schwartz’s business 
reputation. 

Since the decision in Academy of Motion Picture Arts & Sciences v. 
Benson, 15 Cal.2d 685, it is established, as the respondent concedes, that 
injunctive relief against the unfair use of a trade name may be obtained 
in situations other than where the parties are in direct competition. Mac- 
Sweeney Enterprises, Inc. v. Tarantino, supra at 106 Cal.App.2d 513, 91 
USPQ at 77 (41 TMR 1084) ; Johnston v. 20th Century-Fox Film Corp., 
82 Cal.App.2d 796, 818, 76 USPQ 131, 141; Winfield v. Charles, 77 Cal. 
App.2d 64, 70-71; see 40 Cal.L.Rev. 571; contra: Yellow Cab Co. of San 
Diego v. Sachs, 191 Cal. 238; Dunston v. Los Angeles Van & 8S. Co., 165 
Cal. 89, and cases cited; Weatherford v. Eytchison, 90 Cal.App.2d 379, 81 
USPQ 74 (39 TMR 339); Scutt v. Bassett, 86 Cal.App.2d 373, 376, 78 
USPQ 158, 159. The basis of relief in such circumstances is the possibility 
of injury to the reputation and good will of the business of the prior user 
from an identification of it in the minds of the public with the source of 
the second user’s goods or services. The senior appropriator may protect, 
by injunction, his trade name ‘‘ within the limits fixed by the likelihood of 
confusion of prospective purchasers.’’ Restatement, Torts, § 730, comment 
b; MacSweeney Enterprises, Inc. v. Tarantino, supra, at 106 Cal.App.2d 
512-513, 91 USPQ at 77; Winfield v. Charles, supra, at 77 Cal.App.2d 
70-71. Although many factors may enter into a determination of whether 
the use of a specific trade name is likely to result in a confusion of source, 
the question is primarily one of fact to be determined from all of the cir- 
cumstances of a particular case. MacSweeney Enterprises, Inc. v. Taran- 
tino, supra, p. 513, 91 USPQ at 77 (41 TMR 1084) ; Winfield v. Charles, 
supra, p. 71; Pohl v. Anderson, 13 Cal.App.2d 241, 242; see 63 C. J. Trade 
Marks, Trade Names and Unfair Competition, 414-418, §112. 

Schwartz maintains that the name SLENDERELLA has ‘‘every charac- 
teristic of a novel, unique and fanciful name, and certainly of the type 
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which courts in many cases have stated will be broadly protected.’’ He 
contends that to allow a junior appropriator of it to use the name will 
destroy its novelty and dilute its value. The evidence, however, does not 
compel that conclusion. The record shows that, in addition to the prior 
uses of it in California and the federal registration for the business now 


owned by the health system, there were several other state and federal 
registrations of the name, the earliest being made in 1925. Schwartz testi- 


#-a wiat he had heard the name used in ‘‘the trade circles’’ in women’s 
wear before he decided to apply it to his own business. 

The name consists of a defined word (slender) to which has been added 
a Latin diminutive denoting the feminine (ella). It is suggestive of the 
uses for which registrations have been obtained, notably health products, 
scientific aids to slenderizing, and wearing apparel for large-sized women. 
Other registrations include: slenderets, slenderoids, slendex, slendermaid, 
slendress, slender form, slim-u-line, slenderlines, thinderella, Cinderella, 
slenderize, slenderette, slimderella, slendorita, slimadonna, slenderlee, ete. 

To hold that confusion of source as to his products and the respond- 
ent’s services will be unlikely, Schwartz contends, is to ignore the factual 
instances of confusion shown by the evidence. He asserts that the trial 
court has negated the serious aspects of such confusion. Here the parties 
cater ta the same class of the public, the argument continues, ‘‘and it is not 
difficult to perceive that both appellant and respondent are competing for 
the same purchasing dollar.’’ 

Although factual instances of confusion may support a determination 
that confusion of the public is likely from the use of identical or similar 
trade names, they do not compel that conclusion as a matter of law. 
Palmer v. Gulf Publishing Co., 79 F.Supp. 731, 738, 78 USPQ 349, 355 
(38 TMR 1101); Lerner Stores Corp. v. Lerner, 162 F.2d 160, 163, 73 
USPQ 524, 526 (37 TMR 452) ; American Auto. Ins. Co. v. American Auto 
Club, 184 F.2d 407, 410, 87 USPQ 59, 61-62 (40 TMR 955). To some 
degree, at least, the two businesses are inconsistent with one another, as 
indicated by the allegation of the complaint that ‘‘ plaintiff and his business 
have been the subject of ridicule and derision by reason of the apparent 
inconsistency in having a business catering to the apparel needs of larger- 
sized women, while at the same time conducting a business specializing in 
the weight reduction of larger-sized women.’’ Furthermore, as the trial 
judge stated in his memorandum opinion, much of the difficulty may be 
attributed to the newness of the defendant’s business, and there has been 
no evidence of any member of the public purchasing the goods or services 
of either of the parties upon the basis of the reputation of the other. 

The situation of the parties is one from which differing conclusions 
reasonably may be drawn. Although a contrary determination might be 
supported by the evidence, the trial court has decided against the likeli- 
hood of confusion of source. When the entire record is considered, it fully 
supports that determination. 
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The judgment is affirmed. 

Gipson, Chief Justice, SHENK, Justice, and SpENcE, Justice, concurred. 

CaRTER, Justice. 

I dissent. 

No factual questions are here presented by reason of the stipulation 
of the parties and the findings of fact by the trial court. The stipulation 
was made on the assumption that all the facts were agreed to. There 
remained nothing for the trial court to do except apply the law to the 
facts, a process involving matters of law, not fact. That is the whole tenor 
of the reporter’s transcript. For example, in discussing the stipulation 
defendant’s counsel said: ‘‘[T]here was no great dispute between us as 
to the facts involved in the case.’’ This is particularly true as to the two 
questions discussed in the majority opinion, whether the public was con- 
fused and whether defendant acted in good faith.* This is further evinced 
by the trial court in its memorandum opinion. It may be noted that such 
opinion, although relied upon by the majority, was not made a part of 
the record in this case. A purported copy of it is attached to defendant’s 
brief and answer to petition for hearing by this court. It appears therein 
that the court was not weighing evidence. Rather it misconceived the law. 
It thought competition was necessary (the majority concedes it is not). 
It said: ‘‘From the foregoing it will appear that the parties are not in 


competitive businesses, not even operating in the same field.’’ Even if 
competition is a factor, there is competition here, for both were appealing 
to the same segment of the public, stout women, and to cater to the wishes 
of that segment. Further, it is said: ‘‘It is not the use of the name that 
is condemned, it is the dishonesty practiced in the use of it.’’ That is 
not the law as will later appear. 

On the question of confusion it was stated at the trial by counsel that 


“é 


they offer ‘‘a stipulation as to the facts’’ (emphasis added) concerning 
that question. Those facts are: 

‘‘TS]ince inception of the defendants’ business in California 
under the trade name SLENDERELLA, the following incidents have 
occurred : 

‘1. Employees in plaintiff’s establishment have received numer- 
ous telephone calls intended for the defendant. 

‘*2. That the said misdirected telephone calls have continued 
since the listing of the defendant’s name in the Central Telephone 
Directory of Los Angeles. 

‘*3. That many of the plaintiff’s customers and prospective cus- 
tomers have inquired as to plaintiff’s ownership or connection with 
defendant’s establishments which require the taking of time in the 
explanation by the plaintiff and his employees to these inquiries. 

‘4. That certain of plaintiff’s customers and prospective cus- 
tomers have gone to the defendant’s locations in Hollywood and 
Beverly Hills believing that the plaintiff had operated women’s cloth- 
ing shops at the said locations. 

* The latter is not really a factor in the case as I will later point out. 
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“5. That customers and prospective customers have stated to 
plaintiff and his employees that since defendant is in the weight- 
reducing business, they would rather first reduce their weight before 
purchasing large or half-size apparel from the plaintiff. 

**6. That the plaintiff and his employees have been asked on 
recurring occasions to quote prices for reducing treatments, necessi- 
tating taking of time to make explanations. 

**7, That the plaintiff is considering opening a branch store in 
Beverly Hills upon the termination of his lease of the Hollywood store. 

‘*8. That some mail, not including numbered street addresses, 
intended for the defendant’s establishments, have been received by 
plaintiff; and, conversely, I don’t think Mr. Cox would have any 
objection to saying there is a possibility, which we don’t know of, that 
some of our mail may have been delivered to the defendant.”’ 


There is no escape from the proposition that those facts show that the 
public was confused and misled; that it thought plaintiff’s and defendant’s 
businesses were the same; that it thought a reducing product of or treat- 
ment by defendant had its source in plaintiff’s business and plaintiff was 
responsible for it. There are no facts contradicting those stipulated facts. 
The trial court found it had no choice in the matter or need not have 
found at all on the stipulated matters) similarly. It found: ‘‘That by 
reason of the similarity in names plaintiff has received some misdirected 
mail and telephone calls; certain of plaintiff’s customers have gone to 
defendant’s places of business in Hollywood and Beverly Hills in the 
belief that plaintiff operated women’s clothing shops in said locations. 
That some customers and prospective customers of plaintiff’s have stated 
to plaintiff and his employees that since he is in the weight reducing busi- 
ness they would rather first reduce their weight before purchasing large 
or half size apparel from plaintiff.’’ Of course, insofar as this finding is 
not as comprehensive as the stipulation, the latter controls. The statement 
in the findings following the foregoing finding that ‘‘Such confusion arises 
from the similarity of names and is the result principally of inattention 
and carelessness on the part of persons so confused’’ is not only a con- 
clusion of law rather than fact but is an incorrect conclusion of law. It 
is clear, therefore, from the stipulation of the parties that the public has 
been confused and misled and there is no basis whatsoever for concluding 
that it will not be confused in the future. That the public may be educated 
to the point where they will not be confused is no justification for refusing 
an injunction to prevent the confusion. 

The law on the question of confusion clearly points to confusion in 
this case. As seen, the public now believes that defendant’s activities are 
attributable to plaintiff. Any wrongful or questionable business practices 
of defendant will be blamed on plaintiff. These conclusions are not nega- 
tived by the suggestions in the majority opinion that the two businesses 
are inconsistent, that the public did not buy the product of one on the 
reputation of the other, and that the confusion was merely carelessness 
on the part of the public. Both businesses are catering to the same con- 
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suming public. The public, plaintiff’s customers, did believe plaintiff was 
operating a reducing business and it was because of their knowing plain- 
tiff’s business and trade name that they had such belief. That is reliance 
upon the plaintiff’s reputation. 

The suggestion that the inconsistency of the two businesses is a factor 
is not only based upon facts contrary to the record but is also nothing more 
than another way of saying that there can be no actionable infringement 
of a trade mark unless there is actual market competition. That is not 
the law. Although the law may have been to the contrary at one time it 
is now settled that actual market competition between the plaintiff and 
defendant either geographically or with respect to the character of the 
commodity or service sold, is not a necessary requisite to injunctive relief 
from use by another of one’s trade name because the protection afforded 
is to the good will and reputation of plaintiff which can be damaged by 
a noncompetitor defendant using the same name. Academy of Motion 
Picture Arts & Sciences v. Benson, 15 Cal.2d 685; MacSweeney Enter- 
prises, Inc. v. Tarantino, 106 Cal.App.2d 504, 91 USPQ 73 (41 TMR 1084) ; 
Winfield v. Charles, 77 Cal.App.2d 64; Johnston v. 20th Century-Fox Film 
Corp., 82 Cal.App.2d 796, 818, 76 USPQ 131, 141; Wood v. Peffer, 55 
Cal.App. 2d 116, 123; California Prune etc. Assn. v. H. R. Nicholson Co., 
69 Cal.App.2d 207, 65 USPQ 533 (35 TMR 196); Stork Restaurant, Inc. 
v. Sahati, 166 F.2d 348, 76 USPQ 374 (38 TMR 481); 148 A.L.R. 12; 40 
Cal.L. Rev. 571; Derenberg, Trade Mark Protection, § 36; Nims, Unfair 
Competition and Trade Marks (1947 ed.), §§ 275, 374; Callmann, Unfair 
Competition and Trade Marks (2d ed.), §51. The broad statements and 
intimations to the contrary in Nolan Bros. Shoe Co. v. Nolan, 131 Cal. 271; 
Alhambra Transfer etc. Co. v. Muse, 41 Cal.App.2d 92; Yellow Cab Co. 
of San Diego v. Sachs, 191 Cal. 238; Dunston v. Los Angeles Van & S. 
Co., 165 Cal. 89; Scutt v. Bassett, 86 Cal.App.2d 373, 78 USPQ 158; and 
Weatherford v. Eytchison, 90 Cal.App.2d 379, 81 USPQ 74 (39 TMR 339), 
cannot be considered as correctly stating the law. 

The general rules with respect to actionable confusion have been 
stated as follows: 

‘* Where the public is deceived ‘into believing that good will, or 
investment, of another, are enjoyed by or is a part of another’s busi- 
ness, so that the ordinary public would be led to believe that, in dealing 
with such person, it was also dealing in some way with the other’ we 
have an evident confusion of businesses. This, it will be seen, is a 
confusion with respect to source and origin alone, for, while the 
products of the litigants may actually differ in make, purpose and 
function, it is conceivable that the confusion will be such that the 
defendant’s goods might be supposed to have come from the plaintiff, 
or that the business of the plaintiff might be supposed to have a con- 
nection with the business of the defendant, which sometimes is called 
‘confusion as to sponsorship.’ ”’ 

‘The effect of this type of confusion is that the defendant’s goods 
are attributed to the plaintiff, the true owner of the infringed trade 
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mark ; the latter is entitled to demand action to insure ‘that its repu- 
tation shall be of its own making alone,’ and that the quality of his 
product ‘lies within his own control.’ In such cases, the defendant, 
user of the infringing trade mark, may not merely deprive the plaintiff 
of immediate trade but ‘may indirectly do so by tarnishing his repu- 
tation, or 1t may prevent [the plaintiff] from extending his trade to 
the goods on which the infringer is using the mark.’ The plaintiff’s 
reputation may further be endangered in various respects, e. g., the 
quality of his goods may be brought into disrepute, * * *’’ 

** While confusion of goods can only be evident where the litigants 
are actually in competition, confusion of business may arise between 
noncompetitive interests as well.’’ 

‘*In a suit for an injunction, as distinguished from an action for 
recovery of damages or profits, actual confusion need not be shown.”’ 

‘‘Proof of actual confusion can be ignored only when it is clear 
that the confusion was attributable to extraordinary circumstances or 
that it only occurred, and could only occur, in a single instance. In 
rare cases, the extent to which the confusion can be traced, in whole 
or in part, to the similarity of the marks or to other considerations 
may be open to doubt. If, however, the plaintiff is able to produce 
a substantial number of witnesses to attest to actual confusion, that, of 
course, will indicate the degree of confusion that there really may be.’’ 
(Emphasis added; Callmann, Unfair Competition and Trade Marks 
(2d ed.), vol. 3, p. 1361). 

Proof of actual confusion requires the conclusion that confusion is 
probable. See Grocers Baking Co. v. Sigler, 132 F.2d 498, 56 USPQ 123 
(33 TMR 130); Standard Oil Co. v. Michie, 34 F.2d 802, 2 USPQ 232 
(19 TMR 361); S. S. Kresge Co. v. Winget-Kickernick, 96 F.2d 978, 37 
USPQ 653 (28 TMR 342). In the Kresge case it was said at page 987, 
37 USPQ at 661: ‘‘ While trade mark infringement issues may be presented 
and determined on the basis of a bare comparison of the marks, yet it is 
evident that an entirely different situation is presented where the court 
has not only the marks before it but evidence of actual experience in the 
trade in the use thereof. Whatever the conclusion of the Judge might be 
upon merely a comparison of the marks, clearly he must be governed by 
what he believes the evidence shows as to actual experience in the trade. 
It is the view of and effect upon the purchasing public which is deter- 
minative.’’ (Emphasis added.) In the case at bar there is no question 
that confusion existed in the public mind over the similarity of the name 
because such confusion was stipulated to. Hence the trial court ‘‘must be 
governed’’ thereby and find probable confusion and deception of the 
public. In addition, however, we have coined word, SLENDERELLA, and 
the identical word is used by both plaintiff and defendant. Both appeal 
to the same segment of the public, stout women. The leading case of 
Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, cert. denied, 245 
U.S. 672, is in point. There the trade mark was used by plaintiff in the 
sale of flour. Defendant. was using it in the sale of syrup. The court 
reversed the trial court’s refusal of relief, stating at page 409: 
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‘*To use precisely the same mark, as the defendants have done, 
is, in our opinion, evidence of intention to make something out of it— 
either to get the benefit of the complainant’s reputation or of its 
advertisement or to forestall the extension of its trade. There is no 
other conceivable reason why they should have appropriated this 
precise mark. The taking being wrongful, we think the defendants 
have no equity to protect them against an injunction, unless they get 
it from a consideration now to be examined. 

**It is said that even a technical trade mark may be appropriated 
by anyone in any market for goods not in competition with those of 
the prior user. This was the view of the court below in saying that 
no one wanting syrup could possibly be made to take flour. But we 
think that goods, though different, may be so related as to fall within 
the mischief which equity should prevent. Syrup and flour are both 
food products, and food products commonly used together. Obviously 
the public, or a large part of it, seeing this trade mark on a syrup, 
would conclude that it was made by the complainant. Perhaps they 
might not do so, if it were used for flatirons. In this way the com- 
plainant’s reputation is put in the hands of the defendants. It will 
enable them to get the benefit of the complainant’s reputation and 
advertisement. These we think are property rights which should be 
protected in equity.”’ 

These principles are in line with the legion of cases holding that in 
an action for an injunction actual confusion need not be established; 
probability is enough. (See cases collected Callmann, Unfair Competition 
and Trade Marks (2d ed.), vol. 3, pp. 1372-1373; Nims, Unfair Competi- 
tion and Trade Marks (4th ed.), vol. 2, p. 1049 et seq.) Certainly if 
proof of actual confusion is not necessary then when we have a stipulation 
of actual confusion plus identical trade names the only conclusion tenable 
is that plaintiff must be given relief. Other illustrations include granting 
injunctions to a restaurant against a cocktail sauce business (MacSweeney 
Enterprises, Inc. v. Tarantino, supra, 106 Cal.App.2d 504, 91 USPQ 73 (41 
TMR 1084), by a maker of automobile carburetors and camshafts against 
a maker of jacks and wrenches (Winfield v. Charles, 77 Cal.App.2d 64) ; 
by a large and famous restaurant in New York against a small indescribable 
place in San Francisco (Stork Restaurant v. Sahati, supra, 166 F.2d 348, 
76 USPQ 374 (38 TMR 481)). 

The cases relied upon by the majority opinion are not in point. In 
Palmer v. Gulf Publishing Co., 79 F.Supp. 731, 78 USPQ 349 (38 TMR 
1101), there was no stipulation of actual confusion nor were the names 
used identical. The same is true of Lerner Stores Corp. v. Lerner, 162 
F.2d 160, 73 USPQ 524 (37 TMR 452), and in addition the court was 
dealing with persons’ surnames rather than coined words. Similar com- 
ment applied to American Auto. Ins. Co. v. American Auto Club, 184 F.2d 
407, 87 USPQ 59 (40 TMR 955), and in addition, the names were common 
words and the public was not familiar with plaintiff’s trade name. 

Much space is devoted to an endeavor to establish that defendant did 
not act in bad faith—did not intend to inflict injury on plaintiff. How 
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that is of any avail to support the judgment does not appear. The undis- 
puted fact remains that defendant, knowing plaintiff was using the trade 
name SLENDERELLA in his business, deliberately launched its business in the 
same area and used the identical name. Hence defendant was not acting 
with justifiable ignorance or mistake. Moreover, the factor of good or bad 
faith is not significant. To make it a factor would be contrary to the law 
that an intent to deceive or defraud is not necessary to justify an injunc- 
tion. That is conceded by the majority and is clearly the law. Our statute 
provides that unfair competition includes ‘‘unfair or fraudulent business 
practice.’’ Civ. Code, § 3369(3). See McCord Co. v. Plotnick, 108 Cal. 
App.2d 392, 92 USPQ 151; Wood v. Peffer, supra, 55 Cal.App.2d 116, which 
deals with a noncompetitive situation; Weatherford v. Eytchison, supra, 
90 Cal.App.2d 379, 81 USPQ 74 (39 TMR 339) ; Hoover Co. v. Groger, 12 
Cal.App.2d 417. To argue that the judgment denying plaintiff relief is 
supportable because defendant did not intend to deceive, when under the 
law, deception is not an essential factor to the granting of such relief, is to 
endeavor to lift oneself by one’s own bootstraps. 

On the record before this court plaintiff is clearly entitled to injunc- 
tive relief against defendant, and the judgment should, therefore, be 
reversed. 

TRAYNOR, Justice, concurred. 

ScHaver, Justice, dissenting. 

The evidence and the findings, in my view, entitle the plaintiff to 
injunctive relief and require reversal of the judgment. 
























THE INDEPENDENT NAIL AND PACKING COMPANY, INC. v. 
STRONGHOLD SCREW PRODUCTS, INC. 


No. 11123 — C.A. 7 — July 13, 1954 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
Plaintiff, being entitled to relief against unfair competition, is entitled to 

effective relief. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

Defendant’s use of STRONGHOLD Screw Propucts, INc. as its corporate name 
was held to be unfair competition with plaintiff’s trademark STRONGHOLD; defend- 
ant’s later adoption of Strone Screw AND Bott, Inc. is not an adequate differ- 
entiation. 
Appeal from District Court for Northern District of Illinois, Perry, J. 
Action by The Independent Nail and Packing Company, Inc. v. Strong- 
hold Screw Products, Inc., for trademark infringement and unfair com- 
petition. Plaintiff appeals from judgment for plaintiff. Reversed. 

Case below reported at 43 TMR 182, 44 TMR 46. 
Thomas F. McWilliams, of Chicago, Illinois and Herbert A. Baker, of 
Boston, Massachusetts for appellant. 
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Casper W. Ooms and Robert C. Williams, both of Chicago, Illinois for 
appellee. 

Before Durry, LINDLEY and Swarm, Circuit Judges. 

Durry, Circuit Judge. 

This case is here for a second time. On the prior appeal this court 
held, 205 F.2d 921, 98 USPQ 172 (44 TMR 46), that defendant infringed 
plaintiff’s trade mark STRONGHOLD; was a latecomer in the adoption of the 
word STRONGHOLD to designate a line of goods which it manufactured and 
sold, and which was similar to a line made and sold by plaintiff; and was 
not entitled to use STRONGHOLD in its corporate name. 

We also pointed out that defendant adopted its new corporate name 
including the word sTRONGHOLD with full knowledge of plaintiff’s trade 
mark. We also stated, 98 USPQ at 175: ‘‘Defendant adopted its logotype 
emphasizing the word sTRONGHOLD with full knowledge of plaintiff’s 
registered trade mark which featured the same word. It did so at its 
peril.’’ We held that defendant with full knowledge of plaintiff’s use 
of the word in its business, appropriated plaintiff’s common law trade 
mark, as well as the predominant feature of plaintiff’s registered trade 
mark. We also held that defendant’s conduct constituted unfair competi- 
tion and concluded our opinion by stating that plaintiff was entitled to 
injunctive relief. 

After defendant’s petition for certiorari had been denied, 346 U.S. 
886, 99 USPQ 491, the mandate of this court was issued November 19, 
1953, and judgment for the plaintiff was entered in the district court on 
November 27, 1953. However, the court included in that judgment a 
provision that the injunctive provisions thereof should not become effective 
until the further order of the court. 

On December 17, 1953, defendant filed a motion for an interpretation 
of the judgment and asked the court to decree that Stronghold Screw 
Products, Ine. had the right to use the corporate name of Strong Screw 
and Bolt, Inc. and that it might use logotypes in the form hereinafter set 
forth in this opinion. On February 23, 1954, the district court decreed 
that the defendant might use the corporate name Strong Screw and Bolt, 
Ine., and the form of logotypes as requested. Plaintiff appeals. 

The district court ordered that the injunctive provisions of the judg- 
ment should become effective May 1, 1954, but after plaintiff gave notice 
of the appeal herein, the court entered an order that the injunction be 
stayed until 30 days after the issuance of the mandate of this court on 
this appeal. 

The issue here is whether under the facts found and the law of the 
ease, as stated by this court, and under the judgment entered in the district 
court, wherein it was determined that defendant had infringed plaintiff’s 
registered trade mark, its common law trade mark, had competed unfairly 
with plaintiff, and had caused confusion in the trade by using this logotype: 
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and by using the corporate name Stronghold Serew Products, Ine., the 
defendant may now be permitted to use these two logotypes: 





and operate its business under the corporate name Strong Screw and 
Bolt, Ine. 

In its preliminary consideration of the defendant’s request for an 
interpretation of the judgment, the district judge said, ‘‘The wise thing 
to do is to stay away from it entirely.’’ The judge was referring to plain- 
tiff’s STRONGHOLD trade mark. He also said, ‘‘* * * but it would seem to 
me that after the Cireuit Court of Appeals has ruled that sTRONGHOLD, 
the name in the corporate name of STRONGHOLD, is a violation, that merely 
switching it and leaving out the word Hold and making it Strong, would 
not make much difference, would it?’’ He further stated, ‘‘Offhand I 
would think they should appropriate some entirely separate name.’’ 

When the district judge made the observations above-quoted he was 
on solid ground. In Northam Warren Corp. v. Universal Cosmetic Co., 
18 F.2d 774, this court said, p. 775: ‘‘One entering a field of endeavor 
already occupied by another should, in the selection of a trade name or 
trade mark, keep far enough away to avoid all possible confusion.’’ In 
Weiner et al. v. National Tinsel Mfg. Co., 35 F.Supp. 771, 772, 48 USPQ 
321, 322 (31 TMR 105), the court said: ‘‘The latecomer in such an 
established field is under a special duty to avoid confusion.’’ This court 
also said in the Northam Warren opinion, supra: ‘‘ Whether there is an 
infringement of a trade mark does not. depend upon the use of identical 
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words, nor on the question as to whether they are so similar that a person 
looking at one would be deceived into the belief that it was the other; 
but it is sufficient if one adopts a trade name or a trade mark so like 
another in form, spelling, or sound that one, with a not very definite or 
clear recollection as to the real trade mark, is likely to become confused 
or misled.’’ 

Plaintiff, being entitled to relief, was entitled to effective relicf. 
William R. Warner & Co. v. Eli Lilly & Co., 265 U.S. 526, 532. ‘*The 
due protection of trade mark and similar rights requires that a competitive 
business, once convicted of unfair competition in a given particular, should 
thereafter be required to keep a safe distance away from the margin line— 
even if that requirement involves a handicap as compared with those who 
have not disqualified themselves.’’ Broderick & Bascom Rope Co. v. Manoff, 
6 Cir., 41 F.2d 353, 354, 6 USPQ 8, 9, (21 TMR 351). 

Although his comments revealed he thought an entirely different 
name should ve chosen, the district judge later decreed that defendant 
would he permitted to carry on its business under the name of Strong 
Serew and Bolt, Inc., and could use the logotypes in the last two forms 
hereinbefore illustrated. We think the district court was in error as we 
are convinced that the confusion mentioned in our previous opinion will 
continue to exist if defendant is permitted to carry on its business under 
the revised corporate name and logotypes, as permitted by the district 
court’s order. 

Changing its corporate name will neither be a new experience for 
defendant nor a hardship, if the past is a criterion of the ease with which 
it is accomplished. In a period from 1936 to 1946 defendant operated 
under the names of Sackheim Brothers Corporation, Manufacturers Screw 
and Supply House, and Manufacturers Screw Products. It then attempted 
to benefit from the good will which plaintiff had built up around its mark 
STRONGHOLD, and in 1946 changed its name to Stronghold Screw Products, 
Ine. It is now almost a year since this court decided plaintiff was entitled 
to injunctive relief from such infringing tactics and unfair competition. 
During this entire period and up to this date, defendant has been permitted 
to and has continued its infringement of the trade mark sTtRONGHOLD. It 
is high time that such conduct be stopped. 

The order and the judgment of February 24, 1954, is reversed. 


THE INDEPENDENT NAIL AND PACKING COMPANY, INC. v. PERRY 
No. 11135 — C.A. 7 — July 13, 1954 


CourTS—APPELLATE PROCEDURE 
District Court is bound to consider opinion of court of appeals as part of 
mandate; writ of mandamus issues to compel compliance. 
Action by The Independent Nail and Packing Company, Inc. v. Strong- 
hold Screw Products, Inc. for trademark infringement and unfair com- 
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petition. Plaintiff petitions against The Honorable J. Sam Perry, Judge, 
United States District Court, Northern District of Illinois, Eastern Divi- 
sion, for writ of mandamus. Petition granted. 

Case below reported at 43 TMR 182, 44 TMR 46. 

Thomas F. McWilliams, of Chicago, Illinois for petitioner. 

Casper W. Ooms and Robert C. Williams, of Chicago, Illinois for re- 
spondent. 

Before Durry, LinpLey and Swarm, Circuit Judges. 

Durry, Circuit Judge. 

This is a petition for a writ of mandamus. The petitioner herein was 
the plaintiff in a suit entitled The Independent Nail and Packing Com- 
pany, Inc. v. Stronghold Screw Producte, Inc., in which action plaintiff 
charged defendant with appropriating its trade mark sTRONGHOLD by 
including STRONGHOLD in its corporate name and by applying stRONGHOLD 
to its line of goods which was similar to that made anda gold by plaintiff. 
Unfair competition was also alleged. 

Defendant’s predecessor first operated under the name, ®eckheim 
Brothers Corporation. In 1936 its name was changed to Manufacturers 
Serew and Supply House, and in 1940 it was again changed to Manufac- 
turers Screw Products. In 1946, which was twelve years after plaintiff 
had widely advertised its products under the trade mark STRONGHOLD, 
defendant changed its corporate name to Stronghold Screw Products, Ince. 
The district court found the issues favorable to the defendant. On appeal 
this court (205 F.2d 921, 98 USPQ 172) (44 TMR 46) reversed the judg- 
ment of the district court, pointing out that defendant was the latecomer 
in the adoption of the word STRONGHOLD. We stated, 98 USPQ at 175, 
‘*Defendant adopted its logotype emphasizing the word sTRONGHOLD with 
full knowledge of the plaintiff’s registered trade mark which featured the 
same word. It did so at its peril.’’ We also pointed out that defend- 
ant adopted its new corporate name, including the word sTRONGHOLD with 
the full knowledge of plaintiff’s mark. We quote with approval from 
National Circle, Daughters of Isabella v. National Order of Daughters of 
Isabella, 2 Cir., 270 F. 723, 734: ‘‘If damage is suffered by the de- 
fendant corporation by being compelled now to change its name and 
cease its infringement on the plaintiff’s name, the loss arises out of 
the defendant’s own folly in deliberately incorporating under a name 
already in use.’’ We held that the defendant with full knowledge of 
plaintiff’s use of the words in its business, appropriated plaintiff’s com- 
mon law trade mark as well as the predominant feature of plaintiff’s regis- 
tered trade mark. We held also that defendant’s conduct constituted unfair 
competition and concluded our opinion by stating that the plaintiff was 
entitled to injunctive relief. 

Defendant petitioned for certiorari, which was denied by the Supreme 
Court on November 16, 1953, 346 U.S. 886, 99 USPQ 491. The mandate 
of this court was issued on November 19, 1953, and forwarded to the 
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district court. On November 27, 1953, judgment was entered in the dis- 
trict court, providing that the earlier judgment be vacated, that plaintiff 
was the owner of the trade mark sTRONGHOLD, that defendant had infringed 
plaintiff’s trade mark and competed unfairly with plaintiff, that an injune- 
tion issue restraining defendant from further infringing plaintiff’s trade 
mark and from competing unfairly with plaintiff. However, the court 
provided that the injunctive provisions of the judgment should become 
effective only upon the further order of the court. The judgment also 
provided that Stronghold Screw Products, Inc. file a report within 30 days 
setting forth what had been accomplished pursuant to the terms of the 
judgment. 

On December 17, 1953, and before the report was filed, defendant 
presented to the district court a motion for stay of injunction and asked 
for an interpretation of the judgment and for the court to decree that 
Stronghold Screw Products, Inc. had the right under the judgment thereto- 
fore entered to use the name Strong Screw and Bolt, Inc. and logotypes 
similar to those theretofore used, with the exception that the word stRonNG 
was to be substituted for the word sTRONGHOLD. 

Plaintiff, the petitioner herein, strongly objected to such use and reg- 
istered such objections both orally and by formal pleading, but the district 
judge, on February 23, 1954, decided that Stronghold Screw Products, 
Ine. could use the corporate name Strong Screw and Bolt, Inc., and also 
the logotypes in the form suggested. The question was then raised as to 
the effective date of the injunction. After indicating that a period of 30 
days would be proper, the district judge said, ‘‘I don’t think I should 
carry that along until an appeal is made to determine another matter.”’ 
However, when the order was signed, it provided May 1, 1954, as the 
effective date, a period of 65 days. In the meantime plaintiff, the petitioner 
herein, had appealed to this court the order and judgment determining 
that Stronghold Screw Products, Ine. could use the corporate name of 
Strong Screw and Bolt, Inc., and the logotypes hereinbefore described. 
That appeal is decided in a separate opinion handed down on this date, 
102 USPQ 146. 

On March 16, 1954, the district judge entered an order as follows: 
**It is hereby ordered that the injunction ordered in the order of February 
24, 1954, is hereby stayed until 30 days after the mandate is issued from 
the Court of Appeals for the Seventh Circuit in the above case on the 
appeal noticed by plaintiff on March 11, 1954.’’ Thus, although this court 
nearly a year ago decided that petitioner was entitled to injunctive relief, 
Stronghold Serew Products, Inc. continues to use in its business the firm 
name which this court held to be an infringement of petitioner’s mark and 
continues to use the logotypes which this court decided caused confusion 
in the trade, and was an infringement of petitioner’s mark, and constituted 
unfair competition. 

Respondent seeks to justify the order entered on the ground that this 
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court merely decided that the plaintiff, as the prevailing party, was entitled 

to injunctive relief, without spelling out in detail just what the terms of 
the injunction should be. However, the district judge was bound to con- 
sider the opinion of this court as a part of the mandate. We so decided in 
Swalley v. Addressograph-Multigraph Corp., 168 F.2d 585, 586, certiorari 
denied, 335 U.S. 911. See also: In re Sanford Fork and Tool Co., 160 U.S. 
247, 256. 

A reading of our opinion clearly demonstrates that the injunctive 
relief to which the petitioner was entitled, pursuant to the decision of this 
court, is as prayed for in the complaint. Such is the law of the case. This 
right to injunctive relief should not be delayed or postponed because 
Stronghold Screw Products, Inc. has been unwilling to choose another name 
which it has a clear right to use. The district judge exceeded his powers 
in withholding from the petitioner the relief to which this court had 
decided it was entitled, simply because petitioner appealed from the dis- 
trict court’s holdings that it could substitute the word sTRONG for sTRONG- 
HOLD. 

Let us assume that Stronghold Screw Products, Inc. decided to peti- 
tion for certiorari from the decision of this court handed down this date 
that it is not entitled to use the word sTronG in place of the word sTRONG- 
HOLD in its corporate name and on its logotype. Such petition would not 
be acted upon by the Supreme Court before October or November, 1954. 
Assuming that the Supreme Court denies certiorari, our mandate would 
not reach the district court until the latter part of November, 1954. It is 
true that under its terms, the stay would terminate 30 days after our 
mandate is issued on appeal in No. 11123, decided this date. But what is 
to prevent the resourceful officers of Stronghold from petitioning the dis- 
trict court for an interpretation permitting them to use the word STRONG- 
HART OF STRONGHELD instead of STRONGHOLD, and should the district court 
decide such name could be used, another appeal to this court would be 
likely and if the district court indulged in the same action as heretofore, 
it would again stay the injunction until that appeal had been fought 
through to the bitter end. Such procedure might be repeated again and 
again, and would be a flaunting of the decision of this court that petitioner 
is entitled to injunctive relief. 

Appellate courts are reluctant to issue writs of mandamus. However 
such courts have not hesitated to issue writs of mandamus when it appeared 
to be necessary to enforce the judgment of the appellate court. Delaware, 
Lackawanna & Western Railroad Co. v. Relistab, 276 U.S. 1, 5. Where a 
lower court has failed to comply with a mandate of a reviewing court, 
compliance with such mandate may be compelled by writ of mandamus. 
In re Sanford Fork and Tool Co.., 160 U.S. 247; In re Potts, 166 U.S. 263; 
Baltimore & Ohio Railroad Co. v. United States, 279 U.S. 781; In re Chi- 
ago, R. I. & P. Ry. Co. (Cheston, et al. v. Igoe), 7 Cir. 162 F.2d 257; 
Gibbons v. Brandt, 7 Cir. 181 F.2d 650. 
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A writ of mandamus will issue. Respondent is directed to put into 
full force and effect, within 15 days from the date of the receipt by the 
district court of the mandate of this court upon this appeal, the provisions 
for injunctive relief as prayed for in petitioner’s complaint in the action 
which was designated in this court as No. 10808. It is so ordered. 


BEST & CO., INC. v. SMITH & LANG 
No. 33896 — D.C. N.D., Cal. $.D. — August 26, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATION 
SHIRTMAKER, as used in connection with the sale and advertising of women’s 

clothing, is confusingly similar to SHIRTMAKER and SHIRTMAKER FROCK, as used 
on similar goods. 
Action for trademark infringement by Best & Co., Inc. v. Smith & 

Lang. Judgment for plaintiff. 

Reich, Spitzer & Feldman, of New York, N. Y. and Parkinson, Nichols & 
May, of Stockton, California for plaintiff. 

McCutchen, Thomas, Matthew, Griffiths & Greene, of San Francisco, Cali- 
fornia for defendant. 

Epwakp P. Murpny, D. J. 


JUDGMENT 


Plaintiff Best & Co., Ine., having filed its complaint in the above 
entitled action on or about May 24, 1954, and the time for defendant Smith 
& Lang, Ine. (sued herein as Smith & Lang) to plead herein having been 
extended to and including September 21, 1954, and the parties having 
stipulated to entry of judgment, without the introduction of evidence and 
upon the consent of the defendant, 

IT IS HEREBY ORDERED, ADJUDGED AND DECREED as follows: 

1. That the plaintiff, Best & Co., Inc., is the owner of the trade-mark 
SHIRTMAKER as applied to articles of feminine wearimg apparel and acces- 
sories, that SHIRTMAKER is a valid trade-mark, that plaintiff has the sole and 
exclusive right to use said trade-mark for articles of feminine apparel and 
accessories, that Registration No. 217,606 issued on September 7, 1926, to 
the plaintiff by the United States Patent Office for the trade-mark snuirr- 
MAKER FROCK in Class 39, under the Act of Congress of February 20, 1905, 
which registration has been renewed and republished by plaintiff under 
the Trade-Mark Act of 1946, is valid, subsisting, uncancelled, and unre- 
voked, and that defendant infringed thereon by using the word sHIRTMAKER 
as a designation in its advertising for articles of feminine apparel. 

2. That the publication on or about March 15, 1954 by defendant, 
Smith & Lang, Inc., of a newspaper advertisement using the word sHIRT- 
MAKER in describing a woman’s dress, constituted a violation of plaintiff’s 
right to the exclusive use of said trade-mark but that said violation was 
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inadvertent and unintentional although occurring after notice to defendant 
of plaintiff’s claim to the right to the exclusive use of said trade-mark. 

3. That the defendant, Smith & Lang, Inc., its officers, directors, 
employees, attorneys, agents, representatives, successors, and assigns, all 
persons and parties claiming from through, or under them are hereby 
permanently enjoined and restrained from using the trade-mark, trade 
name, designation, and word SHIRTMAKER in any form whatsoever and any 
trade-marks, trade names, designation, and words that simulate, imitate, or 
are confusingly similar to plaintiff’s trade-mark SHIRTMAKER in connection 
with the sale, offering for sale, advertising, and promotion of women’s 
clothing, including but not limited to merchandise of substantially the same 
descriptive properties as those set forth in plaintiff’s registration in the 
U. 8. Patent Office, more fully hereinabove referred to. 

4. Defendant shall pay to plaintiff the sum of Sixteen and 35/100 


($16.35) Dollars, representing the costs of suit incurred by plaintiff in 
this action. 





ESSO STANDARD OIL COMPANY v. 
UNIVERSAL MOTOR OILS CO., INC. 


Appl. No. 54 — C.C.P.A. — June 4, 1954 
TRADE-MaRkK AcT oF 1946—SEcTION 21 


Where applicant sought to register DEZoL as a mark for lubricating oil and 
was opposed by owner of mark piou for identical goods and Examiner sustained 
opposition, and on appeal action of Examiner was reversed and opposer filed notice 
of appeal and applicant filed notice of election under section 21 to have all further 
proceedings by civil action the election of applicant was proper and the appeal 
is therefore dismissed. 

Section 21 provides that any applicant may appeal to United States Court of 
Customs and Patent Appeals or may proceed under sections 145 and 146 of the 
Patent Act of 1952. Section 146 of Patent Act does not restrict right of appeal 
to those dissatisfied on ‘‘question of priority’’. Section must be read in light of 
fact that in opposition proceedings question is normally one of confusing similarity 
rather than priority. 

REGISTRATION PROCEDURE—R.S. 4915 


Pennzoil v. Hercules no longer controlling since case was decided under Trade- 
Mark Act of 1905 and it was held that an opposer-appellant could not bring an 
action under Revised Statute 4915 while Patent Act of 1952 provides that a 
patentee-interferant may bring a civil action. 


REGISTRATION PROCEDURE—APPEALS 


Commissioner of Patents not a necessary party in an inter partes action under 
section 21. 


Case below reported at 44 TMR 456. 

Trademark opposition No. 29,196 by Esso Standard Oil Company v. 
Universal Motor Oils Co., Inc., application Serial No. 566,816 filed October 
11, 1948. Opposer appeals from decision of Commissioner of Patents 
dismissing opposition. Appeal dismissed. 


Vol. 44 T. M. RB. ESSO v. UNIVERSAL 


Francis C. Browne, of Washington, D. C. for appellant. 

Munson H. Lane, of Washington, D. C. for appellee. 

Before O’CONNELL, JOHNSON, WoRLEY and Coz, Associate Judges. 
Per CURIAM. 

The appellee, Universal Motor Oils Co., Inc., filed a ‘‘ Notice of Elec- 
tion’’ in this appeal to have all further proceedings by civil action. 
Appellant, Esso Standard Oil Company, filed a memorandum opposing 
the dismissal of this appeal on the ground that under the decision of 
this court in the case of The Pennzoil Co. v. Hercules Powder Company, 
25 C.C.P.A. (Patents) 968, 95 F.2d 339, 37 USPQ 192 (27 TMR 469), 
a ‘‘Notice of Election’’ is not available to the applicant who was successful 
before the Commissioner of Patents in the present opposition proceedings. 
The matter of election and the opposition thereto was orally argued 
before this court, and after due consideration thereof this court ordered 
the present appeal dismissed. Appellant having filed a ‘‘Request for 
Clarification of and Reasons for Dismissal of Appeal’’ the present opinion 
is filed in response thereto. 

The facts leading to this dismissal are briefly as follows: 

1. Appellee applied to the United States Patent Office for registration 
on the principal register of the mark pEZou for use on lubricants and 
motor oils. 

2. Registration was opposed by appellant, owner of the trade mark 
DIOL, also used on lubricants and motor oils. 

3. The Examiner of Interferences sustained the opposition and denied 
the registration. 

4. On appeal to the Commissioner of Patents the Examiner of Inter- 
ferences was reversed and appellee was deemed entitled to registration 
of its mark. 

5. Appellant filed notice of its appeal to this court. 

6. Appellee filed notice that it elected to have all further proceedings 
by civil action. 

The statutory authority for the election procedure is found in section 
21 of the Trade Mark Act of 1946, as amended, which incorporates sec- 
tions 141 and 146 of the Patent Act of 1952. The pertinent provisions 
of these statutes are as follows: 

Section 21 of the Trade Mark Act of 1946, as amended (15 U.S.C. 
1071, 1952 Ed.) ; 

Any applicant for registration of a mark, party to an inter- 
ference proceeding, party to an opposition proceeding, * * *, who is 
dissatisfied with the decision of the Commissioner may appeal to the 
United States Court of Customs and Patent Appeals or may proceed 
under sections 145 and 146 of Title 35, as in the case of applicants 
for patents, under the same conditions, rules, and procedure as are 
prescribed in the case of patent appeals or proceedings so far as they 
are applicable: Provided, That any party who is satisfied with the 


decision of the Commissioner shall, upon the filing of an appeal to 
the Court of Customs and Patent Appeals by any dissatisfied party, 
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have the right to elect to have all further proceedings under section 
146 of Title 35, by election as provided in section 141 of Title 35. * * *. 
Section 141 of the Patent Act of 1952 (35 U.S.C. 141, 1952 Ed.) ; 


* * * A party to an interference dissatisfied with the decision of the 
board of patent interferences on the question of priority may appeal 
to the United States Court of Customs and Patent Appeals, but such 
appeal shall be dismissed if any adverse party to such interference, 
within twenty days after the appellant has filed notice of appeal * * *, 
files notice with the Commissioner that he elects to have all further 
proceedings conducted as provided in section 146 of this title. * * *. 
Section 146 of the Patent Act of 1952 (35 U.S.C. 146, 1952 Ed.) ; 


Any party to an interference dissatisfied with the decision of the 
board of patent interferences on the question of priority, may have 
remedy by civil action, * * *. 


Appellant bases its opposition to the dismissal of this appeal on the 
wording of section 146, supra. It is appellant’s contention that under 
said section a civil action can only be filed by an appellant who is dis- 
satisfied on a ‘‘question of priority.’’ This contention, we believe, is 
without merit. Appellant could as well argue that an action could not be 
filed under section 146, supra, since the decision was not rendered by the 
‘‘board of patent interferences,’’ as set out in said section. Of course, 
neither argument would be tenable, since section 21 of the Trade Mark 
Act of 1946, as amended, specifically states that the rules, conditions, etc., 
in the case of patent proceedings shall apply only ‘‘so far as they are 
applicable.’’ In that respect, we think it is well known that in an oppo- 
sition proceeding the question usually raised is not one of priority, but 
rather a question of confusing similarity between the mark sought to be 
registered and the opposer’s mark. Were we to apply appellant’s logic 
in such cases we would have to conclude that whether the dissatisfied 
party were the applicant or the opposer, a civil action could not be filed 
under section 21 and section 146 because there was no ‘‘question of 
priority’’ involved. Obviously, such a result is not feasible. To state the 
conclusion is to refute it. 

As to the contention that Pennzoil v. Hercules is controlling here we 
believe it only necessary to state that that case was decided under the 
Trade Mark Act of 1905. In the Pennzoil case this court concluded that 
an opposer-appellant was in the same position as a patentee-interferant, 
and since a patentee-interferant could not bring an action under Revised 
Statute 4915 then an opposer-appellant could not bring such an action. 
However, under section 146 of the Patent Act of 1952 a patentee-inter- 
ferant can now bring a civil action, therefore, the reasoning of the Pennzoil 
case no longer applies. 

Opposer-appellant also states that the Commissioner of Patents is a 
necessary party to this action, despite the express wording of section 21 
that the Commissioner of Patents shall not be a necessary party to an 
inter partes proceeding under section 146. In the case of R. J. Moran 
Co. v. Seeck & Kabe, Inc., 91 F.Supp. 188, 86 USPQ 206 (40 TMR 686), 
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the United States District Court for the southern district of New York 
held that the Commissioner of Patents was not a necessary party to a suit 
brought under Revised Statute 4915 by an applicant against an opposer 
where the registration had been refused on the basis of the opposition. 
To the same effect see Gardel Industries v. Kingsland, 178 F.2d 974, 83 
USPQ 440. We think the same reasoning would apply in a situation 
where the opposer filed suit after an unsuccessful opposition. "We see no 
conflict between this ruling and our decision in Baxter Laboratories, Inc. 
v. Don Baxter, Inc., 38 C.C.P.A. (Patents) 786, 186 F.2d 511, 88 USPQ 
287 (41 TMR 234), since we do not think that any ex parte issue could 
be raised by the opposer. As we said in the Baxter case, supra, at page 
788; ‘‘When an appeal is before the court in such a case, the opposer has 
no right to be heard on the ex parte ground.”’ 

Appellant also raises the point that it might not be able to obtain 
jurisdiction of the action in a Federal District Court. We are of the 
opinion that there is no cause for alarm on this score. In Daggett & 
Ramsdell v. Marzall, 106 F.Supp. 38, 93 USPQ 394 (42 TMR 624), an 
action was brought by opposer against both the Commissioner of Patents 
and the successful applicant under Revised Statute 4915 and the Trade 
Mark Act of 1905 in the United States District Court for the District of 
Columbia. The District Court accepted jurisdiction and refused to dismiss 
the case on motions by both defendants to dismiss. A further case is that 
of Consolidated Cosmetics v. Neilson Chemical Co., 109 F.Supp. 300, 96 
USPQ 320 (43 TMR 369). In that case the unsuccessful opposer filed 
suit against the successful applicant to obtain, inter alia, reversal of the 
Patent Commissioner’s decision dismissing plaintiff’s opposition. No ques- 
tion was raised there of jurisdiction but the court heard the case and 
gave a decision on all of the points raised by the opposer. 

For the reasons hereinbefore set forth the appeal was dismissed. 


BEHR-MANNING CORPORATION v. SUPER-CUT, INC. 
No. 31030 — Commissioner of Patents — June 1, 1954 


TRADE-MarK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Where applicant seeks registration of zURABOND for diamond abrasive wheels 
and is opposed by owner of DURABONDED for coated abrasives which goods have 
been extensively advertised and sold, and where applicant formerly made coated 
abrasives and diamond grinding wheels and the goods are used for the same 
general purpose and sold to the same trade confusion of source is likely. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Introduction of third party registrations of marks in which DURA appears to 
show lack of trademark significance not proper. Such evidence might be proper 
to show meaning of term common to both marks where such is the case. 


Opposition proceeding by Behr-Manning Corporation v. Super-Cut, 
Inc., application Serial No. 595,568 filed April 11, 1950. Applicant 
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appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

Cushman, Darby & Cushman, of Washington, D. C. for applicant-appellant. 
Fred Gerlach, of Chicago, Illinois for opposer-appellee. 

LEeEDs, Assistant Commissioner. 

Application has been filed to register zuRABOND for diamond abrasive 
wheels. Use is claimed since March 1, 1950. Opposition has been filed 
by the registrant of DURABONDED (Reg. No. 415,853 issued on August 21, 
1945) for coated abrasives. The Examiner of Interferences sustained the 
opposition, and applicant has appealed. 

From the record, it appears that opposer and its predecessors have, 
for many years manufactured and sold coated abrasives, i.e., papers or 
fibres on which abrasive grits are secured or bonded to a flexible backing 
sheet by means of glue or other bonding agents; an improved bonding 
agent was developed by opposer in 1943 and the coated abrasives made 
with this agent were sold under the trade mark DURABONDED; the DURA- 
BONDED abrasives have been widely advertised and sold since that time; 
DURABONDED sales volume in 1944 exceeded $2,000,000, in the years 1945-48 
annual sales volume exceeded $10,000,000, and in 1951 it exceeded $15.,- 
000,000; advertising expenditures have exceeded $200,000 annually since 
1949, and the advertising budget for 1952 was a little more than $400,000; 
most of the advertisements have appeared in industrial trade journals; 
distribution of DURABONDED coated abrasives is to industrial supply dis- 
tributors, automotive parts and automotive paint jobbers, and wholesalers 
who sell to retailers who, in turn, sell to the small maintenance users and 
individual consumers; coated abrasives are used for polishing and grind- 
ing operations; diamond wheels are sold generally to the same industrial 
plants which purchase coated abrasives, and they are used for polishing 
and grinding operations, frequently of a somewhat different type, but in 
some uses either type of abrasive is satisfactory. 

Applicant’s record shows that at one time it made coated abrasives 
and grinding wheels, but now it manufactures and sells only diamond 
grinding wheels; it first used the trade mark zurtum for its wheels, and it 
registered the mark in 1945; at least as early as 1944, applicant advertised 
in trade periodicals its ZURIUM BONDED DIAMOND WHEELS; ZURIUM was 
coined to identify the bonding medium which secures the diamonds to the 
grinding wheels; in 1949 zURABOND was adopted as a mark for diamond 
grinding wheels and it was first used in March, 1950; the mark was selected 
by applicant to identify a grinding wheel specially designed for the glass 
industry and to differentiate between its regular line of zURIUM BONDED 
wheels and its glass grinding wheels; applicant intended to retain ‘‘as 
much of the trade marked zurtum word as possible; and coated abrasives 
and grinding wheels are sold to the same trade but for different use, 
except that either abrasive, or both, may be used in glass edging. 
Applicant introduced in evidence 32 printed copies of registrations 
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of marks in which DURA appears. The stated purpose of introducing them 
was ‘‘to show that such word, whether used by itself or in association 
with other words, has no trade mark significance.’’ They may not serve 
that purpose. This is too well established to require citation of authorities. 
They, or a few of them, might possibly have been relevant for the purpose 
of showing the meaning of a term common to both marks in connection 
with abrasives, but applicant here is not using DURA. 

Much of the testimony deals with the different uses of grinding wheels 
as compared to coated abrasives; the differences in costs; the differences in 
appearance, weight, etc. We are not concerned in these cases merely 
with confusion in goods. Obviously, no one would buy a grinding wheel 
and think he was getting sandpaper, or vice versa. The question is: Are 
the products of a nature which purchasers might reasonably assume to 
come from the same source? We need go no farther than to applicant’s 
testimony to find that from 1940 to 1947 applicant and its predecessor 
made coated abrasives and from 1943 to 1947 it qnade both coated abrasives 
and diamond grinding wheels. 

Applicant’s testimony is to the effect that it had never heard of 
DURABONDED coated abrasives. This testimony seems almost incredible 
when both parties are selling abrasives to the same trade and opposer has 
spent, since 1949, approximately one million dollars in advertising its 
DURABONDED abrasives, a considerable portion of which went into indus- 
trial trade journals. 

Applicant contends that it intended and attempted to retain as much 
of the trade mark zurium as possible in selecting a mark for its glass 
grinding wheels. I entertain considerable doubt that it retained as much 
as possible. 

The products each fall within the general category of abrasives. They 
are sold to the same trade. They are used for the same general purpose— 
to abrade—although the specific usages differ for the most part. They 
may be used for the same purpose in glass edging. They may be made 
by a single company. 

The ultimate question then is whether or not ZURABOND is likely to 
cause confusion in trade with DURABONDED. BOND and _BONDED have a 
well understood significance in the abrasive industry. Taking this into 
consideration, together with the sound of the marks in their entireties, I 
am of the opinion that confusion as to origin is likely to result. 

The decision of the Examiner of Interferences is affirmed. 


INDUSTRIAL ABRASIVES, INC. v. STRONG 


No. 4858 — Commissioner of Patents — June 2, 1954 


TraDE-MarkK AcT oF 1946—REGISTRABILITY—RELATED COMPANY USE 
Applicant seeks registration of term GIGGLE-PooL for game and is opposed by 
owner of registration for same mark for same game, it appearing that registrant, 
the owner of the game contracted with manufacturer to manufacture game and 
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split profits and manufacturer agreed to employ person recommended by owner 
to promote sales; applicant did not object to owner obtaining copyright and 
applicant was, in effect a ‘‘related company’’ within the meaning of the statute 
since the registrant controlled the nature and quality of the goods and there- 
fore, under these circumstances applicant acquired no rights during the period 
of the relationship and the use of the mark in connection with the game inured 
to the benefit of registrant but since the evidence shows that neither applicant 
nor registrant was using mark GIGGLE-POOL on a game on March 1, 1949, date 
of first use claimed by both parties and registrant made no disclosure of use 
by a related company as required by Rule 7.8 the applicant is not entitled to the 
registration and registration of the owner is cancelled. 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Registration will be cancelled when obtained by means of false affidavit and 
failure to disclose related company use. 


Interference proceeding between Industrial Abrasives, Inc., applica- 
tion Serial No. 622,111 filed December 5, 1951 and John Gordon Strong, 
Registration No. 546,249 issued August 7, 1951. Industrial Abrasives, Inc. 
appeals from decision of Mxaminer of Interferences for Strong. Modified 
by cancelling registration. 

Banning & Banning and Schroeder, Merriam, Hofgren & Brady, of 

Chicago, Illinois for applicant-appellant. 

Young & Wright, of Milwaukee, Wisconsin for registrant-appellee. 
LeeEps, Assistant Commissioner. 

Application was filed on July 16, 1949 by John Gordon Strong, 
hereinafter called registrant, to register GIGGLE-POOL as a trade mark for 
a parlor game, and on August 7, 1951 the application matured into Reg. 
No. 546,249. Use was claimed from March 1, 1949. 

Application was filed on December 5, 1951 by Industrial Abrasives, 
Ine., hereinafter called applicant, to register GIGGLE-POOL as a trade mark 
for a parlor game, claiming use since March 1, 1949. 
~ An interference was instituted between the application and the regis- 
tration, and the Examiner of Interferences found in favor of the registrant. 
Applicant has appealed. 

Stipulated facts were submitted by both parties in lieu of testimony. 
It appears that shortly after December 8, 1948 registrant contacted the 
president of applicant, who was at that time making laminated posters 
for a company operated by registrant with respect to the manufacture 
of a game called GIGGLE-POOL ; registrant explained to applicant’s president 
the nature and construction of the game, and thereafter, on a date uncer- 
tain, an oral agreement was entered into whereby applicant agreed to 
manufacture and exploit the game, and after initial expenses had been 
realized, to split the net profits on a fifty per cent basis with registrant; 
on February 2, 1949 applicant placed an order with Reliance Pattern 
Works to make a sample of the game; Reliance Pattern Works commenced 
work on the sample on February 4, 1949, and the completed sample was 
delivered to applicant on or about February 8, 1949; on February 22, 
1949, applicant employed Norman W. Reinhold as sales manager for the 
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sole purpose of promoting the sales of the game; two more models of the 
game were made on or shortly after March 3, 1949, and the three samples 
were delivered to Reinhold on an unidentified date; on March 31, 1949 
the game was featured on a television program in Milwaukee as a result 
of arrangements made by Reinhold; applicant has records of an order, 
dated March 1, 1949 for art work of some kind (possibly for packages) 
placed by applicant with an unidentified person, and according to appli- 
eant’s records, orders were placed by it with unidentified persons for 
various parts of the game on March 30, 1949 and April 4, 1949; it has 
records of small interstate shipments during April of 1949; on May 13, 
1949, registrant wrote a letter to applicant as follows: 

‘‘This is just a note to confirm our verbal conversation while I 
was in your office the other day. 

‘*You are going to manufacture and sell my game GIGGLE POOL 
and I am to receive 50% of the profit. The profit is to be paid after 
the dies for making the various [?] have been paid for from the sale 
and profit of GIGGLE POOL. 

‘‘T am sure you wil [sic] Norman Reinhold a very capable sales- 
man and is very enthused over ‘Giggle Pool’ every [sic] since I 
showed it to him better than a year ago. 

‘Please send me six covers of the ‘Giggle Pool’ box as soon as 
they are made up as I will need them for copy right purposes. 

‘* Will see you in a couple weeks.’’ 


The letter was received by applicant, and the six games requested were 
sent by applicant to registrant in the latter part of May of 1949; the 
covers of the boxes in which such games were packed were used as speci- 
mens in support of the application of registrant filed on July 16, 1949; 
from April of 1941 to November 28, 1952, applicant sold 21,266 GiaGLE- 
POOL games; but the record does not show when the latest sale was made; 
on July 20, 1950 registrant wrote, and applicant received a letter as 
follows: 

‘‘T am sorry that Giggle Pool didn’t prove out too satisfactory 
for you. As you say one of the big reason [sic] was due to the fact 
that you are getting too busy in your plastic that you do not have 
the time to devote to Giggle Pool. 

‘‘Due to the fact you are no longer interested I am going to turn 
the game over to Mr. Kelch of The Happy Time Toy Company. I 
have asked him to see you as he maybe [sic] interested in buying 
some or all the stock you have as well as the dies. Due to the fact 
that the cost of the dies were just about paid for from the profits we 
made on the games that were sold it might me [sic] smart to sell 
them to Mr. Kelch at a reasonable price and the rest of the stock at 
cost and ’in that way you won’t loose [sic] any money on the deal. 

‘*T am glad that you are more than busy in the plastic depart- 
ment and that Studebaker is really keeping you busy. I am very busy 
with steel shelving.’’ 


On August 1, 1950 registrant and Alfred H. Kelch, Jr. entered into 
a co-partnership, under the name of Happy Time Toy Co., to manufacture 
and sell the aiaaLE-PpooL game; the first game sold by the copartnership 
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was on November 3, 1950; from November 14, 1950 through November 21, 
1952 (the date of the stipulation), the copartnership made and sold 2,399 
GIGGLE-POOL games, some of which were sold in interstate commerce. 

The record does not indicate what, if anything, applicant did in 
response to registrant’s letter dated July 20, 1950. The specimens filed 
with registrant’s application do not show the name of any manufacturer 
or distributor. The specimens filed with applicant’s application are rules 
pamphlets, presumably packed in the boxes containing the games, and 
they show the notation ‘‘manufactured by Industrial Plastics Company— 
Division of Industrial Abrasives, Inc.—1829 8. 55th Ave., Chicago 50, IIl.’’ 
There is nothing in the record to show how the game claimed to be manu- 
factured and sold by applicant is identified on the package. Registrant’s 
exhibits include a box top from one of the games showing, among other 
things, GIGGLE PooL and ‘‘Happy Time Toy Company, 138 E. Becher St., 
Milwaukee 7, Wis.’’ 

The stipulation concerning sales by applicant of GIGGLE-POOL games 
contains the statement ‘‘* * * such sales having been made during the 
entire period from April, 1949 to date.’’ This language is susceptible of 
more than one interpretation. 

The Examiner of Interferences held that the relationship between 
registrant and applicant during the period of their ‘‘joint venture’’ was 
in effect one of principal and agent. I do not agree that the relationship 
may be so characterized. The incomplete factual data before me indicate 
that registrant was the owner, if not the originator, of the game which 
he identified as GIGGLE-POOL, he arranged to have the games manufactured 
for him by applicant; the initial expenses of manufacture were to be paid 
by registrant to applicant from the profits; registrant recommended, and 
apparently applicant engaged, a person to exploit the game, and he 
presumably was to be paid from the profits; and the net was to be divided 
equally between registrant and applicant. So far as the record shows, 
applicant did not object to registrant’s obtaining a copyright (a trade 
mark registration rather than a copyright was obtained), since it furnished 
the boxes for that purpose upon registrant’s request. Viewing the facts 
fairly and equitably, it is believed that applicant, from at least May 15, 
1949 to July 20, 1950, was a ‘‘related company’’ within the meaning of 
the statute, with registrant controlling the nature and quality of the goods 
on which the mark was used. This relationship apparently was terminated 
on or before July 20, 1950 when registrant wrote to applicant expressing 
regrets that the game had not proved satisfactory to applicant, and stating 
that since applicant was no longer interested, he intended to turn the 
game over to Mr. Kelch of the Happy Time Toy Company. Additional 
evidence of termination of the relationship is found in the stipulated facts 
showing the formation of a copartnership composed of registrant and Mr. 
Kelch and the subsequent manufacture and sales by the copartnership 
of 2,399 games of aiaGLE-PooLt. Under these circumstances it is held that 
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applicant acquired no rights during the period of the relationship, and 
its use inured to the benefit of registrant. 

One thing is clear from the record. Neither applicant nor registrant 
was using the mark GIGGLE-POOL on a game on March 1, 1949. The first 
use is shown to be sometime in April of 1949. The affidavits of both 
parties are false in so far as the alleged first use is concerned. Further- 
more, registrant made no disclosure of use by a related company in his 
application as required by Rule 7.8 of the Rules of Practice, nor did his 
application indicate that he was relying upon such use. His application 
recites that he ‘‘has adopted and is using’’ the trade mark. 

For the foregoing reasons applicant is not entitled to the registration 
sought, and Reg. No. 546,249, having issued as a result of false represen- 
tations in the application, should be canceled. 

The decision of the Examiner of Interferences is modified to the extent 
herein indicated. 


DEERING, MILLIKEN & CO., INC. v. 
GLEN-MORE CLOTHING COMPANY 


No. 31629 — Commissioner of Patents — June 3, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Applicant seeks registration of GLEN-MORE for men’s and boys’ suits and is 
opposed by owner of registration of mark GLENMORE for cotton piece goods but 
since it appears that applicant’s use stemmed from 1930 registration issued to 
Hall-Tate Clothing Co. which registration was subsequently assigned to applicant 
upon its incorporation, together with the good will associated with the business 
and which expired 1950, and has purchased goods from opposer and opposer has 
never objected to use of term on goods or as part of applicant’s corporate 
name hence in the absence of actual evidence of confusion presumption is created 
that confusion is not likely. 


Opposition proceeding by Deering, Miiliken & Co., Inc. v. Glen-More 
Clothing Company, application Serial No. 610,057 filed February 14, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Norman C. Armitage and Walter E. Mueller, of Pendleton, South Carolina 
for opposer-appellee. 

Cyris Kehr & Swecker, of Washington, D. C. for applicant-appellant. 

Leeps, Assistant Commissioner. 

Application has been filed to register GLEN-MORE for men’s and boys’ 
suits, sport coats, topcoats and overcoats. Use is claimed since April 21, 
1930. Opposition has been filed by the owner of GLENMORE (Reg. No. 
204,446 issued October 20, 1925) for cotton piece goods. The Examiner 
of Interferences sustained the opposition, and applicant has appealed. 

The opposer’s record consists of certified copies of the certificate of 
registration (No. 204,446), the assignment from the registrant to opposer 
which was duly recorded in the Patent Office, and the certificate of renewal 
issued to opposer. 
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Applicant’s testimony and exhabits show that on October 21, 1930 a 
registration of GLEN-MORE for men’s and boys’ suits and overcoats (Reg. 
No. 276,636) issued to Hall-Tate Clothing Company; on January 1, 1937 
applicant corporation was formed; on February 4, 1937 the trade mark 
GLEN-MORE, Registration No. 276,636, and the good will associated with 
the business were assigned by the registrant to this applicant; the regis- 
tration expired on October 21, 1950; applicant has continuously used the 
trade mark GLEN-MORE in the manufacture and sale of suits, pants and 
coats; approximately $117,997.00 have been spent in advertising the GLEN- 
MORE products between 1937 and 1952; applicant does not use any cotton 
fabrics, but makes its suits and coats from woolens, rayons and nylons; it 
has purchased fabrics, including a synthetic fabric identified as ‘‘ Wor- 
steray,’’ from opposer, but it has never seen or heard of any cotton piece 
goods of opposer identified as GLENMORE; and opposer has never registered 
any kind of complaint about applicant’s use of GLEN-MORE. 

It is apparent that applicant and its predecessor have had twenty-four 
years’ use of the mark GLEN-MORE to identify and distinguish its suits and 
coats, and during the first twenty years of such use there subsisted a 
registration of the mark. Applicant’s corporate name has featured the 
word GLEN-MORE since its formation in 1937. Applicant has purchased 
fabrics from opposer and opposer must, therefore, have had knowledge 
of the corporate name—yet opposer made no protest at any time regarding 
applicant’s use of GLEN-MoRE. Under such circumstances, and in the 
absence of evidence of actual confusion, a presumption is created that 
confusion is not likely to result in the future. 

The decision of the Examiner of Interferences is reversed. 


JEAN-JORDEAU, INC. v. SALES AFFILIATES, INC. 
No. 31258 — Commissioner of Patents — June 3, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Where applicant seeks to register STRIPP as trademark for color and dye re- 
mover for human hair and is opposed by registrant of zip for hair-eradicator, corn 
remedy, razors and pharmaceutical preparation for treatment of skin fungi, the 
action of the Examiner is affirmed in dismissing the opposition since neither the 
goods nor the marks are the same and it is deemed unlikely that confusion of 
source will result and for the further reason that STRIPP is merely the misspelling 
of strip which has a common meaning in trade to indicate the function of remov- 
ing dye from hair hence STRIPP is not registrable. 


Opposition proceeding by Jean-Jordeau, Inc. v. Sales Affiliates, Inc., 
application Serial No. 595,683 filed April 13, 1950. Opposer appeals from’ 
decision of Examiner of Interferences dismissing opposition. Affirmed, 
but application rejected ex parte. 

Leo C. Krazinski, of New: York, N. Y. for opposer-appellant. 
Morgan, Finnegan & Durham, of New York, N. Y. for applicant-appellee. 
Leeps, Assistant Commissioner. 
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Application has been filed to register stripp as a trade mark for color 
and dye remover for use on human hair. Use is claimed since December 
15, 1937. Opposition has been filed by the registrant of zip for a hair- 
eradicator (Reg. No. 88,502 issued September 24, 1912, renewed), for 
depilatories (Reg. No. 285,923 issued on August 11, 1931, renewed), and 
a chemical preparation for the removal of superfluous hair (Reg. No. 
535,638 issued January 2, 1951). Opposer also owns registrations of zIP 
for a corn, callous and bunion remedy, for razors, for before-shaving 
cream, for pharmaceutical preparation for treating skin fungi, and for 
deodorants. The Examiner of Interferences dismissed the opposition, and 
opposer has appealed. 

The only record before me consists of the application, certified copies 
of the registrations specifically identified above, together with appropriate 
certificates of renewal, and printed copies of the registrations above re- 
ferred to, but not specifically identified. In view of the nature of the goods 
for which these latter registrations issued, they need not be considered. 

Since there is no question but that opposer’s use of zip antedates by 
many years applicant’s use of sTripp, the only issue is whether or not 
applicant’s mark so resembles opposer’s, when applied to the respective 
goods, as to be likely to cause confusion or mistake or deception of pur- 
chasers. 

The goods are not the same, and the marks are not the same. The 
marks sound a little bit alike, but they do not look alike, nor do they have 
the same connotation. In view of these differences, I am of the opinion 
that it is unlikely that purchasers of applicant’s product will believe that 
it emanates from opposer or that it is another product in opposer’s line. 
It is noteworthy that opposer’s line includes such unrelated goods as 
pharmaceuticals and razors, but the registered mark for each of its prod- 
ucts, related and unrelated, features predominantly the word zip. Pur- 
chasers familiar with the zip products have probably come to associate 
them with each other and with a common origin to the extent that use 
of a different word having a different connotation is likely to lead the 
purchasing public away from a thought of common origin rather than 
toward it. 

There is, however, a matter with which the Examiner of Interferences 
did not deal, but which goes to the question of registrability of applicant’s 
mark. The word ‘‘strip’’ has a well-known meaning in the field of dyeing. 
It means ‘‘to remove (a dye or part of the color) from yarn or fabric by 
boiling or treating with some chemical.’’ Webster’s New International 
Dictionary, Second Edition. The word is also in common usage in connec- 
tion with removing color from human hair. An examination of ‘‘ Modern 
Beauty Shop,’’ a trade magazine, shows advertisements and other copy 
which feature such phrases as: ‘‘Will not strip color from the hair’’; 
‘*You now can remove stains, bleach or strip safely leaving the hair 
naturally soft and lustrous’’; ‘‘strips color from most stubborn hair’’; 
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‘*T strip the hair and retint the head at each retouch appointment’’; and 
‘‘hair will soon become over-treated and damaged if subjected to repeated 
stripping and tinting procedures.’’ It is clearly apparent that the word 
has the same connotation in connection with removing color from hair as 
does in connection with removing dye from fabrics. sTRIpPp is merely a 
misspelling of a word in common usage to indicate the function of remov- 
ing dye from hair. It follows that the word is not registrable. 

The decision of the Examiner of Interferences is affirmed, but the 
application is rejected ex parte. 


THE HYGIENIC PRODUCTS COMPANY v. 
ASSOCIATED PRODUCERS, INC. 


No. 31133 — Commissioner of Patents — June 15, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


FLUSH is not considered dominant part of either SANI-FLUSH or TURBO FLUSH. 

In determining possibility of confusion between SANI-FLUSH and TURBO FLUSH, 
former mark is considered as a whole, and finding of dominance of either com- 
ponent of mark is unnecessary. 


TRADE-MARK ACT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TURBO FLUSH, for automobile radiator solvent, is not confusingly similar to 

SANI-FLUSH, for radiator and toilet bowl cleaning compound. 

Opposition proceeding by The Hygienic Products Company v. Associ- 
ated Producers, Inc., application Serial No. 572,289 filed January 17, 1949. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Frease, Bishop & Hamilton, of Canton, Ohio for opposer-appellee. 

Gregory 8. Dolgorukov, of Detroit, Michigan for applicant-appellant. 

Before LEEDs, Assistant Commissioner, and FEDERICO and McCann, Exam- 
iners in Chief. 

Application has been filed to register TURBO FLUSH, displayed in stylized 
lettering on two lines, as a trade mark for a ‘‘solvent composition for clean- 
ing and flushing automobile radiators and the like.’’ FLUSH was required 
by the Office to be disclaimed on the ground of descriptiveness. Use is 
claimed since November 15, 1948. Registration has been opposed by the 
owner and registrant of SANI-FLUSH (Reg. No. 86,062, issued April 9, 
1912), SANI-FLUSH and the representation of a woman pouring powder into 
a toilet bowl (Reg. No. 263,929, issued November 12, 1929), and sanI-FLUSH 
(Reg. No. 298,651, issued November 1, 1932). The first registration recites 
‘‘cleaning powder,’’ the second ‘‘cleaning powder for water-closet bowls 
and automobile radiators,’’ and the third ‘‘cleaning powder for automo- 
bile radiators,’’ as the goods upon which the mark is used. The Examiner 
of Interferences sustained the opposition, relying upon The Hygienic 
Products Co. v. Lion Chemical Co., 91 USPQ 348 (42 TMR 139) (Com’r., 
1951). Applicant has appealed. 
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Opposer’s testimony shows that in 1911 it commenced the manufacture 
of a toilet bowl cleaner which it marketed under the trade mark sANI-FLUSH, 
and manufacture and sale of that product under the mark has continued 
to the present; the product removes stains, rust accumulations, lime and 
other deposits by the chemical action of hydrochloric acid which is released 
when the powder comes in contact with water; after the SANI-FLUSH 
product is allowed to stand in the bowl or radiator, as the case may be, 
it is then flushed out with clean water; sales since 1911 have exceeded 
541,000,000 cans with an approximate sales value of $110,000,000; approxi- 
mately $11,000,000 have been spent in advertising sANI-FLUSH, and the 
average annual advertising expenditures over the past three or four years 
have amounted to about $500,000; more than ninety per cent of the dis- 
tribution of SANI-FLUSH is through what is generally known as the grocery 
trade; and sales are made throughout the United States, in Canada and 
foreign countries. 

The opposer’s witness stated that he had heard of sales of sANI-FLUSH 
in automotive stores to some extent, but there is no evidence of sales to 
service stations or garages for use by their attendants in cleaning radiators. 
The record indicates, in view of the nature of the channels of distribution, 
that SANI-FLUSH is sold primarily for household use, and sales for the pur- 
pose of cleaning automobile radiators are probably of secondary importance. 

Applicant took no testimony, but the description of its goods in its 
application indicates that it is for cleaning automobile radiators, and there 
is no indication that applicant’s product is or can be used for household 
purposes. 

Applicant contends that FLUSH is a descriptive word and in common 
usage, and is, therefore, not distinctive as applied to the products of the 
parties. This being so, it argues, TURBO FLUSH and SANI-FLUSH do not so 
resemble each other, when applied to the respective goods, as to be likely 
to cause confusion, mistake or deception of purchasers. 

Opposer counters with the argument that the word does not describe 
any of the chemicals of which its product is composed; it does not describe 
the character of the product which dissolves foreign matter when used in 
water ; it does not describe the quality of the product; nor does it describe 
the use of the product which involves several steps, even though the last 
step is to flush the chemical from a radiator (or toilet bowl) after it has 
completed its chemical action. 

Opposer points out that the question of descriptiveness of the word 
‘*flush’’ in connection with its product has been determined in prior liti- 
gation, citing successful oppositions against KLEEN- FLUSH, E-Z-FLUSH, 
FLUSHTEX and ROYAL FLUSH. Eleven additional cases involving marks con- 
taining FLUSH are cited in its brief, but they were not contested and are 
not precedents. The most recent case, and the one upon which the Exam- 
iner of Interferences based his conclusion, involved registrability of royaL 
FLUSH used for a radiator cleaning compound (The Hygienic Products Co. 
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v. Lion Chemical Co., supra). There the Assistant Commissioner stated 
[42 TMR 139] : 


‘*It is my considered opinion that the term FLUSH as used in the 
opposer’s mark is not merely descriptive of the quality, character or 
function of the goods * * *. The word FLUSH appears as the second 
word and is considered the predominant part of both marks and is the 
word most likely to be remembered by purchasers.’’ 


We are in agreement with the first quoted sentence in so far as the 
dictionary definitions are concerned; but it seems to us that the decision 
there overlooked one factor which is entitled to consideration in determin- 
ing likelihood of confusion when the goods of the applicant are for clean- 
ing automobile radiators only. FLUSH is an ordinary word of the language 
in common usage by the public in connection with the use of radiator clean- 
ing compounds. It is customary for automobile drivers to request service 
station and garage attendants to ‘‘flush my radiator’’ when they wish to 
have their automobile radiators cleaned of lime, rust and other deposits. 
In view of this common usage, common understanding, and common accept- 
ance of the word ‘‘flush’’ in connection with the use of products such as 
those involved here in servicing automobiles, we are of the opinion that 
FLUSH can not be considered the predominant part of either opposer’s or 
applicant’s mark, and are, therefore, in disagreement with the second 
quoted sentence. 

There are apparent inconsistencies in prior decisions on this point: 
For example, in Opposition No. 7987 involving KLEEN-FLUSH; Opposition 
No. 9535 (5 USPQ 176) involving E-z-FLUsH; Opposition No. 15,052 (33 
USPQ 394, 27 TMR 402) involving FLUSHTEX; and Opposition No. 28,722 
(91 USPQ 348, 42 TMR 139) involving RoyAL FLUSH, the tribunals found 
FLUSH to be the ‘‘principal,’’ ‘‘most prominent’’ or ‘‘predominant’’ part 
of the mark. In Opposition No. 3974 involving sanmLay, Opposition No. 8945 
involving SANI BOWL; Opposition No. 20,694 involving SANA-PORCE; and 
Opposition No. 20,695 (60 USPQ 205, 34 TMR 50, C.C.P.A.) involving 
TOILET-SAN Or SAN Or SANI was found to be the ‘‘dominant’’ or ‘‘ predomi- 
nant’’ part of the mark. Obviously, each of the components of opposer’s 
compound word mark cannot be the ‘‘principal,’’ ‘‘most prominent’’ or 
‘*predominant’’ portion. We believe that opposer’s valuable good will is 
symbolized by the compound word SANI-FLUSH in its entirety, and, in making 
a determination as to likelihood of confusion in this case, we do not con- 
sider it necessary to find either component to dominate the other. 

Considering the marks in their entireties, we do not believe that the 
purchasing public is likely to assume that applicant’s TURBO FLUSH radiator 
cleaning compound emanates from opposer. 

Insofar as the conclusions reached here are inconsistent with those 
reached in The Hygienic Products Co. v. Lion Chemical Co., supra, the prior 
decision is overruled. 

The decision of the Examiner of Interferences is reversed. 





Vol. 44 T. M. R. SPRAGUE ELEC. v. ERIE RESISTOR 1203 


SPRAGUE ELECTRIC COMPANY v. ERIE RESISTOR CORPORATION 
No. 5799 — Commissioner of Patents — June 15, 1954 


CANCELLATION—DESCRIPTIVE AND GENERIC TERMS 


Petition to cancel registration of ERIE BUTTON (ERIE being disclaimed) for 
electrical condensers on the ground that ‘‘button’’ and ‘‘button type’’ base 
become generic terms, 


TraDE-MarK AcT oF 1946—REGISTRABILITY—DISCLAIMERS 
While the registered term includes the geographical term ERIE which has also 
been disclaimed, for the purpose of the proceeding the entire term must be con- 
sidered since registration represents only such rights as flow from the use of the 
composite mark. Petitioner bears burden of proving mark has become generic 
and fails to show convincingly that BUTTON has real significance other than to 
identify capacitor made under the minimum patent. 

Cancellation proceeding by Sprague Electric Company v. Erie Resistor 
Corporation, Registration No. 541,627 issued May 1, 1951. Registrant 
appeals from decision of Examiner of Interferences sustaining petition. 
Reversed. 

Arthur G. Connolly, of Wilmington, Delaware for registrant-appellant. 
Hugh C. Lord and Ralph Hammar, of Erie, Pennsylvania for petitioner- 
appellee. 


Lreeps, Assistant Commissioner. 
A petition has been filed to cancel registration of ERIE BUTTON (ERIE 


disclaimed) issued on May 1, 1951 (Reg. No. 541,627) for electrical con- 
densers. Petitioner is a competitor which makes condensers and capacitors, 


’ 


and it asserts that ‘‘button’’ and ‘‘button type’’ are commonly used in 
the trade to identify condensers of the type made by respondent and 
others. In other words, petitioner contends that by reason of ‘‘ widespread 
use of the word ‘button’, it has become a generic term as applied to small 
button-shaped condensers and is not capable of distinguishing registrant’s 
goods in commerce from the goods of competitors.’’ The Examiner of 
Interferences sustained the petition on the ground that respondent’s mark 
‘*has therefore been improperly registered [respondent was not entitled to 
registration by virtue of the provisions of Section 2(e)(1)], and that said 
registration is damaging to the petitioner who is engaged in the manufac- 
ture of similar products.’’ Respondent has appealed. 

It is apparent that the basis for cancellation asserted by petitioner 
and the basis for recommending cancellation stated by the Examiner of 
Interferences are not quite the same. Respondent’s mark disclosed in the 
registration is ERIE BUTTON—not BUTTON alone. The issue in this case is 
whether ‘‘button’’ has, as contended by petitioner, become the common 
descriptive name of button-shaped condensers, and if so, whether or not 
petitioner is or will be damaged by respondent’s registration of ERIE 
BUTTON. 

The parties and the Examiner of Interferences fell into the same error 
of considering the case as if respondent’s registration was for the word 
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BUTTON alone. Petitioner stated in its brief: ‘‘ Although the registered 
mark includes the geographical term ‘Erie’ as a disclaimed portion, it is 
clear that for purposes of the present proceeding it may be regarded as 
though it consisted solely of the word Burton.’’ I cannot agree with this 
statement, since it is well established that disclaimed portions of marks 
may not be disregarded. Ez parte Salfair, 95 USPQ 245 (42 TMR 932) 
(Com’r., 1952) ; Nion Corp. v. Forrest, Inc., 70 USPQ 41 (Com’r., 1946) ; 
Noxon v. Nox-Rust Corp., 70 USPQ 509 (Com’r., 1946) ; East-Side Winery 
v. Pio, 78 USPQ 291 (38 TMR 1006) (Com’r, 1948). 

As used in trade mark registrations, a disclaimer of a component of a 
composite mark amounts merely to a statement that, in so far as that par- 
ticular registration is concerned, no rights are being asserted in the dis- 
claimed component standing alone, but rights are asserted in the composite ; 
and the particular registration represents only such rights as flow from the 
use of the composite mark. 

Petitioner also argues that ‘‘the prohibition of Section 2(¢c)(1) is 
fully applicable and any evidence or argument to the effect that the word 
‘button’ has acquired a secondary meaning with respect to Erie’s goods 
is immaterial and should not be considered,’’ citing Denney v. The T. & 
T. Co., 96 USPQ 172 (48 TMR 291) (Com’r., 1953). It is observed that 
the cited case is not a controlling precedent, since in that case the respond- 
ent’s registration issued under the Trade Mark Act of 1905, which did not 
provide for registration of secondary meaning marks, and respondent took 
no testimony from which secondary meaning could have been found. In 
the present case, the registration issued on the principal register of the 
Act of 1946 and respondent has taken testimony. Furthermore, the peti- 
tion is based on the contention that the word ‘‘button’’ has become ‘‘a 
generic term as applied to small button-shaped condensers.’’ The peti- 
tioner has the burden of proving its allegations. If the burden is dis- 
charged as to the meaning of ‘‘button,’’ there still remains the question 
of whether or not the record shows that ERIE BUTTON identifies and dis- 
tinguishes applicant’s goods, and if so, whether or not registration of the 
compound word mark is likely to result in damage to petitioner. 

The record shows that both parties are engaged in the manufacture 
of electrical condensers and capacitors. In 1941 respondent and Western 
Electric Company engaged in correspondence concerning ‘‘silvered mica 
button condensers,’’ and it is apparent from the testimony and exhibits 
that the first samples of the condensers submitted by respondent did not 
meet the requirements of Western Electric Company. In 1941, respond- 
ent’s general sales agent in New York advised respondent that Bell Tele- 
phone Laboratories was interested in the ‘‘new button-type silver mica con- 
denser which you are working up for Western Electric Company.’’ The 
letter of inquiry on behalf of Bell Telephone Laboratories from respond- 
dent’s agent stated, ‘‘We also would appreciate any information you can 
give us concerning type number identification on this condenser so that 
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same can be included on the order. At the present time, the order has 
been initiated as ‘button-type silver mica condenser.’ ’’ 

The problems presented by the first samples submitted by respondent 
were apparently solved, and on February 5, 1942 an application for patent 
was filed by Byron B. Minnium for capacitors showing ‘‘two forms of 
dielectric plates, one using a mica and the other a ceramic material.’’ On 
May 9, 1944 a patent (No. 2,348,693) was granted to Minnium, assignor 
to respondent. 

Charts issued on March 1, 1943 for the use of employees of Western 
Electric Company and Bell Telephone Laboratories—not for publication 
except on approval of the Engineer of Manufacture—refer to BUTTON MICA 
CAPACITORS. 

War Production Board Forms for monthly reports of unfilled orders 
and schedule of shipments of capacitors (unidentified as to dates of issu- 
ance, but showing approvals expiring October 5, 1944 and September 5, 
1945, respectively), set up a ‘‘Standard List of Types and Sizes of Fixed 
Capacitors’? included ‘‘Mica Capacitors, button types’’ and ‘‘ Ceramic 
Capacitors, button type.’’ The witness who identified these forms testified 
that ‘‘Speaking from memory in this case I would say at least six capaci- 
tor companies were reporting the manufacture of these types of capacitors, 
namely, mica capacitors, button type, and ceramic capacitors, button type’’; 
it was difficult to say how long prior to 1944 he had heard of button-type 


capacitors, but he guessed at least five years; Centralab in Milwaukee, 
Muter and Erie Resistor, he recalled, were making ‘‘button-type capaci- 
tors’’ during World War II; he confessed to having a poor memory; the 
term ‘‘button capacitor’’ referred to external shape and size and not to 


internal construction; ‘‘button capacitor,’’ so far as he is concerned, does 


not designate a particular source; his company, Cornell-Dubilier Electric 
Corporation, has not sold ceramic or mica ‘‘buttons,’’ but it makes a ‘‘dise 
type’’ capacitor; he did not know when engineers started calling capacitors 
‘‘button’’, but he was sure it was ‘‘considerably before this World War 
II date’’ (it is not clear what ‘‘this World War II date’’ means) ; he did 
not know whether or not the ‘‘button type’’ capacitors reported to WPB 
were made to fixed specifications, but they were not required to be so 
made; the term ‘‘button type capacitors’’ was in common usage during 
his period of service with WPB as meaning a general category of capaci- 
tors having a physical resemblance to buttons; he has ‘‘seen advertisements 
in Electronics and other places of companies bringing out new, complete 
lines of ceramic capacitors, stand-offs, feed-throughs, drawing the whole 
thing on the page and calling them buttons’’ (it is noteworthy that such 
advertisements were not introduced) ; it was quite common during World 
War II to pass manufacturers’ drawings around to set up duplicate sources 
of supply, and in this connection, the witness stated, ‘‘ you realize, of course, 
that during wartime conditions no patent or trade mark meant anything 
anyhow.’’ 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


The vice-president of petitioner, who was a part-time consultant to 
WPB, Radio-Radar Section, identified the forms and stated that ‘‘ button 
type capacitors’’ did not designate any specific manufacturer; since 1945, 
respondent, Sangamo Electric, Centralab, and petitioner had manufactured 
‘‘button’’ capacitors; petitioner commenced their manufacture in 1950, 
although the earliest exhibit showing ‘‘button’’ capacitors by petitioner 
is a bulletin distributed by petitioner dated November, 1951; the desig- 
nation of ‘‘button’’ capacitors is dictated to an extent by whimsy; the 
size and shape of ‘‘button’’ condensers are limited by ‘‘a man’s mind.’’ 

Petitioner’s engineer testified that he first saw a capacitor identified as 
‘‘button’’ sometime late in 1941 while he was with the Signal Corps, and 
it was made by respondent; later he became familiar with ‘‘button-type’’ 
capacitors made by Centralab and Sangamo Electric; while he was with 
the Signal Corps, and from the end of 1942 to 1945, when he was staff 
engineer for The American Standards Association, it was his understand- 
ing that a ‘‘button capacitor’’ was a capacitor which looked like a button; 
there is not uniform agreement as to what constitutes a ‘‘button’’, but it 
is a matter of choice; petitioner and Electrical Reactance Division of Aero- 
vox Corporation now make ‘‘button’’ capacitors. 

A patent (No. 2,445,700) was granted in 1948 to Kenneth E. Vaughn, 
assignor to Collins Radio Company, in which a condenser is described as 
a ‘‘button-type condenser.’’ Petitioner’s witness, in identifying the pat- 
ent stated: ‘‘the Patent Office uses the phrase ‘button-type’ condenser’”’ 
*** “‘The Patent Office uses the words ‘button-type’, and I see no objec- 
tion to that. It is descriptive and it is well understood what is meant. 
A button is still a button.’’ It is observed that the terminology is not 
that of the Patent Office, but of the patentee. There is nothing in the rec- 
ord which indicates that the Office uses the term. This same witness had 
previously testified that there is not uniform agreement as to what con- 
stitutes a ‘‘button’’—it is a matter of choice. 

There is in evidence an advertisement of Star Electronic Distributors 
of Chicago in which BUTTON CONDENSERS are advertised and petitioner 
contends that this is an indication of common usage of BUTTON, since the 
advertisement does not indicate any origin of the condensers. It is noted 
that CERMICON CONDENSERS are also advertised—with no indication of 
origin—and petitioner admits that CERAMICON is one of respondent’s trade 
marks. AMPHENOL MICROPHONE CONNECTORS and RCA-TYPE PHONO CONNEC- 
Tors also appear in the Star advertisement with no further indication of 
origin, and petitioner does not contend that AMPHENOL and RCA are not 
trade marks. 

The record shows that early in World War II, due to the demands 
for capacitors, and due to the desire of Western Electric Company, which 
was the primary user, to have additional sources of supply, ‘‘Centralab 
was set up by Western Electric, with our [respondent’s] knowledge and 
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assistance, as an additional source for the production of these capacitors. 
We worked very ciosely with Centralab in helping them to get started, 
and that was common of many things that many companies did during 
wartime emergencies, when normal competitive trade relations and regular 
selling practices simply were not followed.’’ The capacitors made by Cen- 
tralab and identified by the word BUTTON met the specifications of the ERIE 
BUTTON capacitors. The manufacture of capacitors made to Erie’s specifi- 
eations by Centralab was discontinued soon after the close of World War 
II. Advertisements by Centralab in Electronics Magazine for June and 
December, 1945, show BUTTON TYPE SILVER MICA CAPACITORS. There are no 
later advertisements by Centralab in the record, but a letter dated Novem- 
ber 30, 1951 from respondent to Centralab stated in part: 

‘*It has been brought to my attention that in your recent maga- 
zine advertising in Electronics Magazine that you have used the word 
‘*button’’ in conjunction with small ceramic dielectric dise type capaci- 
tors. I would like to call your attention to the fact that Erie Resistor 
Corporation has been granted trade mark registration No. 541,627 
covering trade mark ‘button.’ You will undoubtedly recall that Erie 
Resistor Corporation originated the small metal case silver mica capaci- 
tors to which we first applied the trade name ‘button’ and made them 
for Western Electric Company early in 1941. It was not until 


approximately a year later that Western Electric set up as a second 
source due to wartime requirements. It was my understanding that 


you discontinued the manufacture of these capacitors shortly after the 
close of World War II.’’ 


The letter closed with a request for discontinuance of use by Cen- 
tralab of ‘‘button.’’ 

On December 13, 1951 Centralab replied that it wished to obtain a 
copy of the registration and determine exactly the meaning of the word, 
and until such time as it had been able to ‘‘determine the exact extent of 
your application of the word ‘button’, from the description which obvi- 
ously must be given in your trade mark registration, I do not feel that 
we can be definitely certain that we do or do not violate the use of the 
word.’’ On December 28, 1941, Centralab further replied that it was 
advised by legal counsel that the manner in which it used the word 
‘*button’’ was not an infringement—that the word ‘‘button’’ being ‘‘a 
descriptive word in itself can not be covered by a trade mark’’—and 
since the registration covers ERIE BUTTON in a distinctive type of printing, 
‘‘we would infringe it only if we used it in exactly the same way as you 
have registered it.’’ 

The record shows that a third source of supply of ERIE BUTTON capaci- 
tors was established by Western Electric Company. Sangamo Electric 
Company made capacitors under respondent’s Minnium patent, and there 
is in evidence a catalog printed by Sangamo in 1946 featuring sanacamMo 
SILVERED MICA BUTTON CAPACITORS. Objection to this reference was made 
by respondent in February of 1947. It is not clear from the record 
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ne 


whether Sangamo stopped the manufacture of BUTTON capacitors or con- 
tinued up to the time a non-exclusive license under the Minnium patent 
was executed on September 1, 1950. The license, among other things, 
provides that Sangamo, in connection with sales of devices covered by the 
license, shall have the right to use the mark SANGAMO BUTTON; San- 
gamo agreed not to extend the use of the mark to other devices, not 
to use ‘‘Button’’ alone, and in case of termination of the license, to 
discontinue use of SANGAMO BUTTON or BUTTON in connection with the 
sale of any devices, provided respondent, at that time, has in force 
and effect a trade mark registration of BUTTON or ERIE BUTTON. The 
term of the license is for the life of Patent No. 2,348,693, and the 
document provides that if the license is in effect upon expiration of the 
patent, Sangamo may continue to use SANGAMO BUTTON as authorized 
therein, but shall not have the right to extend its use beyond that 
authorized. The license was executed as a condition for termination of 
an opposition filed by Sangamo against respondent’s application which 
matured into the registration sought here to be canceled. Sangamo adver- 
tised SANGAMO BUTTON CAPACITORS in Electronics Magazine in July, 1951 
and April, 1952, and has featured it in its catalog for 1952. 

Although BuTToN had been used by respondent orally and in cor- 
respondence in 1941, and it had been advertised in Electronics Magazine 
as early as 1943, respondent did not actually use ERIE BUTTON on the prod- 
uct package until 1944 (the first use alleged in the application is August, 
1944). 

Petitioner was not ‘‘making button-shaped mica capacitors’’ at the 
time testimony was taken (April, 1952). Its subsidiary, Herlee Corpora- 
tion, in a bulletin dated November, 1951 referred to petitioner’s bulletin 
No. 605 which featured ‘‘Sprague button ceramic capacitors.’’ Peti- 
tioner’s vice-president ‘‘believed’’ that the capacitors shown in the bulletin 
were called ‘‘buttons’’ right from the start, but drawings of the capacitors 
made for intra-company use in December of 1950 did not so identify 
them. 

The record before me exceeds 225 pages, but the foregoing digest 
seems to contain the relevant and material portions. From it we must 
ascertain whether or not petitioner has discharged its burden of proving 
(1) that BUTTON is in common usage in the trade and has become a 
generic term as applied to capacitors; and (2) that registration of ERIE 
BUTTON is or will be damaging to petitioner. 

The ERIE BUTTON capacitors, first developed by respondent in 1941 or 
1942 for Western Electric Company were made in accordance with the 
Minnium patent. The specifications were furnished by Western Electric 
Company to Centralab and Sangamo Electric Company during 1942 and 
1943 for purposes of developing more than one source of supply during 
wartime, and each of these companies designated the item made under 
such specifications as BUTTON capacitors. Centralab discontinued manu- 
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facture of the item soon after the close of World War II (probably early 
in 1946 according to the record). Sangamo Electric Company apparently 
continued to make the item in accordance with the specifications, and is 
now manufacturing under a patent license and identifying the capacitors 
by the term SANGAMO BUTTON or SANGAMO SILVER MICA BUTTON. Others, 
including Muter and possibly one or two unidentified companies, reported 
production of ‘‘button type capacitors’? on WPB forms in 1944 and 1945, 
but there is no proof that they were not manufacturing under the 
respondent’s specifications. 

Respondent’s registration of ERIE BUTTON issued on May 1, 1951 
The petition to cancel was filed on August 13, 1951, and in the fall of 
1951 (probably November) Centralab and petitioner commenced using 
BUTTON to describe their ceramic disc-type capacitors; and following Cen- 
tralab’s receipt of a letter from respondent requesting discontinuance of 
BUTTON for its capacitors, that Company has ‘‘worked with’’ petitioner 


and furnished information and literature. There is no conclusive, or even 
convineing, evidence that any other manufacturer has used BUTTON to 
identify any capacitor at any time, except as the memory of witnesses 
may tend to indicate that during wartime pressures additional sources 
may have made ‘‘button type’’ capacitors—but there is nothing to show 
that they were not made under the Minnium patent. There is no testi- 


mony from disinterested persons to indicate what, if anything, BUTTON 
means, to the trade or to purchasers of capacitors. 

The evidence before me is not convincing that BUTTON is in common 
usage in the trade, that there has been widespread use of it, or that it has 
become a generic term for all capacitors shaped like a button. The refer- 
ence in Patent No. 2,445,700, issued in 1948, to ‘‘button-type condenser’’ 
is not, on this record, a use adverse to respondent’s use of ERIE BUTTON. 
There is no evidence to indicate that the condenser disclosed in the patent 
was ever manufactured, much less that it was known in the market as a 
‘“*button’’ or ‘‘button type’’ capacitor. 

ERIE BUTTON has been used by respondent on its capacitors since 1944, 
and there is not a scintilla of evidence to suggest that it means a product 
other than that manufactured under respondent’s patent. Petitioner, 
with knowledge of respondent’s use of ERIE BUTTON in connection with its 
capacitors, and having constructive, as well as actual, notice of the regis- 
tration thereof, commenced to employ ‘‘button’’ in connection with its 
ceramic disc capacitors. Good faith cannot be found in these circum- 
stances. 

If, as petitioner contends, ‘‘button’’, when used in connection with 
capacitors, means ‘‘button-shaped,’’ it is free to describe its capacitors— 
ceramic or otherwise—as button-shaped. Although respondent has not, 
at all times, treated the word ‘‘button’’ as a trade mark, nevertheless, 
this record is not convincing that BUTTON has any real significance other 
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than to identify capacitors made under the Minnium patent. It may be 
that it has, in view of the use of the word by others to identify the 
capacitor made under the Minnium patent, become the common descriptive 
name of that particular capacitor, but we are not here concerned with this 
question. The petition was not based on that ground, the evidence is not 
conclusive, and petitioner cannot make the capacitor during the life of 
the patent. 
The decision of the Examiner of Interferences is reversed. 


L. & C. HARDTMUTH, INC. v. KOH-I-NOOR PENCIL FACTORY 
L. & C. HARDTMUTH, NATIONAL CORPORATION 


No. 30750 — Commissioner of Patents — June 17, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Judicial notice may be taken of World War II. 

The following are not evidence of trademark use; (1) ordering and receiving 
stamp die of trademark; (2) printing and distribution of price lists; (3) receipt 
of order; (4) interstate shipment to sales agent. 

Shipment of samples by applicant to opposer, or its sales agent, was not 
trademark use; shipment by applicant to opposer in partial fulfillment of order 
of opposer was trademark use. 


REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
Having been controlled by foreign applicant prior to 1939; having resumed 
trade with applicant in 1946; having commenced negotiations for purchase of 
goods from applicant in 1946 in order to get goods on market; and having been 
familiar with mark as used on goods by applicant, opposer, by its conduct, has 
created an equitable estoppel against its right to contest registrations. 
Opposition proceeding by L. & C. Hardtmuth, Inc. v. Koh-I-Noor Pen- 
cil Factory L. & C. Hardtmuth, National Corporation, application Serial 
No. 596,851 filed May 4, 1950. Opposer appeals from decision of Examiner 
of interferences dismissing opposition. Affirmed. 
Francis J. Sullivan, of New York, N. Y. for opposer-appellant. 
Frederic R. Sanborn, of New York, N. Y. for applicant-appellee. 


LEEDs, Assistant Commissioner. 


Application has been filed to register the word versATm for chalk, 
pencils, penholders, fountain pen points, erasers, paper clips, cardboard 
sheets, rubber bands and pencil extensions. The application is based on 
Czechoslovakian Registration No. 113,234, issued June 3, 1937, renewed 
April 24, 1947 (renewal number 3622), the goods are those recited in the 
foreign registration, and use in commerce is not alleged. Opposer claims 
ownership of VERSATIL as a result of its use in commerce as a result of its 
use in commerce on pencils. The Examiner of Interferences held that 
the facts in the case established an equitable estoppel against opposer’s 
right to contest the registration. Opposer has appealed. 

The record indicates that in 1938 opposer was an American corpora- 
tion controlled by applicant’s predecessor ; but it is not clear when or how 
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the relationship terminated. In fact, the record leaves much to be desired 
in so far as relevant and material facts are concerned. 

Opposer, having the burden of proof, submitted only a stipulation of 
facts, most of which have only slight, if any, relation to the issues. 

Applicant called the president of opposer as its witness, and from his 
testimony it appears that Koh-I-Noor Pencil Company, Inc. was incorpo- 
rated in the State of New York in or about 1920; L. & C. Hardtmuth, Inc. 
was incorporated in the State of New Jersey in or about 1938, and it has a 
pencil manufacturing plant at Bloomsbury, N. J.; Koh-I-Noor Pencil 
Company, Ine. is sales agent of opposer, having offices in New York City 
and in opposer’s plant in New Jersey; the witness is president of both 
companies, having been associated with each of the companies since 1941; 
prior to his coming to the United States in 1939, he was employed by 
Koh-I-Noor Bleistiftfabrik L. & C. Hardtmuth, a Czechoslovakian partner- 
ship located in Budweis. It appears elsewhere in the record that at the 
time of his employment in 1938 and 1939, the Czechoslovakian partnership 
controlled the United States Corporation (or corporations). 

On October 12, 1938 an agreement was entered into between Koh-I- 
Noor Bleistiftfabrik L. & C. Hardtmuth, the Czechoslovakian partnership, 
and Koh-I-Noor Pencil Factory L. & C. Hardtmuth, Inc., identified as a 
New Jersey corporation; the terms of the agreement indicate that the 
parties had entered into a separate agreement relative to the manufacture 
in this country by the New Jersey Corporation of certain products there- 
tofore manufactured in Czechoslovakia by the Czechoslovakian firm; the 
October 12th agreement, which is in the record, provided that the products 
were to be manufactured in accordance with the specifications and mark- 
ings of the Czechoslovakian firm; the Czechoslovakian firm licensed the 
New Jersey Corporation to use all of its trade marks on the American- 
made products so long as such products were made in accordance with the 
specifications of the Czechoslovakian firm, and so long as the pencils made 
by the New Jersey Corporation contained leads furnished by the Czecho- 
slovakian firm. The agreement also provided that the trade marks of the 
Czechoslovakian firm should not be used if the American-made pencils 
did not conform to the licensor’s standards of quality, outside appearance, 
finish, and style of packing, and the licensee agreed that pencils which 
did not meet the licensor’s requirements were to be withdrawn, upon 
request of the licensor, from the market. The agreement was to remain 
in foree as long as the licensee was controlled by the Czechoslovakian 
partnership. 

It is noted that the agreement identified the United States company 
as ‘‘Koh-I-Noor Pencil Factory L. & C. Hardtmuth, Ine., a New Jersey 
corporation,’’ although the testimony identifies two separate corporations. 
No explanation of the discrepancy appears. 

Opposer’s president, testifying as a witness called by applicant, stated 
that ‘‘the original ownership of the trade mark of L. & C. Hardtmuth, 
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Ine., as such, as Koh-I-Noor, dates back to an assignment from the Czecho- 
slovakian partnership in 1939.’’ There is no assignment in the record, 
nor is there any contention by opposer either that it acquired by assign- 
ment any rights in VERSATIL as a trade mark or that it ever used VERSATIL 
as a trade mark under the license agreement executed in 1938. It is not 
clear from the record whether the assignment, stated to have taken place 
in 1939, was executed by the Czechoslovakian partnership or by opposer’s 
president after he came to this country in 1939; nor is it clear when the 
above-mentioned license agreement terminated. 

Judicial notice may be taken of World War II which commenced on 
September 1, 1939, and from that date to the cessation of hostilities in 
1945, little, if any, trade between Czechoslovakia and the United States 
was possible. 

It appears from the certificate of registration upon which applicant 
relies that the Czechoslovakian firm became a National Corporation in 
accordance with Sections 12 and 13 of Presidential Decree No. 100/1945, 
and on July 1, 1946 the Czechoslovakian registration was recorded in the 
Patent Office in Prague as assigned to the present applicant. 

On January 15, 1946, opposer wrote to L. & C. Hardtmuth in 
Budweis inquiring about the price of pencil holder No. 5611, identified as 
VERSATIL; and on March 19, 1946, the Czechoslovakian company replied 
that it could not give a price; that up to that time it could make the 
holders only of aluminum which it did not consider suitable for the 
American market. 

On March 25, 1946, opposer again wrote to applicant and stated that 
it would like a quotation on the pencil holder with aluminum parts, as 
well as with brass parts, since it was anxious ‘‘to place this Holder on the 
market if at all possible.’’ 

On November 14, 1947, according to the stipulated facts, opposer 
ordered a steel stamp die of the trade mark vERSATIL, and the die was 
shipped by American Steel Stamp Company on November 25, 1947. 

On February 11, 1949, the president of opposer wrote to applicant 
regarding No. 5611 versatTm holder, and, after acknowledging a letter 
from applicant dated January 18 (not in the record), stated, ‘‘I note 
that you do not state why you may not be able to supply these Holders 
in the same way as the samples which you showed to me in London. We 
assume that this may be due to a subsequent metal shortage. Please let us 
have a dozen samples of any and all forms in which you can supply the 
No. 5611 with lowest possible prices * * *. If you can supply these 
Holders at that price {[24¢ each] we would estimate the turnover of this 
item to be 36,000 Holders per year.’’ This letter indicates that a meeting 
of representatives of opposer, including its president, and applicant was 
held in London sometime prior to February 11, 1949, but the record is 
silent as to the purpose or results of the meeting. 
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On February 15, 1949, applicant quoted a price of 20¢ each on the 
vERSATIL holders, acknowledged orders for other items, and advised of 
shipment of numerous other items. 

On February 25, 1949, opposer wrote to applicant stating among other 
things, that the quoted price on the versaTiL holders would be satisfactory 
and it ‘‘could probably place an initial order for 12,500 pieces, provided 
the quality with the wooden barrel is satisfactory.’’ The letter further 
stated, ‘‘Please rush to us at least one dozen samples by air mail, because 
if we go into this item we want to do so right away. Please also let us 
know how soon you could make delivery of such a quantity of holders.’’ 
In a postscript to this letter, opposer requested one or two samples of the 
inner metal assembly for the vErsaTimL holder and asked for a price quota- 
tion on the parts, stating, ‘‘It might be cheaper for us to assemble these 
holders with your inner metal parts here and we could probably make 
production of these inner parts more economical for you by increasing 
your volume by our requirements.”’ 

In a price list dated March 1, 1949, according to opposer’s stipulated 
facts, (distributed on an unidentified date by opposer’s sales agent) 
reference was made to the veRSsATIL pencil holder No. 5611. 

On April 1, 1949, applicant wrote to opposer’s sales agent referring, 
among other things, to the veRsATmL holder, that, ‘‘We are sending you 
the required one dozen samples by separate air mail and for your informa- 
tion we beg to state that from the proposed quantity of 12,500 we would 
be able to supply you with a first part-shipment of 6,000 pieces shortly, 
that means in about 4 weeks after the receipt of your order, whereas the 
remaining 6,500 pieces could follow only within a further period of 3 
months. ’’ 

Opposer’s president testified that the dozen pencils were received by 
his office, he believed, during the latter part of April, 1949, and he did not 
know what became of them. 

According to the stipulated facts, opposer received an order for 
VERSATIL holders on April 20, 1949 from I. Weber Company in St. Louis. 

On April 26, 1949, applicant replied to opposer’s postscript to its 
February 25th letter, stating: ‘‘With regard to your wishes for supply 
of the mechanisms only for * * * Versatils 5611 our Management takes 
a negative attitude.’’ 

On June 22, 1949 opposer’s sales agent cabled an order for 6000 
VERSATIL holders; and on July 29, 1949 (referring to ‘‘Order No. 03587’’) 
applicant advised opposer’s sales agent that it could supply 5000 of the 
VERSATIL holders immediately, and inquired whether the consignment of 
5000 Koh-I-Noor Versatil No. 5611 holders and Charcoals No. 192 should 
be dispatched. 

On September 26, 1949 applicant wrote to opposer’s sales agent (refer- 
ring to ‘‘second part order No. 03587’’) stating that 1000 holders were 
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ready for dispatch and would be delivered upon the opening of an irrevo- 
eable letter of credit at the Prague bank. 

On October 10, 1949 applicant (referring to ‘‘Order No. 03587’’) 
acknowledged receipt of a letter from opposer’s agent to the effect that 
Chase National Bank had been instructed to opén a letter of credit in appli- 
cant’s favor and stated that the letter of credit had not been confirmed. 
The letter further stated that ‘‘ According to your wish we shall hold 
5000 holders No. 5611 reserved for you and believe you will soon instruct 
us to dispatch these goods.’’ 

On November 8, 1949, according to the stipulated facts, twelve vrr- 
sATIL holders were sent by opposer from its New Jersey plant to its sales 
agent, Koh-I-Noor Pencil Company, in New York. 

On November 16, 1949, a memorandum of shipment (referring to 
‘‘Order No. 03587’’) was sent by applicant to opposer’s sales agent, indi- 
eating shipment, among other things, of 1000 versati holders in partial 
fulfillment of Order No. 03587. 

On December 5, 1949, according to the stipulated facts shipments of 
VERSATIL holders were made by opposer’s agent to Spokane, Washington, 
Minneapolis, Minnesota, New York City, and St. Louis, Missouri. The first 
three of these shipments totaled 36 holders, and the number sent to St. 
Louis does not appear. The record does not show whether these items 
were sold or merely shipped; nor does it indicate when or by whom they 
were made. 

Opposer’s president testified that he believed the shipment of 1000 ver- 
sATIL holders referred to in the memo of shipment dated November 6, 1949, 
were received by him on December 17, 1949; he did not know whether 
they were received by opposer or by its sales agent; but in any event, he 
said they were subsequently sold to the trade by the sales agent. 

The testimony of opposer’s president indicates that, at some time not 
fixed, opposer manufactured pencil holders, in an unidentified amount, like 
the applicant’s No. 5611 versatiz holders, and it marked them with the 
VERSATIL mark and ‘‘No. 5611’’; the American-made holders were com- 
mingled with the foreign-made, and in filling orders of customers. op- 
poser’s records would not show whether the orders were filled with the 
foreign-made or the American-made holders unless the shipping clerk made 
a notation on the shipping sheet. The testimony regarding opposer’s manu- 
facture of the VERSATIL items is, at best, unsatisfying. 

The testimony is baffling in some respects. For example, opposer’s 
president testified that since 1946 opposer and its sales agent had ordered 
and received from applicant a number of pencil holders, pencil lengtheners, 
lead holders, and the exhibits show that such orders and receipts were sub- 
stantial; but it was ‘‘beyond my knowledge to answer’’ whether applicant 
had been operating its business in Czechoslovakia since 1946. 

It is apparent from a study of the record before me that there are 
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available facts and documents which would have been helpful in arriving 
at a conclusion had they been introduced in evidence. 

The following conclusions, however, are drawn from the record before 
me: (1) the ordering and receiving of a steel stamp die of the trade mark 
VERSATIL was not a trade mark use by opposer; (2) the printing and 
distributing of price lists referring to VERSATIL pencil holders was not a 
trade mark use by opposer; (3) the order received on April 20, 1949 was 
not a trade mark use by opposer; and (4) the shipment from opposer’s 
New Jersey plant to its sales agent in New York was not a trade mark 
use by opposer. A trade mark is a mark used in trade; and there is no 
evidence of use in trade by opposer, until its shipments of some 36 holders 
on December 5, 1949, which may have been use in trade. The stipulation 
reciting these shipments, however, does not indicate exactly what was 
shipped; how the items were marked other than the mark VERSATIL; 
whether any of the items, other than the St. Louis shipment of an unknown 
number, were shipped in response to an order; or whether they were sold 
or given away. 

The shipment of samples by applicant to opposer, or its sales agent, 
on April 1, 1949 was not a trade mark use by applicant; but the shipment 
by applicant to opposer of 1000 versaTit holders on November 16, 1949, in 
partial fulfillment of opposer’s Order No. 03587 cabled on June 22, 1949, 
was a use in trade of the mark. It therefore appears that applicant used 
in commerce the trade mark VERSATIL on pencil holders before opposer did. 

Furthermore, good faith cannot be found in such use of the mark 
VERSATIL aS Opposer may have made. 

Having at one time, prior to 1939, been controlled by the Czecho- 
slovakian partnership ; having resumed trade relationship in 1946 with the 
partnership’s successor, the National Corporation ; having commenced nego- 
tiation for purchase of veRSATIL pencil holders from applicant as early as 
January 15, 1946, in order to get the holders on the market; and having 
been thoroughly familiar with the veRsATIL trade mark used by the appli- 
eant in Czechoslovakia, opposer will not be heard to complain about the 
registration which applicant seeks, nor will it be heard to assert that it has 
any rights in the mark. I agree with the Examiner of Interferences that 
the opposer’s conduct creates an equitable estoppel against its right to con- 
test the registration. 

The decision of the Examiner of Interferences is affirmed. 


JOHN H. WOODBURY, INC. (THE ANDREW JERGENS COMPANY, 
assignee, substituted) v. PENATEN, PHARMAZEUTISCHE 
FABRIK DR. MAX RIESE & CO. 


No. 5681 — Commissioner of Patents — June 18, 1954 
CANCELLATION—PLEADING AND PRACTICE 
Petitioner must establish status as person entitled and authorized by statute 
to bring petition to cancel. 
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CANCELLATION—IN GENERAL 
Petitioner’s use of word PENATEN to describe ingredient of face cream vended 
under mark WOODBURY is not trademark use. ; 
CANCELLATION—PLEADING AND PRACTICE 


Petition to cancel may under appropriate circumstances be brought by party 
not claiming ownership of mark; petitioner failed to prove allegation of trademark 
use and did not meet test. 


TRADE-MaRK AcT OF 1946—TITLE—ABANDONMENT 


Foreign registrant, having obtained registration, is subject to same conditions 
which prevail in connection with registrations issued to American citizens, including 
possibility that trademark may become abandoned as a result of non-use after 
issuance of registration. 


CANCELLATION—PLEADING AND PRACTICE 
In view of dismissal of petition to cancel, question of abandonment of regis- 
trant’s mark is not considered. 

Cancellation proceeding by John H. Woodbury, Inc (The Andrew 
Jergens Company, assignee, substituted) v. Penaten, Pharmazeutische 
Fabrik Dr. Max Riese & Co. Registration No. 286,304 issued August 25, 
1931 and renewed. Registrant appeals from decision of Examiner of 
Interferences sustaining petition. Reversed. 

William T. Woodson, Beverly W. Pattishall, and Lewis 8. Garner, of Chi- 
eago, Illinois and Thomas L. Mead, Jr. and Francis C. Browne, of 

Washington, D. C. for petitioner-appellee. 


Greene, Pineles, Callmann and Durr, of New York, N. Y. for registrant- 
appellant. 


Before LEEps, Assistant Commissioner, and FEpERIco, Examiner in Chief. 


An appeal has been filed by the registrant from the decision of the 
Examiner of Interferences sustaining a petition to cancel its registration. 

The registration involved is No. 286,304, issued August 25, 1931, 
under the Trade Mark Act of 1905, and since renewed. It discloses the 
mark PENATEN as a trade mark for skin cream. Registration was based 
on respondent’s registration of the same mark in Germany in 1918, and 
use in commerce in or within the United States was not alleged. 

The petition for cancellation is based upon the following grounds: 
that petitioner is engaged in the manufacture and sale of face cream 
which it advertises and sells ‘‘under its trade mark PENATEN’’; it has 
continuously used, since August 26, 1948, and is now using ‘‘its trade 
mark PENATEN for face cream’’; it has expended and is expending many 
thousands of dollars in advertising and promoting the sale of its goods 
‘under its trade mark PENATEN’’, many thousands of dollars worth of 
said goods have been sold throughout the United States and ‘‘its trade 
mark PENATEN’’ has thereby become well known to the public and identi- 
fies its goods; petitioner has filed an application for the registration of 
‘*its said trade mark PENATEN’’ in the U. S. Patent Office and said appli- 
cation has been denied because of the existence of the registration sought 
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to be canceled; the registrant never used the trade mark in the United 
States or in trade with the United States, ‘‘whereby said registration is 
invalid and of no force and effect and has been abandoned’’, and the 
registration is damaging to petitioner’s rights to ‘‘its trade mark PENATEN 
and its right to obtain a registration of its own. 

Petitioner’s case is, in brief, that it owns the trade mark PENATEN for 
face cream by virtue of its adoption and use thereof on such goods and 
that respondent’s registration has been abandoned. Both of these ele- 
ments of the case must be proved by the petitioner if it is to prevail; the 
former in order to establish petitioner’s status as a person entitled and 
authorized by the statute to bring a petition to cancel, and the latter in 
order to establish a basis for canceling the registration. The first stated 
element is jurisdictional and will be considered first. 

Petitioner’s vice-president in charge of advertising testified that the 
mark had been used by petitioner since August, 1948; sales amounting 
to more than $600,000 were made in that year, and sales amounting to 
more than $1,600,000 were made in each of the years 1949, 1950 and 1951; 
after sufficient distribution had been obtained, advertising on a national 
scale began, and more than half a million dollars was spent for advertising 
in each of the years 1949, 1950, and 1951; and the advertising media used 
were magazines, newspapers and radio, consumer pamphlets, dealer broad- 
sides, window and counter display pieces, etc. 

Although the witness was vice-president in charge of advertising, not 
a single example of advertising was introduced in evidence by petitioner. 
At the request of the respondent, the witness produced a sample adver- 
tisement which was identified as having been used in the earliest advertis- 
ing campaign, and this was introduced in evidence by the respondent as its 
exhibit. The respondent also introduced in evidence a duplicate of this 
advertisement as it appeared in one magazine, two other advertisements 
of the petitioner’s product, and photographs of the front and rear of a 
jar of petitioner’s cold cream. 

The first exhibit mentioned is a reproduction of a full page adver- 
tisement which appeared in fourteen magazines such as Ladies’ Home 
Journal, Woman’s Home Companion, Good Housekeeping, Mademoiselle, 
Glamor, Charm, ete., in January and February, 1949. It is an advertise- 
ment of Woodbury face creams. The creams are referred to throughout 
as Woodbury creams of one kind or another, and the illustration of jars 
of creams shows woopBuRyY as identifying the cream. The theme of the 
advertisement is the announcement of Woodbury face creams made by a 
new formula; a new ingredient, PENATEN, which penetrates is used; and 
expressions such as the following appear in the advertisement: ‘‘Wood- 
bury De Luxe Cold Cream—with Penaten—truly glorifies your skin!’’ 
‘‘Woodbury De Luxe Liquefying Cleansing Cream—with Penaten! Very 
effective for cleansing oily or normal skin.’’ One of the other advertise- 
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ments, which appeared in the Ladies’ Home Journal for August 1950, is 
an advertisement with the heading ‘‘Woodbury Cold Cream penetrates 
deeper because it contains PENATEN’’, the text of which reads: 


‘‘The deeper you cleanse * * * the prettier you look! 

‘‘Your skin actually looks younger after cleansing with Wood- 
bury Cold Cream! You’ll discover your complexion is prettier than 
you knew. 

‘‘Hor Woodbury Cold Cream cleanses deeper! It contains PENA- 
TEN—the amazing new penetrating agent that actually goes deeper 
into the pore openings. That means Woodbury’s wonderful cleans- 
ing oils go deeper to loosen every trace of grime and makeup. 

‘* And because of PENATEN, Woodbury Cold Cream smooths more 
effectively, too. Brings rich softening oils to soothe your skin when 
it’s dry and rough. Reeapture that little-girl freshness again with 
Woodbury Cold Cream!”’ 

The third advertisement in the record is similar to the second. All of 
these advertisements contain illustrations of jars which correspond to the 
front of the jar photographs of which are in the record. The label on the 
front has ‘‘Woodbury’’ in large letters, below in small letters is ‘‘de 
luxe’’, and below this in two lines is ‘‘Cold Cream/Cleanses—Smooths’’ ; 
at the bottom is a line in small letters which reads ‘‘Contains PENATEN 
new skin beautifier’’. The label on the back has ‘‘Contains PENATEN/ 
Woodbury’s new penetrating ingredient/for fresher, cleaner, softer skin’’. 

These exhibits clearly show that Petitioner’s face creams are labeled, 
advertised, sold and known as Woodbury creams, and that PENATEN is not 
used as a trade mark for the creams at all. It is apparent that the large 
amounts spent for advertising were spent to advertise Woodbury face 
creams, and that the large sales were of Woodbury, face creams. The 
word PENATEN is used only to describe (petitioner’s witness used the word 
‘*deseribe’’) or name an ingredient or feature of Woodbury face cream 
and is not used as a trade mark for the cream itself. 

Although petitioner has not asserted that PENATEN is a trade mark 
for an ingredient of its creams, it is observed that petitioner’s use of 
PENATEN cannot be considered to have given it rights in the word as a 
trade mark for an unidentified and unidentifiable ingredient for face 
creams. It does not appear that petitioner has any trade in ingredients 
used for face creams. Petitioner’s brief states, in another connection, 
that ‘‘It is axiomatic under our law that without trade there can be no 
trade mark rights’’, in other words ‘‘no trade—no trade mark’’, and 
this maxim can very well find applicability here. 

The petition for cancellation is dismissed on the ground that petitioner 
has failed to establish the allegations of its petition essential to give it the 
necessary standing under the statute to raise the question of the validity of 
respondent’s registration. It is true that a petition to cancel may under 
appropriate circumstances be brought by a party not claiming ownership 
of a trade mark, but petitioner has not done so in this case; and it is not 
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believed proper in view of the circumstances herein to reconstruct the 
grounds relied upon into a wholly different case which the petitioner, 
guided by exceptionally experienced and competent counsel throughout, 
did not see fit to assert. 

The Examiner of Interferences stated in the summing-up paragraph: 
‘‘In view of the above discussion, it is the conclusion of the examiner that 
respondent never acquired a right of ownership of its mark PENATEN in 
the United States, and that the petitioner, by reason of its use of the 
same term in trade in this country, is the owner thereof and is damaged 
by the registration here involved.’’ The conclusion of the Examiner of 
Interferences that petitioner is the owner of the trade mark by reason of 
its use has been disposed of above. His conclusion that ‘‘respondent 
never acquired a right of ownership of the mark in the United States’’ is 
erroneous. The respondent obtained a registration in accordance with 
the statute of the United States, and there is nothing in the record which 
even suggests that the statutory requirements were not complied with or 
that the conditions for obtaining a valid registration did not exist. Of 
course, once having obtained a registration, the foreign registrant is sub- 
ject to the same conditions which prevail in connection with registrations 
issued to American citizens, including the possibility that the trade mark 
may become abandoned as a result of non-use after issuance of the regis- 
tration. In view of the dismissal of the petition to cancel, however, the 
question of abandonment of respondent’s trade mark is not considered. 

Both parties argued a number of matters some of which may be irrele- 
vant and some of which has sufficient or no foundation in the record but 
in view of the disposition of the case, they need not be discussed. 
petition for cancellation is dismissed. 

The decision of the Examiner of Interferences is reversed and the 
petition for cancelation is dismissed. 


ARROW SEWING MACHINE CO., INC. v. 
STANDARD SEWING EQUIPMENT CORPORATION 


No. 5581 — Commissioner of Patents — June 21, 1954 


CANCELLATION—PLEADING AND PRACTICE 


Petition to cancel mark on ground of descriptiveness may not be brought 
unless petitioner has pleaded and proved use of same or similar term for same or 
similar goods, or that petitioner is engaged in sale of competitive merchandise to 
which mark is equally applicable; averment is insufficient which states: ‘‘ Petitioner 
believes himself damaged by said registration because the same prevents him from 
and/or endangers him in the free use of the denomination UNIVERSAL in connection 
with sewing machines, their parts and their accessories.’’ 

In view of dismissal of petition for failure to state and prove essential juris- 
dictional averments, it is deemed inappropriate and improper to consider peti- 
tioner’s asserted proofs that mark is descriptive or generic. 
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Cancellation proceeding by Arrow Sewing Machine Co., Inc. v. Stand- 
ard Sewing Equipment Corporation, Registration No. 523,537 issued April 
4, 1950. Petitioner appeals from decision of Examiner of Interferences 
dismissing petition. Affirmed. 

Paul H. Smolka, of New York, N. Y. for petitioner-appellant. 
James C. Wobensmith and Zachary T. Wobensmith, of Philadelphia, 

Pennsylvania for registrant-appellee. 

Feperico, Examiner in Chief. 

This is a petition for cancellation which was dismissed by the Exam- 
iner of Interferences on the grounds that the petition did not recite suffi- 
cient facts entitling the petitioner to bring the action, and that such facts 
had not been proven in any event. 

The registration sought to be cancelled, No. 523,537, registered April 
4, 1950, is for the word UNIVERSAL, used for domestic sewing machines and 
parts and accessories therefor. 

The petition for cancellation states, as the sole reason for cancelling 
the registration, that the term UNIVERSAL as applied to sewing machines 
and parts and accessories therefor ‘‘describes and indicates a certain type 
thereof and is generic with regard thereto.’’. Hence the ground for can- 
cellation is that the mark is descriptive or generic. 

As stated by the examiner, it is well settled that a petition to cancel 
a mark on the ground of descriptiveness may not be brought unless the 
petitioner has pleaded and proven use of the same or a similar term for 
the same or similar goods or that the petitioner is engaged in the sale of 
competitive merchandise to which the mark is equally applicable, see for 
example Burmel Handkerchief Corp. v. Cluett, Peabody & Co., Inc., 127 
F.2d 318, 29 C.C.P.A. 1024, 53 USPQ 369 (32 TMR 308); The Kroger 
Grocery and Baking Co. v. Maine Potato Growers, Inc., 63 USPQ 184. The 
petition in this case does not aver that the petitioner is using the same 
word, in fact it does not aver that the petitioner is using anything, nor 
does the petition state that the petitioner is engaged in any business. The 
only averment relating to damage contained in the petition reads as fol- 
lows: ‘‘Petitioner believes himself damaged by said registration because 
the same prevents him from and/or endangers him in the free use of the 
denomination UNIVERSAL in connection with sewing machines, their parts 
and their accessories.’’ As stated by the examiner there is nothing con- 
tained in this averment to the effect that the petitioner is engaged in the 
sale of goods similar to those of the respondent with the same or a similar 
mark applied thereto, or that the petitioner is engaged in the sale of mer- 
chandise in competition with the respondent, as to which use of the mark 
in controversy would be equally appropriate. 

Petitioner urges that the quoted allegation clearly suggests that it is 
engaged in the sale of sewing machines in competition with respondent. 
The examiner stated that even if the allegation of the petition were con- 
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strued as stating inferentially the requisite of a proper pleading, it still 
has not been supported or established by competent evidence. Petitioner 
asserts that its status as a dealer in sewing machines, and parts and acces- 
sories, is established by its exhibits 1 and 16, and by its answers to inter- 
rogatories which had been asked by the respondent. Exhibit 1 is merely a 
certificate from the Department of State of New York to the effect that 
petitioner corporation is a subsisting corporation. Exhibit 16 is a copy of 
petitioner’s certificate of incorporation, which the examiner held incompe- 
tent to establish that petitioner sold any particular goods, citing Home 
Curtain Corp. v. House Beautiful Curtains, Inc., 89 USPQ 439 (41 TMR 
640). The answers to interrogatories under Rule 33 of the Federal Rules 
of Civil Procedure cannot be used as evidence on behalf of the party an- 
swering, see Rule 26(d). 

In view of the dismissal of the petition for failure to state and prove 
essential jurisdictional averments, it is deemed inappropriate and improper 
to consider petitioner’s asserted proofs (which consist of a number of ex- 
hibits, petitioner took no testimony) that the mark is descriptive or generic, 
which the examiner held were insufficient to establish either. The exam- 
iner’s ruling on this matter is vacated, although it may be remarked that 
the examiner’s conclusion in so far as parts or accessories are concerned 
appears rather doubtful. 

The decision of the examiner dismissing the petition for cancellation 
is affirmed. 


CONTINENTAL MOTORS CORPORATION v. 
INTERCONTINENTAL MFG. COMPANY, INC. 


No. 31182, 31184 — Commissioner of Patents — June 22, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


It is common knowledge that tractors and motors therefor are sometimes made 
by a single manufacturer. 


TRADE-MarK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Confusion is inevitable between INTERCONTINENTAL for tractors and farm im- 
plements and CONTINENTAL for interual combustion engines particularly under 
circumstances where CONTINENTAL replacement parts might be used for CONTINENTAL 
motor in INTERCONTINENTAL tractors and farm implements. 


Opposition proceeding by Continental Motors Corporation v. Inter- 
continental Mfg. Company, Inc., application Nos. 574,966-7 filed March 5, 
1949. Applicant appeals from decision of Examiner of Interferences sus- 
taining oppositions. Affirmed. 

Hauke & Hardesty, of Detroit, Michigan for opposer-appellee. 
Howard E. Moore, of Dallas, Texas for applicant-appellant. 


LeEps, Assistant Commissioner. 


Applications have been filed to register two marks featuring the word 
INTERCONTINENTAL for tractors and tractor mounted and trailing farm 
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implements and parts therefor. Use is claimed since July 16, 1948. Regis- 
tration has been opposed by the owner of CONTINENTAL used on and regis- 
tered for a number of products, but for purposes of these proceedings we 
need consider only internal combustion engines and parts therefor. The 
Examiner of Interferences sustained the oppositions, and applicant has 
appealed. 

There are in evidence thirteen registrations owned by opposer (all of 
which feature CONTINENTAL), ten of which have filing dates earlier than 
applicant’s claimed date of first use. In view of the nature of the marks 
and the nature of the goods involved, however, it is necessary to consider 
only Registration No. 118,628, issued September 25, 1917 (renewed) for 
the word CONTINENTAL alone displayed in block letters for internal com- 
bustion engines, clutches and their parts; and Registration No. 234,709, 
issued November 1, 1927 (renewed) for CONTINENTAL MOTORS—AMERICA’S 
STANDARD arcuately displayed between two concentric circles and in the 
center of which appears a pictorial representation of the capital and the 
words ‘‘Powerful as the Nation.’’ This latter registration also recites 
internal combustion engines and numerous parts therefor. 

One of the applications involved seeks registration of the word INTER- 
CONTINENTAL alone displayed in block letters; and the other appears as a 
large capital ‘‘C’’ with the word INTERCONTINENTAL superimposed upon it, 
and the number ‘‘26’’ is displayed within the ‘‘C.’’ In the overall display 
of the latter mark the prefix INTER appears upside down so that the eye is 
attracted to CONTINENTAL 26 with the large capital letter ‘‘C.’’ 

There is no question but that opposer used its trade marks to identify 
its products for more than a quarter century before applicant entered the 
field of manufacturing tractors, agricultural implements, and busses; and 
applicant knew of opposer’s use of its marks. 

The record shows that applicant’s predecessor, The National Equipment 
Company of Texas, ordered some two thousand motors from opposer in 
May of 1948. Sometime during the period between the placing of the 
order and January 5, 1949, the date of final deliveries under the order, 
the Vice-President of applicant made inquiry as to whether opposer would 
object to its use of CONTINENTAL on its tractor. Applicant was advised that 
opposer ‘‘ would seriously object.’’ 

Sometime during 1948 applicant succeeded to the business of The 
National Equipment Company of Texas, either by purchase or change of 
name to Intercontinental Mfg. Company, Inc., and in July of 1948, appli- 
cant made its first shipment of an INTERCONTINENTAL tractor. 

Opposer makes only motors and parts, and applicant makes only the 
finished tractors, agricultural implements and busses, in which it incorpo- 
rates motors and parts therefor manufactured by others, including opposer. 

Applicant’s sales are made through distributors in foreign countries— 
Central and South America, Europe, the Middle East and South Africa. 
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Applicant argues that the products of the parties are not the same— 
that the products are not competitive—and that the products are not sold 
through the same trade channels. The question here, however, is whether 
the ultimate purchaser, buying an INTERCONTINENTAL tractor or farm im- 
plement with a CONTINENTAL motor in it would be likely to believe that the 
same company made the tractor and the motor. It is common knowledge 
that tractors and motors therefor are sometimes made by a single manu- 
facturer. ; 

Considering the facts in this case, I believe confusion as to source 
would be inevitable, particularly when CONTINENTAL replacement parts 
would be likely to be used for the CONTINENTAL motor in the INTERCON- 
TINENTAL tractor or farm implement. 

The decision of the Examiner of Interferences is affirmed. 


MACKIE-LOVEJOY MFG. CO. v. BIRNBAUM 
No. 5667 — Commissioner of Patents — June 22, 1954 


CANCELLATION—EVIDENCE 
Consumer may purchase garment hangers not by trademark but by shape, 
size and utilitarian features. 
TRADE-MaRK AcT oF 1946—TiITLE—IN GENERAL 
Importer of trademarked articles did not acquire rights in mark used by 
foreign manufacturer to identify its goods merely by importing and selling articles 
in this country; whatever rights were acquired in marks in this country were 
acquired by foreign company which made goods, marked them and shipped them 
for sale in the United States. 


Cancellation proceeding by Mackie-Lovejoy Mfg. Co. v. Charles Birn- 
baum, Registration Nos. 527,413 and 527,609 issued July 4 and 11, 1950. 
Registrant appeals from decision of Examiner of Interferences sustaining 
petition. Affirmed. 

Zabel, Baker, York, Jones and Dithmar, of Chicago, Illinois for petitioner- 
appellee. 
Horace Dawson, of Chicago, Illinois for registrant-appellant. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel two registrations by the owner- 
registrant of SETWELL (Registration No. 376,760 issued under the Trade 
Mark Act of 1920 on April 2, 1940; and Registration No. 509,597 issued on 
May 10, 1949 under the Act of 1946 on the principal register as a second- 
ary meaning mark) for garment hangers. The registrations sought to be 
cancelled are GRIPWELL and a design which includes C. B. LTD., all enclosed 
within a rectangle, issued on July 4, 1950; and FITWELL with the same 
design enclosed within a rectangle (No. 527,413), issued on July 11, 1950. 
Both are registered on the Supplemental Register and are for coat, trousers, 
and skirt hangers. The Examiner of Interferences sustained the petition 
and respondent has appealed. 
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The testimony shows that petitioner has been selling sETWELL garment 
hangers since shortly after the turn of the century; at one time or another 
it made shoe racks, shoe trees, closet accessories, some bathroom fixtures, 
traveling irons and curling irons and sold them under the SETWELL mark, 
but these items apparently have been discontinued; SETWELL hangers are 
sold nationally and they are advertised nationally in consumer magazines, 
and in trade journals; the retail dealers which sell hangers advertise 
SETWELL hangers. in local newspapers; and for the past several years 
petitioner has made and sold more than a million hangers annually. 

Petitioner took testimony of a former buyer for the Boston Store in 
Chicago and of an employee (possibly the buyer) of the notions department 
of Marshall Field in Chicago. It appears from their testimony that such 
stores usually buy and sell garment hangers from numerous manufacturers. 
Both witnesses testified that they received customer orders for SETWELL 
hangers; and their respective stores had advertised SETWELL hangers; but 
one stated that she did not recall any other trademarks used on hangers, 
and the other stated that she had never known of a customer to come 
in and ask for any brand of hanger other than SETWELL. There is no 
explanation as to why a store selling garment hangers from numerous 
manufacturers advertises a specific brand and receives customer orders 
for that specific brand, but its buyer of hangers does not recall any other 
brand names for hangers and does not receive customer orders for any 
other brand. 

The witness from Marshall Field testified that she had ordered hangers 
from respondent at intervals; and she knows of no confusion between peti- 
tioner’s and respondent’s hangers, but the names might be confusing to 
a customer. Having testified that ‘‘I have never to my knowledge known 
of a customer to come in and ask for another brand of hanger,’’ it may 
be that the ultimate consumer does not purchase garment hangers by 
trademarks; in fact, a careful analysis of the testimony on behalf of op- 
poser indicates that garment hangers are purchased by shape, size and 
utilitarian features. I am not convinced, after a careful evaluation of 
the evidence, that the purchasing public is likely to believe that the gar- 
ment hangers involved here emanate from a single source. 

There is a matter in issue, however, with which the Examiner of 
Interferences did not deal, and that is whether or not respondent was en- 
titled to register the marks at the time of his applications for registra- 
tion. The applications were filed in 1948 by an individual, Charles Birn- 
baum, doing business under the name of C. Birnbaum, Ltd. The veri- 
fication of the applications included statements that applicant believed 
himself to be the owner of the marks, and no other person, firm, cor- 
poration or association, to the best of his knowledge and belief, had the 
right to use the marks in commerce. The testimony shows that 
C. Birnbaum, Ltd. is a limited company organized under the laws 
of Great Britain, which, according to its manager, ‘‘is the same as a 
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corporation in New York; it is the equivalent of a corportion.’’ The 
British company is a manufacturer and jobber of garment hangers 
which it sells as FITWELL and GRIPWELL hangers in Great Britain; it 
also exports them to the continent of Europe, to other countries of 
the Commonwealth, and to the United States. The respondent here, 
a citizen of the United States apparently is a director of the com- 
pany, which is located in London. Respondent imports, among other 
things, garment hangers from the British company and sells them in this 
country. The British company has used the mark FITWELL on or in con- 
nection with its hangers since at least 1927, and it first sold them in the 
United States in 1933. Apparently the first shipments of substantial size 
came to this country in or about 1939. According to the testimony of 
respondent, the GRIPWELL hangers had been so identified by the British 
company for five or six years prior to the taking of his testimony in 1952. 
It is apparent that whatever rights were acquired in the marks in this 
country were acquired by the British company, since it made the hangers, 
marked them, and shipped them for sale in the United States. An im- 
porter of trademarked articles does not acquire rights in the trademark 
used by a foreign manufacturer to identify its goods merely by import- 
ing the articles and selling them in this country; and an individual di- 
rector of a corporation, or limited company, acquires no rights in any 
trademark used by the company. It is clearly apparent from the record 


before me that respondent did not own the marks and was, therefore, 
not entitled to register them at the time of its application to register. 
(Section 24, Act of 1946). Registrations Nos. 527,413 and 527,609 should, 
therefore, be canceled. 

The decision of the Examiner of Interferences is affirmed, but for the 
foregoing reasons. 


W. S. NOTT COMPANY v. 
MONTGOMERY WARD & CO., INCORPORATED 


No. 4518 — Commissioner of Patents — June 22, 1954 


REGISTRATION PROCEDURE—INTERFERENCE 


Prior ex parte actions of Examiner involving third parties are not controlling 
in inter partes proceedings to determine likelihood of confusion; Court of Appeals 
holdings directly in point must be followed or over-ruled. 


CANCELLATION—PLEADING AND PRACTICE 
Question of cancellation of registration is not considered in absence of peti- 
tion to cancel. 

Interference proceeding between W. 8. Nott Company, application 
Serial No. 552,320 filed December 4, 1947 and Montgomery Ward & Co., 
Incorporated, Registration No. 400,109 issued February 16, 1943. Regis- 
trant appeals from decision of Examiner of Interferences awarding priority 
to applicant. Affirmed. 
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Whiteley & Caine, of Minneapolis, Minnesota for applicant-appellee. 
Thiess, Olson & Mecklenburger, of Chicago, Illinois for registrant-appellant. 

Feperico, Examiner in Chief. 

This is an appeal by the registrant, Montgomery Ward & Co., Inc., 
from the decision of the Examiner of Interferences in an interference 
involving a registration and an application. 

The registration involved, No. 400,109, was issued February 16, 1943, 
on an application filed September 11, 1942. It discloses the word RIVER- 
SIDE as a trademark for ‘‘pneumatic tires and pneumatic inner tubes’’. 
Use since December 31, 1912 is alleged. 

The application of W. 8S. Nott Co., which was filed December 4, 1947, 
seeks to register the same mark RIVERSIDE as a trademark for ‘‘rubber belt- 
ing and rubber hose’’ and asserts use since on or about January 1, 1900. 
Registration is sought on the Principal Register and the application as 
filed contained a paragraph which indicated that applicant was seeking 
registration under section 2(f). The application also recited ownership 
of Registration No. 146,047, which was a registration under the Act of 1920 
for the same mark on the same goods issued August 23, 1921, and now 
expired. In the first action the examiner refused registration on the 
basis of the Montgomery Ward registration, and also stated that reliance 
on section 2(f) was not necessary. In reply to the rejection applicant 
complained that it had filed an application to register its mark in 1912 
and that the application had been finally rejected on the ground that the 
word RIVERSIDE was a geographical term (being the name of several towns), 
and yet the same mark had thereafter been registered to another. In 
the next action the examiner repeated the rejection but stated ‘‘In view 
of applicant’s remarks regarding the fortunes of the mark RIVERSIDE in 
days gone by, the examiner would be willing to reconsider registration 
of applicant’s mark upon receipt of a letter of consent from the prior 
registrant’’. As to the inconsistent actions the examiner stated that there 
had been a change of policy and applicant should have appealed the early 
decision. In reply to this action the applicant stated that it had attempted 
to obtain a consent from Montgomery Ward but could not agree to the 
terms proposed which required exclusion of fan belts and other motor 
vehicle accessories from the registration; reconsideration of the rejection 
was requested and the applicant asked for an interference with the Mont- 
gomery Ward registration if the examiner could not grant its registra- 
tion. The present interference was thereupon instituted. 

Before the Examiner of Interferences, Montgomery Ward, the senior 
party, contended that the goods specified in the application and registra- 
tion are not related and that the interference should not have been de- 
clared and the examiner held: 


‘‘In the opinion of the examiner this contention is not well 
founded. It is well known that rubber fan belts, rubber hose, and 
rubber tires are usually made of the same materials, by similar proc- 
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esses, are used in automobiles, are sold through the same trade chan- 

nels, and are purchased by the same class of purchasers. Moreover, 

the only authorities on the subject that have come to the examiner’s 
attention expressly hold that such goods are related or that they are 
goods of the same descriptive properties. These authorities are: 

Gutta Percha Rubber Mfg. Co. v. Ajax Mfg. Co., 259 O.G. 184, 1919 

C.D. 146, 48 App. D.C. 230, (9 TMR 70), and In re B. F. Good- 

rich Co., 285 F. 995, 313 O.G. 663, 52 App. D.C. 261, 1923 C.D. 

260, (13 TMR 132). The senior party urges that these authorities 

are no longer followed by the Office and in support of this conten- 

tion cites a number of sets of registrations which it contends show 
that registrations of similar marks have been issued to different par- 
ties for different goods made of rubber. For obvious reasons, how- 
ever, ex parte actions of the Examiner of Trade Marks are not con- 
trolling in inter partes proceedings, and on the other hand, the au- 
thorities cited are directly in point, they have not been overruled 
and, therefore, are controlling herein. Furthermore, the senior party 
failed to move to dissolve the interference on this ground during 
the interlocutory period. Hence, it would be too late now to raise 

this question. See Rule 19.4 and Harvey & Short, 337 O.G. 218, 55 

App. D.C. 199, 1925 C.D. 263.’’ 

On the issue of priority, the examiner rendered judgment in favor of 
W. S. Nott Co. 

Montgomery Ward’s main position on appeal, argued in about two- 
thirds of its brief, is that the respective goods are such that the use of the 
same mark thereon would not tend to confuse the public, and that each 
party should have a registration. Ward states that it has no objection 
whatsoever to the issue of a registration to W. 8. Nott, provided the regis- 
tration is strictly confined and will not prejudice Ward’s use of the mark 
on tires and tubes. If there is any confinement of a registration it would 
seem that it should be of the later user’s registration rather than of the 
earlier user’s. 

With respect to the relationship of the goods, there are two decisions 
of the Court of Appeals, on appeal from the Patent Office, dealing with the 
same goods involved here. The Gutta Percha & Rubber Manufacturing 
Company v. Ajax Manufacturing Company, Inc., 1919 C.D. 146, 48 App. 
D.C. 230, was an opposition proceeding in which the applicant was seeking 
to register a mark used on bicycle and automobile tires and the opposer 
was a prior user of the same mark on mechanical rubber goods among 
which were hose and belting. The Commissioner dismissed the opposition 
but was reversed by the Court on appeal. The Court held that the opposer 
had the right to oppose on the basis of its use on hose and belting, stating 


‘‘The first appropriator has not only the right to the use of the 
mark on goods which he deals in (Menendez v. Holt, C.D., 1889, 344, 46 
O.G. 971, 128 U.S. 514) but also on goods which he may afterward pro- 
duce or handle if they have the same essential qualities as those upon 
which he has been using the mark. Appellee has no right to impede the 
appellant in the use of the mark in the natural expansion of its busi- 
ness. (Simplex Electric Heating Co. v. Gold Car Heating & Lighting 
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Co., C.D., 1915, 100, 213 O.G. 1117, 43 App. D-C. 28, 5 TMR 200.) ”’ 
On the question of likelihood of confusion, the Court held: 


‘‘An intending purchaser favorably impressed by the goods of the 
appellant and familiar with its trade mark seeing a similar mark on a 
tire put out by the appellee would naturally conclude that the tire was 
a product of the appellant. Thus he would be led to confuse the goods 
of the appellant with those of the appellee, from which undoubtedly 
injury would result to the former.’’ 


In re The B. F. Goodrich Co., 1923 C.D. 260, 285 F. 995, 52 App. D.C. 
261, was a decision of the same Court, affirming the decision of the Com- 
missioner refusing to register a mark used for pneumatic tire casings in 
view of a prior registration of the same mark for hose composed of rubber 
and fabric. The Court said: 

‘*We decided in Gutta-Percha & Rubber Manufacturing Co. v. 

Ajax Manufacturing Co. (259 O.G. 184, 1919 C.D. 146, 48 App. D.C. 

230) that automobile tires and rubber hose and belting have the same 

descriptive qualities. It follows from this decision, which we adhere 

to, that the goods covered by the prior registration and those of the 
applicant have the same descriptive properties. No rule has been 
formulated by which it may be determined in every case that arises 
whether the goods involved have the same descriptive properties. The 
nearest approach to it is this; that, if the use of the marks by the 
contending parties would be likely to lead the public to believe that 
the goods to which they are applied were produced by the same person 
or concern, it must be so because the goods possess the same descriptive 
properties. (California Packing Co. v. Price-Booker Manufacturing 

Co., ante 162, 308 O.G. 451.) Applying that rule here, we think the 

Commissioner was right, for we believe that a person observing the 

mark on a tire casing and on a rubber hose would be likely to assume 

that the goods were the products of the same concern.”’ 


Montgomery Ward urges that these decisions are outmoded and have 
been in effect overruled by the Patent Office, and that they are not appli- 
cable to this case for various other reasons. A number of pairs of regis- 
trations of the same mark to different parties, for the same goods recited 
in the application and registration involved here, are referred to. 

As stated by the Examiner of Interferences, the ex parte actions of 
the Examiner of Trade Marks are not controlling in inter partes proceed- 
ings, and the citation of such ex parte actions ignores the possible existence 
of other ex parte actions in which the rulings were different. The holdings 
in two decisions of the Court are so directly in point that they cannot be 
disregarded or distinguished, but must be followed or overruled. No sub- 
sequent decision overruling the two decisions of the Court of Appeals has 
been cited or found, nor are any new facts presented concerning the goods 
and their production, distribution and purchase which would lead to a 
different conclusion today. 

Montgomery Ward’s second point is that W. S. Nott’s proof of its use 
of the mark is insufficient to establish priority. 
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Ward started using RIVERSIDE on tires and tubes in 1912, in its mail 
order business; when retail stores were opened these goods were sold in 
such stores and also in special farm stores, and, contrary to the policy with 
respect to other goods, they are also sold through other distributors. Ward 
also sells automobile accessories including fan belts and radiator hose, and, 
in other departments, other belting and hose. The mark RIVERSIDE has been 
applied by Ward to some automobile accessories, and also to fan belts. 

With respect to W. S. Nott’s use, the examiner held that its proofs 
showed use of. the mark on the goods specified in its application prior to 
the year 1912. These proofs include inventory records made prior to the 
year 1912 and catalogues prior to and subsequent to 1912. The examiner 
held that neither the 1912 abandoned application nor the registration 
obtained in 1921 under the Act of 1920 constituted proof of use of the 
mark, but that nevertheless they could be cunsidered in corroboration of 
the other evidence. The examiner stated that while the value of the testi- 
mony of one witness was reduced by the fact that questions asked were 
leading and not as definite as they could have been (Ward was not present 
at the taking of the deposition), nevertheless this witness as well as the 
others were credible. The examiner concluded that on the entire record in 
behalf of Nott he was satisfied that it did use the mark prior to 1912. 
Despite the fact that it is felt that Nott could have done a better job of 
proving its case, I am convinced in my own mind that Nott commenced 
using the mark on its goods prior to the time Ward commenced using the 
mark. 

The examiner, while holding adversely to Montgomery Ward, specifi- 
cally refrained from making a recommendation that the registration be 
eancelled. While the registration of the losing registrant in an interference 
may be cancelled as a consequence of the interference, such action is not 
taken here since it is not believed appropriate under the circumstances in 
this case. The interference is treated as in the past, leaving the registration 
alone and not considering its cancellation in the absence of a formal peti- 
tion to cancel it. The Cudahy Packing Co. v. York Pharmacal Co., 93 
USPQ 227 (42 TMR 685). 

The decision of the Examiner of Interferences is affirmed. 


PUBLICKER INDUSTRIES, INC. v. BRUNING BROTHERS 


No. 29137 — Commissioner of Patents — June 28, 1954 
TRADE-MaRK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


PA-CON for paints and enamels, is confusingly similar to PAco, for a variety 
of solvents. 

Opposition proceeding by Publicker Industries, Inc. v. Bruning 
Brothers, application Serial No. 551,224 filed March 5, 1948. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 
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Leonard L. Kalish, of Philadelphia, Pennsylvania for opposer-appellee. 
Bacon & Thomas, of Washington, D. C. for applicant-appellant. 


FrEperico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining an opposition to the registration of its mark. 

The application involved seeks to register PA-CON as a trademark for 
‘‘ready-mixed liquid paints and liquid paint enamels.’’ Use since January 
6, 1948 is alleged. 

The opposition is based upon opposer’s prior use of the mark Paco and 
two registrations of this mark. Registration 249,320, issued November 13, 
1928, and renewed, recites ‘‘ethyl acetate, butyl acetate, amyl acetate, nitro- 
cellulose solutions and methanol’’ as the goods on which the mark is used, 
and Registration 505,169, issued December 28, 1948, recites ‘‘ethyl acetate, 
butyl acetate, amyl acetate, methanol and denatured alcohol industrial 
solvent mixtures containing essentially denatured alcohol, methanol and 
ethyl acetate.’’ Use since May 1, 1928 is alleged in both registrations. 

Both parties took testimony. There is no question as to the prior use 
by the opposer, and the only question involved is whether the use by the 
applicant of its mark on its goods would be likely to cause confusion or 
mistake or deceive purchasers. 

Opposer’s proofs are primarily concerned with a general purpose 
solvent, having a denatured alcohol base, which it has sold for some time, 
and is selling, as PAcO solvent. The various uses recommended on the con- 
tainer are ‘‘cutting and thinning shellac,’’ ‘‘cleaning and refinishing 
shellacked surfaces,’’ ‘‘removing spirit varnishes and shellac,’’ and a 
number of other uses including cleaning metal surfaces and a fuel for 
aleohol torches and heaters. It is not useful as a paint solvent or for 
removing paint. However, the record shows that of the Paco solvent sold 
to industrial users considerable amounts are sold to manufacturers of 
shellac, and of that sold to distributors for resale, the bulk goes to the 
paint and hardware trade, and is distributed through the same trade out- 
lets which distribute paints and enamels and is purchased by the same class 
of users. In view of these facts, the examiner held that the goods were 
such that there would be likelihood of confusion or mistake as to origin if 
confusingly similar marks were used. I agree with this conclusion of the 
examiner. 

As to the marks, applicant’s position is that opposer’s mark consists 
solely of the notation Paco whereas its mark is the hyphenated term Pa-con 
(derived from ‘‘painting contractor’’) with a different last syllable and 
written in fanciful letters. Neither the form of the letters nor the deriva- 
tion of the mark is considered material, and the hyphen used, assuming a 
hyphen would make. a difference, is so small as to be practically negligible. 
(It is noted that, throughout applicant’s testimony, whenever counsel or 
a witness refer to the mark it is written Pa-Con; a real hyphen and a 
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capital C does give a somewhat different aspect to the mark.) The resem- 
blance between PACO and PACON is considered obviously too great, the 
addition of the letter ‘‘n’’ not obviating the similarity (see Willson v. 
Graphol Products Co., Inc., 89 USPQ 382, 38 C.C.P.A. 1030, 188 F.2d 498 
(41 TMR 591), holding GRAPHO and GRAPHOL confusingly similar), nor is 
the presence of a small hyphen considered of any moment. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE ARMCO STEEL CORPORATION 


Commissioner of Patents — July 9, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SERVICE MARKS 
Services rendered merely as accessory to and solely in furtherance of sale and 
offering for sale of products are not sufficient to meet the statutory concept of 
advertisement of a service. 

Application for registration of service mark by Armco Steel Corpora- 
tion, Serial No. 560,789. Applicant appeals from decision of Examiner of 
Trademarks refusing registration. Affirmed. 

Allen & Allen, of Cincinnati, Ohio for applicant. 


LEEpDs, Assistant Commissioner. 


Application has been filed to register the word ARMCO as a service mark 
for ‘‘advisory and consultation service relative to various manufacturing 
uses, processes and problems connected with the fabrication of steel metal 
products, said service mark being used as follows:—by printing on vari- 
ious publications explaining technical data and results obtained in appli- 
eant’s research laboratory.’’ Use is claimed since October 1, 1914. The 
Examiner of Trade Marks held that the specimens, which were publications 
by applicant, show the word aRMCco as merely describing applicant’s electro- 
polishing process, and the information imparted in the publication relative 
to the patented process was not believed to constitute an advisory and con- 
sultation service, particularly when it does not appear that applicant ren- 
ders an electropolishing service. Applicant has appealed. 

At the argument on appeal, I expressed the opinion that on the basis 
of the facts of record in the case, the examiner’s decision would be affirmed. 
Applicant was requested to submit advertising or other material which 
would show use of the mark to identify and distinguish its claimed services. 
Subsequently, applicant submitted a booklet, published by it in 1947, en- 
titled ARMCO STAINLESS STEELS. The booklet contains forty-four pages, 
and on page 2 the following appears: 

‘*ArRMCO TECHNICAL SERVICE 


‘The vast experience gained by Armco mill and research repre- 
sentatives in developing the best possible grades of stainless steel for 
hundreds of customers is offered to assist you with your problems. 
This knowledge is too varied and extensive to be tabulated and is 
constantly growing as processes are improved and new applications 
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are studied. The ‘‘know-how’’ is contained in thousands of service 
reports and in the minds of Armco engineers constantly working to 
improve stainless steels. 

‘“We can give your stainless steel order the mill processing that 
will assure maximum output of your product at lowest operating 
costs, as well as the highest quality standards. But we cannot do 
this until we are familiar with your individual problems. So give 
the Armco sales representative all the information you can. A sample 
part or blueprint will help us analyze your requirements. Or, if your 
problem is too complex for this, an Armco mill or research represen- 
tative will study your needs on the scene and carry back to the mill a 
first-hand knowledge of your problem.’’ 


The balance of the booklet describes Armco stainless steel products 
and fabrication, blackening and electropolishing of stainless steels. Even 
though use of the mark as a service mark is claimed since 1914, presumably 
this is applicant’s best evidence of use. 

A service mark is a ‘‘mark used in the sale or advertising of services 
to identify the services of one person and distinguish them from the serv- 
ices of others * * *.’’ (Sec. 45 of the Trade Mark Act of 1946.) 

A service mark is used in commerce ‘‘when it is used or displayed in 
the sale or advertising of services and the services are rendered in com- 
merce.”’ 


In Ex parte Handmacher-V ogel, Inc., 98 USPQ 413, 415 (44 TMR 191) 
(Com’r., 1953), it was said: 


‘*A mark used by a person on or in connection with services 
normally expected of him and rendered merely as an accessory to and 
solely in furtherance of the sale, offering for sale, or distribution of 
his goods is not a service within the purview of the Act; * * *.’’ 


Admittedly, this applicant is not selling services. It is selling stain- 
less steel. Is it advertising services? It apparently contends that the 
statement in the booklet submitted is an advertisement of its service, but 
I do not believe that it is an advertisement of a service within the mean- 
ing of the statute. It is an announcement of an offer to ‘‘analyze your 
requirements’’ or to have a mill or research representative study the needs 
of customers and prospective customers of applicant’s stainless steel prod- 
ucts. There is nothing in the record before me which shows either that 
applicant advertises ARMCO advisory and consultation services or that it 
performs any services other than those which might be expected of it and 
which are rendered merely as an accessory to and solely in furtherance 
of the sale and offering for sale of its stainless steel products. 

The decision of the Examiner of Trade Marks is affirmed. 
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HOLLYWOOD HOSE, INC. v. JAMES HOSIERY MILLS, INC. 
No. 31369 — Commissioner of Patents — July 9, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
HOLLY and holly leaf design, for ladies’ stockings, is not confusingly similar to 

HOLLYWOOD and holly branch design, HOLLYWOOD HOSE, and HOLLYWOOD HOSE 

MONOTOP WITH LACE EDGE, for hosiery. 

Opposition proceeding by Hollywood Hose, Inc. v. James Hosiery Mills, 
Incorporated, application Serial No. 605,003 filed October 12, 1950. Op- 
poser appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

William 8. Gluck, of New York, N. Y. for opposer-appellant. 
Eaton & Bell, of Charlotte, North Carolina for applicant-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed to register the word HOLLY, enclosed within 
a line drawing of a holly leaf, for ladies’ full-fashioned stockings. Use is 
claimed since August 1, 1950. Opposition has been filed by the owner- 
registrant of HOLLYWwoopD, enclosed within a kind of rectangle super- 
imposed upon a holly branch, for men’s, women’s and children’s hosiery 
(Reg. No. 177,976, issued on January 1, 1924, under the Act of 1905, 
renewed) ; HOLLYWOOD HOSE for hosiery (Reg. No. 429,962, issued on May 
27, 1947, under the Act of 1920); HoLLYwoop HOsE for women’s hosiery 
(Reg. No. 528,028, issued on July 25, 1950, on the principal register as a 
secondary meaning mark); and HOLLYWOOD HOSE MONOTOP WITH LACE 
EDGE for women’s hosiery (Reg. No. 532,310, issued on October 24, 1950, 
on the principal register as a secondary meaning mark). Obviously no 
claim is made by opposer to the word HosE apart from the mark, and in 
the last mentioned registration the phrase WITH LACE EDGE is disclaimed. 
The Examiner of Interferences dismissed the opposition, and opposer has 
appealed. 

No testimony was taken by either party. Opposer’s record consists 
of certified copies of Office records pertinent to the registrations relied 
upon, and applicant’s record consists of a certified copy of an expired 
registration of HOLLY superimposed upon a holly leaf issued to a third 
party in 1911, and a certified copy of the file of the application which 
matured into opposer’s Reg. No. 177,976, purporting to show an incon- 
sistent position taken by opposer in the present case with its position in 
connection with a cited reference of Reg. No. 157,119, issued to a third 
party, of HoLLY MaID for hosiery. The record is not helpful in arriving 
at a conclusion. 

In my opinion, the marks do not look alike, they do not sound alike, 
and their significance is distinctly different. I do not believe that con- 
fusion, mistake or deception is likely to result if applicant’s registration 
issues, 

The decision of the Examiner of Interferences is affirmed. 


A 
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H. D. HUDSON MANUFACTURING COMPANY v. 
KNAPP-MONARCH COMPANY 


No. 5707 — Commissioner of Patents — July 9, 1954 


CANCELLATION—IN GENERAL 
Damage to cancellation petitioner is not presumed where its application to 
register was rejected on basis of conflict with respondent’s registration, since 
petitioner does not use word in question except with other word. 

Cancellation proceeding by H. D. Hudson Manufacturing Company v. 
Knapp-Monarch Company, Registration No. 443,764 issued February 21, 
1950. Registrant appeals from decision of Examiner of Interferences 
sustaining petition. Reversed. 

Theodore W. Miller, of Chicago, Illinois for registrant-appellant. 
Bair, Freeman & Molinaire, of Chicago, Illinois for petitioner-appellee. 
LEEpDs, Assistant Commissioner. 

A petition has been filed by the user of misty to cancel the registra- 
tion of MAGIK MIsT (Reg. No. 443,764). Petitioner asserted prior and 
continuous use of MisTy on hand-operated sprayers; ownership of expired 
Reg. No. 195,745, showing the word misty for sprayers and parts thereof; 
and alleged damage as a result of rejection by the Patent Office of its 
pending application to register MisTy on the basis of conflict with respond- 
ent’s registration. Likelihood of confusion, mistake or deception was not 
alleged. Respondent’s registration issued on February 21, 1950, for filled 
insecticide dispensers with control valves. The word mist was disclaimed. 
The Examiner of Interferences found the marks to be confusingly similar 
and recommended cancellation. Respondent has appealed. 

In H. D. Hudson Manufacturing Company v. Food Machinery and 
Chemical Corporation, 101 USPQ 372 [44 TMR 979] (Com’r., 1954), this 
petitioner relied upon its use of misty. The detailed statement of facts 
in that case is equally applicable here and will, therefore, not be repeated. 
The testimony of petitioner here is substantially the same as in the prior 
case, although there are fewer exhibits in the present record. Considering 
the findings and conclusions in the previous case, and the facts presently 
before me, I am unable to find any basis for presuming damage to 
petitioner. 

The decision of the Examiner of Interferences is reversed and the 
petition is dismissed. 


EX PARTE ONEIDA LTD. 


Commissioner of Patents — July 9, 1954 


TRADE-MarK AcT oF 1946—REGISTRABILITY—IN GENERAL 
Registrability of mark sought to be registered by application filed September 
25, 1947 must be determined on basis of provisions of Act of 1946, and formerly 
pertinent provisions of Act of 1905 are without effect. 
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a 


TRADE-MaRK ACT OF 1946—REGISTRABILITY—GEOGRAPHIC TERMS 
ONEIDA, in connection with applicant’s goods, held to have lost its primarily 
geographical significance and acquired secondary significance. 

Application for registration of trademark by Oneida Ltd., Serial No. 
535,740 filed September 25, 1947. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

Sawyer & Kennedy, of New York, N. Y. for applicant. 


Leeps, Assistant Commissioner. 


Application has been filed to register the word oneEma for bus bodies. 
Use by a related company, Oneida Products Company, a subsidiary of 
applicant, is claimed since April 13, 1946. Registration has been refused 
on the ground that the mark is primarily geographically descriptive of 
the goods. Applicant has appealed. 

It appears from the record that applicant was organized in 1880, and 
since that date has been engaged in the manufacture and sale of various 
products, principally silverplated and sterling flatware and holloware. It 
owns registrations for animal ties, solid and plated precious metal table- 
ware, flatware and holloware, and table knives and carving knives. Some of 
these registrations issued under the Ten-Year Proviso of the Act of 1905. 
Applicant has expended vast sums of money in advertising its flatware and 
cutlery products and its commercial name. During World War II appli- 
cant manufactured surgical instruments, parachute hardware, airplane 
elevators and other war materials, and its returns from the sale of such 
materials was in excess of $59,571,980. Apparently following World 
War II applicant commenced the manufacture, through a subsidiary com- 
pany, of bus bodies, and the mark ONEIDA has been applied to such bodies 
by means of a name plate. 

Applicant is located at Oneida (County of Madison), New York; its 
plant is located at Sherrill (County of Oneida), New York; and its sub- 
sidiary whose use is relied upon by applicant is located at Canastota 
(County of Madison), New York. 

Applicant presents a novel argument claiming the right to register by 
virtue of the language of the final paragraph of Section 5(b) of the Act of 
1905. The substance of the argument is that it owned for other and differ- 
ent products registrations which issued under the Ten-Year Proviso of that 
Act; in April of 1946 it ‘‘extended’’ its used of the mark to bus bodies; 
it used the mark for more than one year on bus bodies prior to the effective 
date of the Act of 1946; and, therefore, ‘‘a perfected right to register came 
into existence on April 13, 1947.’’ Granting, for the sake of the argument, 
that such was the case, the right to register was not exercised under the 
Act of 1905. The application was not filed until after the effective date of 
the Act of 1946, which repealed, so far as this application is concerned, 
Section 5 of the Act of 1905. Registrability of the mark sought to be 
registered by this application must be determined on the basis of the 
provisions of the present statute. 
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The statute provides, among other things: 

‘*Except as expressly excluded in paragraphs (a), (b), (¢), and 

(d) of this section, nothing herein shall prevent the registration of a 

mark used by the applicant which has become distinctive of applicant’s 

goods in commerce.’’ 

ONEIDA has been used as a trade mark by applicant and as the dis- 
tinctive portion of its commercial name for more than seventy years. It 
has been extensively advertised. In the commercial world, the name prob- 
ably means to most people this applicant and its products rather than the 
small geographical community known as Oneida, New York. Under such 
circumstances, it cannot be held to be ‘‘primarily geographically descrip- 
tive’’ of applicant’s goods. I am of the opinion that in connection with 
products manufactured by applicant it has lost its primary geographical 
significance and has acquired a secondary significance. Affidavits filed 
following the argument on appeal support that opinion. 

The decision of the Examiner of Trade Marks is reversed. 


EX PARTE STROHMEYER & ARPE COMPANY 


Commissioner of Patents — July 9, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
Question in determining whether bottle is capable of distinguishing and enter- 
able on Supplemental Register is not whether conformation of bottle is old, but 
whether bottle is sufficiently distinctive in design and shape to provide probability 
that purchasers would distinguish applicant’s olive oil from that of others merely 
by conformation of bottle. 

Application for registration of trademark by Strohmeyer & Arpe 
Company, Serial No. 554,170 filed April 8, 1948. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 
Howard P. King, of New York, N. Y. for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register the 
conformation of a bottle, used since 1937 as a container, for olive oil. Reg- 
istration has been refused on the ground that the bottle is incapable of dis- 
tinguishing applicant’s goods, and applicant has appealed. 

Throughout the prosecution of the application, the Examiner of Trade 
Marks has taken the position that the conformation of the bottle is old. 
That it is not the test in determining capability of distinguishing for pur- 
poses of registration. Such a test or standard for measuring registrability 
would be tantamount to holding that only coined words could be registered 
as marks, since all words appearing the dictionary might well be con- 
sidered ‘‘old’’ and therefore unregistrable, no matter how arbitrary the 
use might be when applied to the goods. The question here is whether or 
not the bottle is sufficiently distinctive in its design and shape as to pro- 
vide a probability that purchasers would distinguish applicant’s olive oil 
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from the olive oil of others merely by the conformation of the bottle with- 
out other markings. 

The drawing, when compared with at least one of the exhibits in the 
record, raised a question in my mind as to what the actual bottle looked 
like. At the argument on appeal, applicant was requested to submit samples 
of the various sizes of the bottle, and with five different sizes before me, 
there is no question in my mind but that purchasers would be likely to 
remember the conformation as a container identifying and distinguishing 
applicant’s product. It is somewhat pyramidal in shape with a small neck 
—and the neck is substantially the same size in the 134 oz., 3 oz., 4 oz., 8 
oz., and one pint bottles. According to the record, the bottles are specially 
manufactured for applicant and for no other person; and applicant has 
registered the term PEER-AMID BOTTLES (BOTTLES disclaimed) for olive oil 
(Reg. No. 326,833). 

Considering all of the facets and facts of this case, with particular 
attention to the general types of persons who regularly purchase olive oil 
in the markets, I am of the opinion that the bottle is capable of distinguish- 
ing applicant’s goods and is, therefore, registrable. 

The decision of the Examiner of Trade Marks is reversed. 


THE MAY DEPARTMENT STORES CO. v. TEX TAN OF YOAKUM 
No. 31539 — Commissioner of Patents — July 13, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Patent Office will not, in absence of evidence of any nature, take judicial 
notice of size, standing or character of business of party; judicial notice may be 
taken of matters which are common knowledge, but not of those which tribunal 
hearing case may happen to know. 

Facts are not judicially noticed merely because they are easily obtainable. 
Burden of proof rests on parties, and it is neither incumbent upon nor proper 
for hearing officer to ascertain facts concerning size, standing or character of 
business of party. 

EFFECT OF REGISTRATION—IN GENERAL 


Registrations introduced do not show that opposer sells recited goods, but since 
they are prima facie evidence of opposer’s exclusive right to use, likelihood of con- 
fusion may be determined in absence of evidence of non-use, upon assumption that 
right is being exercised. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


It is common knowledge that department stores sell merchandise bearing 
trademarks of numerous manufacturers in addition to their own. 
TRADE-MarkK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SURETY-FOLD for billfolds is not confusingly similar to surETy for underwear, 
hair-nets, hosiery, mattresses, men’s hats, sheets, pillow cases, table linens and 
razor blades, nor to SURETY SHORT-KNITS for underwear, nor to SURETY-SIx for 
shoes. 


Opposition proceeding by The May Department Stores Company v. 
Tex Tan of Yoakum, application Serial No. 609,668 filed February 5, 1951. 
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Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Theodore W. Miller, of Chicago, Illinois for opposer-appellant. 

Charles R. Allen, of Washington, D. C. for applicant-appellee. 

LeEeEpDs, Assistant Commissioner. 

Application has been filed to register SURETY-FOLD (FOLD disclaimed) 
for billfolds. Use is claimed since August 1, 1950. Registration has been 
opposed by the owner-registrant of surery for underwear,’ hair-nets,? 
hosiery,* mattresses,* men’s hats,® sheets, pillow cases and table linens,® and 
razor blades ;’ of SURETY SHORT-KNITS (SHORT-KNITS disclaimed) for shorts, 
jockey shorts, briefs and short leg underwear,* and surETy-srx for shoes.°® 
The Examiner of Interferences was of the opinion that confusion, mistake 
or deception was unlikely, and dismissed the opposition. Opposer has 
appealed. 

The record consists solely of copies of opposer’s nine registrations and 
the application opposed. 

Opposer states in its brief: 


‘*The style of this case, as well as opposer’s numerous registrations 
which are of record, show that opposer is a department store chain with 
stores prominently located in large cities.’’ 

It then contends: 


‘The Patent Office can and should take judicial notice that op- 
poser is in fact one of America’s leading chains of department stores, 
and as such, sells many items including wearing apparel, leather shoes, 
and leather billfolds. The doctrine of judicial notice is merely one of 
common sense and provides that certain facts need no evidence because 
they are so well known, so easily ascertainable, or so related to the 
official character of the court or tribunal, that it would not be good 
sense to require evidence. A court is not required to forget everything 
it knows when it hears a ease. It can and should retain knowledge of 
commonly known facts, and it is common knowledge that opposer is 
the owner of a large and successful chain of department stores through- 
out the country. Besides, this is already in the record since the regis- 
trations on their face show that opposer is a department store having 
excellent business locations in New York, New York; Baltimore, Mary- 
land; Cleveland, Ohio; Denver, Colorado; Akron, Ohio; and St. Louis, 
Missouri. These registrations further show that opposer sells leather 
shoes, razor blades, men’s hats, * * * ete. The Patent Office can 
properly take judicial notice of the fact that a department store is 
expected to sell billfolds, and that opposer does in fact sell billfolds.’’ 
These statements and contentions will be commented upon seriatim. 


No. 112,013, issued August 15, 1916. 
No. 147,128, issued October 4, 1921. 
No. 205,746, issued November 17, 1925. 
No. 260,967, issued September 3, 1929. 
No. 358,856, issued July 26, 1938. 

No. 361,514, issued October 18, 1938. 
No. 366,065, issued March 28, 1939. 
No. 381,667, issued October 1, 1940. 
No. 188,068, issued August 19, 1924. 


PRAASALS HPP} 
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The style of the case indicates that opposer’s name is ‘‘The May 
Department Stores Company.’’ 

The registrations show that they are owned by The May Department 
Stores Company, St. Louis, Missouri, a corporation of New York. Five of 
them indicate that at the time the applications were filed in 1921, 1924, 
1925, 1929 and 1938, respectively, opposer was doing business in the city 
of St. Louis, Missouri. One indicates that at the time it was filed in 1916, 
opposer was doing business in New York City. Three of them indicate that 
at the time the applications were filed in 1938, opposer was doing business 
in New York, Akron, Baltimore, Cleveland, Denver, Los Angeles and St. 
Louis. There is nothing in the record to show where opposer is presently 
doing business. 

The Patent Office will not, in the absence of evidence of any nature, 
take judicial notice of the size, standing or character of the business of a 
party to a proceeding. Judicial notice may be taken of matters which are 
common knowledge but not of matters which the court or tribunal hearing 
a case may happen to know. 

‘* Judicial notice’’ means no more than that courts or tribunals will 
bring to their aid those facts which are known by all well-informed persons 
because they are maters of public concern—in other words, facts which are 
of such general and public notoriety that everyone may fairly be presumed 
to be acquainted with them. Town of North Hempstead v. Gregory, 65 
N.Y.S. 867, 53 App.Div. 350. 

A party may not assume that facts will be judicially noticed merely 
because they may be ‘‘easily ascertainable.’’ The burden of proof rests 
upon the parties to a proceeding, and it is not incumbent upon—nor proper 
for—a hearing officer to ascertain for himself facts relating to the size, 
standing or character of the business of a party. 

The registrations introduced and relied upon by opposer indicate that 
at the time the applications were filed opposer was using the mark on the 
goods recited therein. They are prima facie valid registrations, they are 
prima facie owned by opposer, and they are prima facie evidence that 
opposer has the exclusive right to use the marks on the goods recited 
therein. They do not show that opposer sells the recited goods under the 
mark at the present time. Since the registrations are prima facie evidence 
of the opposer’s exclusive right to use, however, likelihood of confusion, 
mistake or deception of purchasers may be determined, in the absence of 
evidence of non-use, upon an assumption that the right is being exercised. 

It is common knowledge that some department stores sell billfolds, but 
it will not be judicially noticed that this opposer does, in fact, sell billfolds. 

It is also common knowledge that department stores sell merchandise 
bearing the trade marks of numerous manufacturers in addition to that 
bearing its own trade marks. It may be that this opposer has so advertised 
and promoted the trade mark surety for the products recited in its regis- 
trations that use of the mark on or in connection with any goods it sells 
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would lead purchasers, or potential purchasers, to believe that all such 
goods emanate from opposer. There is no evidence, however, that opposer 
has ever advertised goods bearing the mark, or that such diversified items 
aS SURETY hair-nets, SURETY mattresses, and SURETY razor blades are recog- 
nized by purchasers as coming from a single source. 

On the record—or the absence of a record—before me, I am not con- 
vineed that purchasers are likely to believe that surEeTy-roup billfolds 
emanate from opposer. 

The decision of the Examiner of Interferences is affirmed. 


SEEMAN BROTHERS, INC. v. THE OAKFORD COMPANY 
No. 31099 — Commissioner of Patents — July 13, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSING SIMILARITY 


Average purchaser seeing WHITE ROSE syrup would assume it came from same 

source as opposer’s 350 other grocery items bearing same mark. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 

Inclusion of syrup as a product in line of packaged grocery items would be a 
normal expansion of business. 

Where proof indicated sporadic trademark use by applicant before 1926 and 
no use thereafter until 1946 during which time opposer built up its business, re- 
sumption of use by applicant in 1946 did not give it any registrable rights. 


Opposition proceeding by Seeman Brothers, Inc. v. The Oakford Com- 
pany, application Serial No. 528,505 filed July 12, 1947. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Emery, Varney, Whittemore & Dix, of New York, N: Y. and David A. 
Nicoll for opposer-appellee. 

William E. Lucas, of Chicago, Illinois and Theodore R. Scott for applicant- 
appellant. 


LEEpDs, Assistant Commissioner. 

Application has been filed to register the term WHITE ROSE for syrup 
composed principally of corn and sugar syrups for use as a food supple- 
ment. Use is claimed since 1890. Registration has been opposed by the 
owner-registrant of WHITE ROSE for cocoa and chocolate, cereal products 
and corn starch, canned fruits, canned vegetables and canned fish, coffee, 
eanned foods, canned sea foods, dry cereal products, condiments, salad 
dressings, preserves, jams, jellies, fruit juices for beverage purposes, sand- 
wich fillings, vinegar, cheese, spaghetti and noodles, honey and flavoring 
extracts, salt, soda, bluing and borax, dried fish products and soup, dried 
fruits and vegetables and nuts, spices, tea, candy, fruit juices and cider, 
and other food products.* Four of the registrations issued under the 

*Reg. Nos. 41,762; 23,126; 23,089; 20,942; 91,039; 549,127; 418,229; 332,079; 


331,949; 224,227; 224,131; 223,881; 223,346; 223,290; 223,069; 222,312; 221,648; 
212,296; 244,844; and 228,346. 
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Trade Mark Act of 1881, and the balance under the Act of 1905. The 
Examiner of Interferences upheld the opposition, and applicant has 
appealed. 

Opposer took the testimony of its president, a gentleman of eighty-one 
years, who joined a predecessor partnership in 1891 as a petty cashier. 
His starting weekly wage was five dollars, and after he had been working 
for awhile, he became very enthusiastic about the business and went out 
at night into his neighborhood (on the West Side of New York City) 
to ‘‘do business for his employers.’’ He succeeded to the extent that within 
a short time he was permitted to take Mondays off in order to take care 
of his trade, and later on he was permitted two days each week to ‘‘ work 
on the outside’’ and he worked another four days each week in the office. 
The witness specifically recalled the use of WHITE ROSE on canned corn at 
the time he commenced work with opposer’s predecessor, and he believed 
it was used on several other products in the grocery line but he was ‘‘hazy”’ 
on identifying them specifically. In 1896 he became a partner with three 
Seeman brothers. In 1920 the present corporate opposer was organized. 
The business has grown and expanded to include some 350 grocery items 
in its line. 

Another witness, also eighty-one years of age, testified that he had 
been employed by opposer and its predecessors since 1892. At the time he 
commenced working for opposer, he was an ‘‘order taker’’ (rather than a 
salesman), and he rode his bicycle to take orders from his customers on 
Long Island. The first product he carried around on his bicycle was a 
carton of WHITE ROSE rolled oats. He remembered early uses of WHITE 
ROSE on canned fruits. Although he admitted to being ‘‘a little under the 
weather for the last two, three months,’’ he stated that he is ‘‘still going 
around, though, calling on a few people * * *.’’ 

A third witness, seventy-three years of age, who, at the time testimony 
was taken, was sales manager of opposer, commenced working for its prede- 
cessor in 1897. He recalled the use of WHITE ROSE as a trade mark for 
opposer’s grocery items since the time he joined the firm. As office boy, 
he had to make floor displays, go to the docks to get samples, take stock, 
and do other things, and he specifically recalled wHITE ROSE packaged flour 
and a variety of canned fruits and vegetables. 

The exhibits include invoices, dated in 1897, 1898 and 1899, which are 
on billheads showing illustrations of WHITE ROSE rolled oats, WHITE ROSE 
salmon, and WHITE ROSE tomatoes. 

The vice-president of opposer, who has been in its employ since 1942, 
testified regarding the present extent of distribution, sales and advertising 
of WHITE ROSE grocery items. During the past four years sales volume has 
averaged twenty-five million dollars annually. The largest proportion of 
sales are made along the Eastern seaboard—New York, New Jersey, Penn- 
sylvania, Connecticut and Massachusetts—but sales are made also in 
Maryland, the District of Columbia, Virginia, the Carolinas, Georgia, 
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Florida, Illinois and California. Sales are made to institutions located 
in various parts of the country and to Government agencies. During the 
past four years an average of $750,000 has been spent in advertising WHITE 
ROSE products through newspapers, magazines, billboards, subway cards, 
radio, television, circulars, handbills, and other media. Advertising in 
media of national circulation has primarily featured WHITE ROSE consomme 
madrilene. 

Applicant took testimony of six witnesses, its president, its vice- 
president and general manager, a former employee, two of its salesmen, 
and a retired employee. One witness, seventy-eight years of age, testified 
that he was in the employ of applicant’s predecessor from 1904 to 1913; 
he was in charge of the syrup department of the predecessor in 1904 and 
originated the formula and suggested the name WHITE ROSE for a syrup. 
A ‘‘eost book’’ identified by the witness, dated July 23, 1904, shows a 
listing of WHITE ROSE syrup. 

The president of applicant, aged seventy-one, testified that he first 
became permanently associated with applicant’s predecessor in February 
of 1903. Starting as an office boy, he became candy buyer, then canned 
goods buyer for the predecessor’s BLUE RIBBON line of products; then he 
was in charge of sales; and subsequently he became president. He testified 
that he believed that applicant had WHITE ROSE syrup in stock at the time 
he went with the company, and possibly prior to that time. He identified 
three invoices dated 1905, 1907 and 1909, respectively, showing sales of 
WHITE ROSE syrup to outlets in Loami, Illinois, Girard, Illinois, and Chapin, 
Illinois. He also identified the 1904 cost book, a cost book dated July 10, 
1925, and others dated July 23, 1926, July 19, 1946, and September 12, 
1952, each of which lists WHITE ROSE syrup. 

There is nothing in applicant’s record which substantiates its claimed 
date of first use (1890). In fact, this date is refuted by one of applicant’s 
witnesses who testified that he originated the formula for the syrup and 
suggested the name about 1904. There is nothing, in either the testimony 
or exhibits, to show—or suggest—that any sales under the mark were ever 
made in interstate, territorial or foreign commerce, or that applicant now 
transacts, or ever has transacted, any business in commerce which may 
lawfully be regulated by Congress. There is no evidence of any advertising 
of WHITE ROSE syrups at any time; nor is there any indication of the 
volume of sales at any time. 

The invoices introduced as exhibits indicate that at least one case of 
WHITE ROSE syrup was sold in 1905, one case was sold in 1907, and one case 
was sold in 1909, all within the State of Illinois. The cost books intro- 
duced as exhibits indicate that WHITE ROSE syrup was offered for sale as 
of July 23, 1904, July 10, 1925, July 23, 1926, July 19, 1946 (temporarily 
unavailable) and September 12, 1952. Although five of applicant’s wit- 
nesses testified that WHITE ROSE syrup was continuously sold or offered for 
sale, at least since 1904 (with the exception of some periods of shortages 
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during World War II), I do not find the oral testimony convincing. There 
is no satisfactory explanation of the absence of documentary evidence 
between 1926 and 1946 to support the oral testimony. No satisfactory 
explanation appears in the record as to why no evidence of sales later than 
1909 was introduced when invoices dated 1905, 1907 and 1909 were placed 
in evidence. 

It is apparent from opposer’s record that for some time after it com- 
menced using WHITE ROSE as a brand name for its grocery items, its busi- 
ness was limited to the area adjacent to New York City, including northern 
New Jersey communities. In more recent years, and particularly since 
1942, it appears that opposer’s distribution has expanded so that today 
its WHITE ROSE products, and particularly its WHITE ROSE consomme 
madrilene, are being sold in varying amounts in practically every State in 
the Union. 

Applicant concedes prior use by opposer of WHITE ROSE on tapioca, 
farina, sage, hominy, oatmeal, crushed oats, rolled oats, cornstarch, cocoa, 
chocolate, canned fruits, canned vegetables and canned fish, but contends 
that syrup is not so related to these products of opposer as to be likely 
to result in confusion, mistake or deception of purchasers, even though sold 
under the same mark. I cannot agree with this contention. Applicant 
and opposer are both wholesale grocers. Both handle grocery items. 
It is common knowledge that the products in connection with which appli- 
cant concedes prior use by opposer are grocery items, as is applicant’s 
syrup. I believe it is inevitable that the average purchaser seeing WHITE 
ROSE syrup in the market would assume that it came from the same source 
as the 350 other grocery items bearing the same mark. 

Applicant argues that the decision in California Fruit Growers Ex- 
change v. Sunkist Baking Co., 76 USPQ 85 (C.A. 7, 1947), is a controlling 
precedent. It seems to me that the present case is clearly distinguishable 
on the facts. There the products were bread on the one hand and fruits 
and vegetables on the other. There apparently was nothing in the record 
before the Court in that case which indicated that the production and sale 
of bread would ordinarily be considered a normal expansion of the business 
of a producer and seller of fruits and vegetables; whereas in the present 
case, the inclusion of syrup as a product in a line of packaged grocery 
items would be a normal expansion of business. On the record here, such 
a conclusion is not left to conjecture, since the opposer has expanded its 
business to include syrup. The following cases are deemed to be clear 
precedents: W. B. Reddenbery v. Kalich, 72 USPQ 138 (CCPA, 1946) ; 
G. H. Packwood Mfg. Co. v. The Colfax Corp., 86 USPQ 410 (CCPA, 
1950) (40 TMR 799); The Perry Knitting Co. v. Mighty Mite, 99 USPQ 
257 (44 TMR 326) (Com’r., 1953). 

Furthermore, applicant has not proved, by competent and convincing 
evidence, and facts from which it can be concluded that it has any rights 
which may be recognized by the Patent Office. Its claimed date of first 
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use recited in the application was refuted by the testimony of a witness, 
and there is no proof of use in interstate or other commerce within Federal 
jurisdiction. The proved uses are sporadic, at best, and there is no con- 
vineing evidence of any use—or even offering for sale—from 1926 to 1946. 
Meanwhile, opposer expanded its line of products and expanded its terri- 
torial distribution. What appears to be a resumption of use by applicant 
in 1946 cannot, in these circumstances, give to it any registrable rights. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE S. C. CLAYTON CO., INC. 
Commissioner of Patents — July 27, 1954 


TRADE-MarRK AcT orf 1946—SUPPLEMENTAL REGISTER 

Distinctive bottle for soft drink syrups used by applicant over 30 years held 
capable of distinguishing applicant’s product and is registrable on Supplemental 
Register. 

Registration of container as mark on Supplemental Register affords no pro- 
tection to design itself. It merely is recognition by Patent Office that container 
is capable of distinguishing applicant’s soft drink syrups from those of others, 
whether or not label bearing word mark is attached. 


Application for registration of trademark by 8. C. Clayton Co., Inc. 
Serial No. 569,962 filed December 4, 1948. Applicant appeals from deci- 


sion of Examiner of Trademarks refusing registration. Reversed. 
Thomson & Thomson, of Boston, Massachusetts for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 
the conformation of a jug for fruit flavored syrups for use in the prepara- 
tion of soft drinks. Use of the container is claimed since 1920. The 
Examiner of Trade Marks refused registration on the ground that the 
container is of a conventional design and thus incapable of distinguishing 
applicant’s goods in trade. 

The container is described by applicant as ‘‘a squatty, fluted jug-like 
bottle characterized by a flaring neck portion above the fluted body portion, 
the neck portion having a handle and being provided with a screw-cap 
closure.”’ 

In refusing registration the examiner was of the opinion that the 
container had no distinguishing feature or features which would catch the 
eye or mind of purchasers, and while it may be that it varies to some 
degree from all others used in the soft drink industry, the variance was 
not believed to be sufficient to support a holding that the container is 
capable of distinguishing applicant’s goods from those of others in the 
industry. The ultimate finding of the examiner was based more on an 
expressed doubt than on conviction. 

The container is not especially unique so far as little jugs are con- 
cerned. It is not, in my opinion, a conventional design of jug for soft 
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drink syrups, however. Although there is nothing in the record to indicate 
the class of purchasers to whom applicant’s product is sold, it is common 
knowledge that, generally speaking, soft drink syrups are sold to soda 
fountains and other retail outlets which process the syrup by adding 
water and serve the finished beverage in a glass to the ultimate consumer. 
Under those circumstances, I believe the purchasers of the syrup, as dis- 
tinguished from the consumers who do not necessarily see the container 
for the syrup, may well distinguish applicant’s product by the container. 

Applicant has stated under oath that it and its predecessors have used 
the container design for the product since 1920—more than thirty years— 
and that to the best of its knowledge and belief no other person has the 
right to use it in such manner as may be calculated to deceive. Under 
these facts, and in the absence of evidence contradicting them, doubt 
should be resolved in favor of the applicant. 

Registration of the container as a mark on the Supplemental Register 
affords no protection to the design itself. (Cf. Ex parte Caron Corporation, 
100 USPQ 356 (44 TMR 336) [Comr., 1954]). It merely is recognition 
by the Patent Office that, on the basis of the facts presented, the container 
is capable of distinguishing applicant’s soft drink syrups from the soft 
drink syrups of others—whether or not the label bearing the word mark 
ZA-REX is attached to it. 

The decision of the Examiner of Trade Marks is reversed. 


FRANK H. FLEER CORPORATION v. ICE CREAM NOVELTIES, INC. 
‘ (FRUIT PRODUCTS CORPORATION, assignee, substituted) 


No. 31391 —- Commissioner of Patents — July 27, 1954 


TRADE-MARK AcT oFf 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


DUCKY DUBBLE for frozen confections is not confusingly similar to DUBBLE 
BUBBLE for bubble gum. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MarRK Act or 1946—REGISTRABILITY—DISCLAIMER 
DUBBLE is not descriptive of frozen confections; examiner’s requirement of 
disclaimer is stricken. 

Opposition proceeding by Frank H. Fleer Corporation v. Ice Cream 
Novelties, Inc. (Fruit Products Corporation, assignee, substituted), appli- 
cation Serial No. 613,916 filed May 16, 1951. Opposer appeals from deci- 
sion of Examiner of Interferences dismissing opposition. Affirmed. 
Leonard L. Kalish, of Philadelphia, Pennsylvania for opposer-appellant. 
Richard J. Cowling, of New York, N. Y. for applicant-appellee. 

Lreps, Assistant Commissioner. 

Application has been filed to register pucky puBBLE for frozen con- 
fections on sticks and liquid concentrates for making them. Use is claimed 
since September 28, 1949. Registration has been opposed by the owner- 
registrant of DUBBLE BUBBLE (Reg. No. 260,630, issued August 27, 1929 
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[expired] and Reg. No. 565,946 issued October 28, 1952 during the pen- 
dency of this proceeding) and FLEERS DUBBLE BUBBLE GUM and a design 
(Reg. No. 395,727, issued June 9, 1942) for chewing gum. The Examiner 
of Interferences dismissed the opposition, and opposer has appealed. 

The record shows that opposer has used DUBBLE BUBBLE since 1928 on 
chewing gum commonly known as ‘‘bubble gum’’; the products of the 
parties are sold generally through candy stores, ice cream stores, tobacco 
stores, drug stores, grocery stores, confectionery stores and general mer- 
chandise stores; the products are generally sold to children within the age 
range of 4 to 16 years of age and usually for immediate consumption. 

The only question to be determined is whether or not purchasers are 
likely to be confused between the mark DUBBLE BUBBLE on bubble gum and 
DUCKY DUBBLE on frozen confections on a stick. Opposer’s DUBBLE BUBBLE 
suggests a piece of bubble gum twice the size of the ordinary piece; and 
applicant’s DUCKY DUBBLE suggests a double size of something. Consider- 
ing the class of purchasers, and the conditions surrounding their purchases, 
I do not believe that they are likely to believe that the products emanate 
from the same source. In fact, there is nothing in the record which re- 
motely suggests that chewing gum and frozen confections are made by a 
single entity. 

The Examiner of Trade Marks in his first action required a disclaimer 
‘fof the descriptive word puBBLE.’’ There is nothing in the application 
file which indicates that the word is descriptive when applied to the goods. 
Thirteen registrations of marks including DOUBLE or DUBBLE have been in- 
troduced in the opposition proceeding, none of which includes a disclaimer 
of the word. Consistency would seem to require that the disclaimer which 
resulted from an Office action be stricken. 

The decision of the Examiner of Interferences is affirmed. 


BURTON-DIXIE CORPORATION v. RESTONIC CORPORATION 
No. 31420 — Commissioner of Patents — July 29, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


ORTHOTONIC for mattresses and bed springs is not confusingly similar to ORTHO- 
FLEX for mattresses, bed springs, mattress pads, pillow cushions, studio couches 
and day-beds. 


Opposition proceeding by Burton-Dixie Corporation v. Restonic Cor- 
poration, application Serial No. 617,211 filed August 1, 1951. Applicant 
appeals from decision of Examiner of Interferences, sustaining opposition. 
Reversed. 

Wilson S. Geppert, of Chicago, Illinois for opposer-appellee. 
Hill & Hill, of Chicago, Illinois and Edwin E. Griegg, of Washington, 

D. C. for applicant-appellant. 

LeEps, Assistant Commissioner. 
Application has been filed to register oRTHOTONIC for mattresses and 
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box springs. Use is claimed since July 11, 1951. Registration has been 
opposed by the owner-registrant of ORTHOFLEX for mattresses, bed springs, 
mattress pads, pillows, cushions, studio couches and day-beds (Reg. No. 
292,811, issued March 29, 1932, published under See. 12[e] on October 
24, 1950). The Examiner of Interferences upheld the opposition, and 
applicant has appealed. 

It is clear from the record that the marks of the parties are secondary 
marks, opposer’s primary mark being SLUMBERON and applicant’s being 
RESTONIC. 

Opposer’s advertising exhibits indicate that ORTHO-FLEX (a hyphen 
appears in the mark as used, though it appears as a single word in the 
registration) is used to identify a patented coil spring used in the con- 
struction of the mattress, and as such, it is used in conjunction with 
SLUMBERON which identifies and distinguishes the mattress. 

Opposer’s president testified that he considered orTHO to mean 
‘*straight, straight surface. That is what we were trying to put in bed- 
ding, that is the kind of mattress we build, but we wanted to trade mark 
the mattress and we looked for the word, coined the word that would 
first show this quality and also show the comfort of the mattress, which 
was the flexibility.’’ He also testified that every time a competitor was 


found to be using marks with the prefix orTHO his company asked its 
lawyer to write to the competitor and inform him that it believed use 


of the mark with ORTHO as a prefix would lead to confusion. If the com- 
petitor’s reply was not satisfactory, ‘‘we instituted the necessary action.’’ 
Thus it appears that one competitor, upon complaint from opposer, dis- 
continued use of ORTHO-JUSTIC; and another discontinued use of ORTHO- 
FIRM. The letters written by opposer to these competitors state in part: 
‘“We believe the distinguishing part of our trade mark is orTHO, and 
whether it was ORTHO-FLEX, Or ORTHO-JUSTIC ORTHO-FIRM, or ORTHO in 
connection with some other word, as above stated, it would be very apt 
to be confusing.’’ I can agree with this contention only if the marks in 
their entireties are confusing. 

There is nothing in the record which indicates that purchasers are 
likely to remember only the prefix of opposer’s mark. The public being 
familiar with ‘‘orthopedic,’’ ‘‘orthodontist,’’ and ‘‘orthodox,’’ am of the 
opinion that they are more likely to remember the mark in its entirety 
because of its suggestive quality. As was so aptly stated by opposer’s 
president, it suggests straight and flexible. We must, in any event, assume 
that such would be the case and determine likelihood of confusion between 
the parties’ marks in their entireties and as used on the products. 

As above stated, both marks are secondary marks. The record sup- 
ports the view that the commercial impression created by them is tied 
closely to their use with the primary marks—i.e., RESTONIC ORTHOTONIC and 
SLUMBERON ORTHO-FLEX. I am not convinced that they are mere model, 
style or type designations, however; but in view of the suggestive nature 
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of the marks, their use as secondary marks, their sound and significance, 
IT do not believe that there is any likelihood of confusion, mistake or decep- 
tion of purchasers. 

The decision of the Examiner of Interferences is reversed. 


RIMMEL, INC. v. NELSON 
No. 31061 — Commissioner of Patents — July 29, 1954 


TRADE-MARK Act or 1946—TiTLE—IN GENERAL 


Exclusive American distributor does not acquire rights in French manufac- 
turer’s trademark merely through importation and sale of goods bearing mark. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Trademark indicates origin and also performs function of advertising, selling 
and guaranty. 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


American distributor of foreign-made goods bearing foreign trademark, par- 
ticularly an exclusive distributor, is not without status to oppose registration of 
confusingly similar mark; grounds of opposition, however, are not ownership and 
use. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Although opposition is dismissed, ex parte determination of likelihood of con- 
fusion is made to protect public. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


RU’NEL for nail polish remover is not confusingly similar to RIMMEL for large 
line of cosmetic products which does not include nail polish remover. 


Opposition proceeding by Rimmel, Inc. v. William D. Nelson, applica- 
tion Serial No. 610,376 filed February 21, 1951. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 
Howard A. Rosenberg, of New York, N. Y. for opposer-appellant. 
Anthony A. Juettner, of Minneapolis, Minnesota for applicant-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed to register ru’NEL for fingernail polish 
remover. Use is claimed since August 3, 1950. Opposition has been filed 
by one who claims ownership of RIMMEL as a result of ‘‘continuous use 
by opposer and its predecessors since long prior to August 3, 1950, to wit: 
since 1861’’ on various and sundry cosmetic and toilet preparations, in- 
cluding perfumes, compact and talcum powders, skin creams and nail 
polish, The Examiner of Interferences dismissed the opposition, and 
opposer has appealed. 

Opposer’s testimony shows that it was organized in January of 1928 
as Vendome Sales Corporation, and by change of name filed with the 
Secretary of State of New York on January 4, 1947 became Rimmel, Inc. ; 
at the time Vendome Sales Corporation was organized, it did not purchase 
any assets, trade marks or goodwill, or carry on any business, of any 
predecessor firm or corporation; opposer’s president (its sole witness), 
was, prior to his association with opposer (and Vendome Sales Corpora- 
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tion), vice-president of Seales and Lisner, Inc., which was for about six 
years the American distributor of Rimmel preparations made and sold by 
Rimmel of Paris and Rimmel of London; prior to the distributorship of 
Seales and Lisner, Inc., Park and Tilford was the American distributor 
of Rimmel preparations; upon the formation of Vendome Sales Corpora- 
tion, it became the sales agent for Rimmel preparations in the United 
States and Canada; opposer did not acquire the trade mark RIMMEL, but 
was merely the sales agent for Rimmel of Paris and London; Rimmel of 
Paris and London owns the trade mark in Europe and in the United States; 
the various distributorships referred to were exclusive; opposer has adver- 
tised Rimmel preparations in magazines, trade papers, booklets, and on 
counter and window display cards; approximately $350,000 worth of the 
Rimmel preparations were sold during the period from 1947 to 1952; and 
the products imported and sold under the RIMMEL mark include perfumes, 
toilet water, lipsticks, cream rouge, powder pack, oatmeal face pack, 
cologne sticks, deodorant sticks, eyebrow pencils, eye creams, cleansing 
ereams and skin freshener. 

The advertising exhibits support the testimony to the effect that 
opposer imports the products from the French manufacturer and sells 
them to retail outlets, such as Saks Fifth Avenue and ‘‘all fine stores.’’ 
Many of them show merely such expressions as ‘‘Parfums Rimmel Paris, 
Europe’s Premier Court Parfumeur for a century,’’ and ‘‘ Rimmel, the 
famous French mascara,’’ and others show the name and address of this 
opposer, or Scales and Lisner, Inc., as ‘‘importers,’’ ‘‘sole importers’’ or 
‘*distributors for U.S.A.’’ Two of the labels introduced in evidence show 
‘‘Parfum Amia, Rimmel of Paris, Rimmel, New York, Distributors, Net 
Contents 3 fi. oz., made in U.S.A.’’ All other labels clearly indicate French 
manufacture. There is no explanation of the two labels in the record. 

In Mackie-Lovejoy Mfg. Co. v. Birnbaum, 102 USPQ 38, 39 (Com’r., 
1954), it was stated: 

‘‘An importer of trade marked articles does not acquire rights 
in the trade mark used by a foreign manufacturer to identify its 
goods merely by importing the articles and selling them in this 
country.’’ 


The statement is applicable here. In fact, opposer’s president testified 
that it did not acquire the trade mark RIMMEL; and Rimmel of Paris and 
London owns the trade mark RIMMEL in Europe and in the United States. 
Furthermore, it appears from the record that if this opposer acquired 
rights in the trade mark of the foreign manufacturer merely through 
importation and sale here, Park and Tilford likewise acquired rights, and 
so did Seales and Lisner, Inc. Opposer did not, however, acquire any 
assets, trade marks, or goodwill of any firm or corporation, nor did it 
carry on any business of any ‘‘predecessor.’’ It is not seen how this 
opposer acquires rights in the trade mark of the French manufacturer 
merely through importation and sale of the foreign-made goods bearing 
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the mark any more than a wholesaler acquires rights in the trade mark 
of an American manufacturer merely through sale and distribution of 
American-made goods bearing the manufacturer’s mark. 

If, as it appears from the record, the Rimmel preparations of the 
French manufacturer are obtainable in the United States only through 
this opposer, the result obtains from an agreement between the parties 
rather than from any trade mark rights in opposer. 

A trade mark indicates origin of the goods. The origin of the goods 
opposer sells is the French manufacturer. A trade mark also performs 
the function of advertising and selling—but the advertising and sale of 
the goods involved here is in connection with those of the French manu- 
facturer and not opposer. The third function of a trade mark is that of 
guaranty—a kind of ‘‘warranty’’ to purchasers that they will receive, 
when they purchase goods bearing the mark, goods of the same character, 
quality and source (anonymous though it may be) as when they previously 
purchased goods bearing the mark. This guaranty function relates to the 
products of the French manufacturer—and not to this opposer, nor Scales 
and Lisner, Ine., nor to Park and Tilford, the previous importers. Op- 
poser does not ‘‘use’’ the mark within the meaning of the trade mark 
law, and it therefore does not own it. 

The grounds of opposition were not supported by proof—in fact, 
they are refuted by the proofs. The opposition must therefore be dis- 
missed. 

A distributor in the United States of foreign-made goods bearing a 
foreign mark is not without status to oppose registration of a mark which 
so resembles the foreign mark when applied to an applicant’s goods as 
to cause confusion, mistake or deception of purchasers. This is especially 
true if the distributorship is exclusive in its terms. The statute gives to 
any person who believes he will be damaged the right to oppose, and 
damage might well result to such a distributor through loss of sales to 
him as well as to the owner of the mark. The grounds of opposition in 
such cases, however, are not ownership and use of the mark. 

Since it appears from the record that opposer here is a distributor of 
RIMMEL preparations, an ex parte determination of likelihood of confusion, 
mistake or deception will be made, in order that the public may be 
protected. 

RIMMEL is used on a large line of cosmetic products. RU’NEL is used 
on nail polish remover. This product is not among those identified as 
comprosing the RIMMEL line. It seems to me that if the manufacturer of 
the RIMMEL products were to expand its line to include nail polish remover, 
it would use RIMMEL and not a variant so unlike it as RU’NEL. I am of 
the opinion that purchasers familiar with the RIMMEL preparations would 
not, upon seeing RU’NEL nail polish remover, in the market, believe that 
they emanate from the same source. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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DIXIE MERCERIZING COMPANY v. ROTHSTEIN (by change of 
name, REDSTON; TRIANGLE THREAD MILLS, INC. substituted) 


No. 5605 — Commissioner of Patents — July 30, 1954 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Rule 282 provides easy and inexpensive method of introducing copies of official 
records and printed publications, provided they are competent and pertinent to the 
issues, and that notice indicates generally relevancy of matters noticed; registra- 
tion pleaded and attached to cancellation petition is already in record and need not 
be introduced via Rule 282. 


Cancellation proceeding by Dixie Mercerizing Company v. Aaron J. 
Rothstein (by change of name, Redston; Triangle Thread Mills, Inc., sub- 
stituted). Registration No. 163,484 issued January 16, 1923 and renewed. 
Petitioner appeals from decision of Examiner of Interferences dsimissing 
petition. Affirmed. 

Linton & Linton, of Washington, D. C. for petitioner-appellant. 
Henry L. Burkitt, of New York, N. Y. for registrant-appellee. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel registration of prxie, enclosed within 
quotation marks, for plain cotton thread (Reg. No. 163,484, issued Janu- 
ary 16, 1923) by the owner-registrant of pixie for yarns (Reg. No. 149, 368, 
issued December 13, 1921, renewed, and published under Sec. 12[¢] on 
October 12, 1948). The Examiner of Interferences dismissed the petition, 
and petitioner has appealed. 

The file in this case contains ninety-six papers before the appeal was 
taken, many of them voluminous. Innumerable and inexcusable delays on 
behalf of both parties are represented by thirteen separate and different 
motions, none of which availed anything so far as the issues are concerned, 
three petitions to the Commissioner, and a number of extensions of time 
for taking testimony. The petition was filed on June 2, 1950. After nu- 
merous motions and much correspondence, petitioner’s testimony period 
was finally closed on July 23, 1951; after showings, counter-showings, 
motions, petitions and stipulations, respondent’s testimony finally closed 
on February 18, 1953 (it took testimony) ; and after granting one motion, 
and denying a second, to extend the rebuttal period, it closed on March 
20, 1953. 

Petitioner took no testimony. During its testimony period it merely 
noticed under Rule 282 a copy of its registration; a copy of the file of its 
pending application; a copy of its New York State registration; a Dun 
and Bradstreet report; a page from a textile ‘‘Blue Book’’; a copy of the 
death certificate of the original registrant; and a copy of an envelope 
addressed to the dead man which the postal authorities had returned as 
““undeliverable.’’ 

Rule 282 provides an easy and inexpensive method for introducing in 
these cases copies of official records and any special matter contained in 
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printed publications, provided they are competent evidence and pertinent 
to the issues, and provided further that the notice indicates generally the 
relevancy of such matters as are noticed. This petitioner did not comply 
with the Rule. Only the Federal registration is competent and pertinent 
to the issues, and since it was pleaded and a copy attached to the petition, 
it was already in the record. The notice made no mention of the possible 
relevancy of the other matters noticed; but it seems obvious that if they 
are neither competent nor pertinent to the issues, they must be irrelevant. 

In a paper filed simultaneously with the Notice under Rule 282, peti- 
tioner stated ‘‘the testimony-in-chief of the petitioner has now been com- 
pleted.’’ 

In a ease such as this, particularly where the respondent’s mark has 
been registered for more than thirty years, the petitioner has a very heavy 
burden. This petitioner has failed completely to discharge its burden. 

The decision of the Examiner of Interferences is affirmed. 


SOCIETY BRAND CLOTHES, INC. v. KIRSCH 
No. 30372 — Commissioner of Patents — July 30, 1954 


TRADE-MARK AcT or 1946—REGISTRABILITY—CONFUSING SIMILARITY 


SOCIETY BRAND for men’s and women’s jewelry is confusingly similar to same 
mark as used for men’s, boys’ and children’s clothing; considering vast sums spent 
in creating impression of mark upon public consciousness and common practice 
in selling jewelry and clothing in same stores, public is likely to assume that 
jewelry items bearing mark emanate from same source as apparel; use of replica 
of well-known mark falsely suggests connection between parties. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Opposer is not entitled to be heard on ex parte questions. 
TRADE-MaRK AcT or 1946—TiITLE—IN GENERAL 


Use of mark in selling goods of corporation or partnership, in absence of reten- 
tion of rights in individual officer, is held to inure to benefit of corporation or 
partnership. 


Opposition proceeding by Society Brand Clothes, Inc. v. David Kirsch, 
application Serial No. 588,580 filed November 30, 1949. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition and 
rejecting application ex parte. Affirmed. 

Moore, Prangley & Clayton, of Chicago, Illinois for opposer-appellee. 
Rogers & Ezell, of St. Louis, Missouri for applicant-appellant. 
Leeps, Assistant Commissioner. 

Application has been filed to register SOCIETY BRAND (BRAND dis- 
claimed) for a long list of jewelry for men and women. Use is claimed 
since January 30, 1928. Registration has been opposed by the owner- 
registrant of socIETY* and SOCIETY BRAND* for clothing for men, boys and 


* Reg. No. 208,938 issued on February 9, 1926 (renewed and published under Sec. 
12[¢] on February 17, 1948): Reg. No. 440,654, issued on September 14, 1948 (pub- 
lished under Sec. 12[¢] on June 21, 1949). 
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children. The Examiner of Interferences sustained the opposition and 
also rejected the application ex parte. Applicant has appealed. 

The mark sought to be registered is an almost exact replica of the old 
English lettering of the mark used by opposer and shown in Reg. No. 
208,938. 

Opposer’s testimony and exhibits show that it has continuously used 
SOCIETY BRAND as its trade mark for men’s, boys’ and children’s clothing 
since at least 1906; its goods have nationwide distribution through retail 
sales outlets; its volume of sales has exceeded $253,000,000; and it has 
spent more than eight and one-half million dollars in advertising its 
products sold under the mark in periodicals of national circulation, in 
newspapers and by radio; in addition, retail outlets have advertised 
opposer’s trade marked products to a considerable extent in local news- 
papers, and in some cases opposer has contributed to the cost of such 
advertising. 

Opposer’s trade mark is, I believe, one of the more widely known 
marks in the men’s apparel field. 

The record also shows that stores which sell opposer’s apparel fre- 
quently sell accessories such as men’s jewelry items—cuff links, tie clasps, 
collar pins, studs, pocket clips, wrist bands and watch bands and chains, 
all of which are listed in the application as items for which applicant 
seeks registration. 

It is my opinion that under the facts presented here, the extensive 
distribution of opposer’s product, the vast sums of money spent in creating 
a real commercial impression of the mark upon the public consciousness, 
and the common practice of retail outlets in selling men’s apparel also 
to offer for sale jewelry accessories, the purchasing public is likely to 
assume that jewelry items bearing the mark emanate from the same source 
as the apparel. When the mark used on the jewelry is identical in its 
display, I believe confusion, mistake and deception of purchasers is 
inevitable. In addition, I am of the opinion that use of a replica of such 
a well-known mark as opposer’s on the items listed in the application 
would suggest falsely a connection between opposer and applicant. (Cf. 
Admiral Corp. v. H. D. Hudson Mfg. Co., 101 USPQ 83 (44 TMR 845), 
[Com’r., 1954] ; Copacabana, Inc. v. Breslauer, 101 USPQ 467 (44 TMR 
987), [Com’r., 1954].) 

The Examiner of Interferences held that the record indicated appli- 
cant did not have use in commerce which may lawfully be regulated by 
Congress at the time it filed its application. Opposer in its brief, presented 
an argument of some length in connection with the examiner’s ex parte 
rejection. At the hearing on appeal, opposer’s counsel insisted upon pre- 
senting an argument on this point, and when he was advised by the Assis- 
tant Commissioner that an opposer was not entitled to be heard on ex 
parte questions, he charged the Office with ‘‘being technical,’’ threatened 
to take the matter to the Supreme Court of the United States, and de- 
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manded citation of authorities for the ruling. The authorities are: Bazter 
Laboratories, Inc. v. Don Baxter, 88 USPQ 287 (41 TMR 234) (C.C.P.A., 
1951); Revere Paint Co. v. 20th Century Chemical Co., 66 USPQ 65 (35 
TMR 143) (C.C.P.A., 1945), and cases therein cited. 

It appears that applicant, as an individual registered SOCIETY BRAND 
for jewelry in 1929 (Reg. No. 253,280) and again in 1931 (Reg. No. 
281,739). Both registrations have expired. From the facts hereinafter 
recited, it appears that both registrations were obtained by an individual 
who was an officer of a corporation which was using the mark, if, in fact, 
it was used at all. 

The record establishes that applicant was president and treasurer of 
a corporation known as ‘‘Kirsch Jewelry and Novelty Company’’ from 
February 8, 1929 to April, 1931, when the corporation filed a petition in 
bankruptcy; from 1933 to 1936, he ‘‘did business as ‘Kirsch Sales Com- 
pany’ ’’; in 1936 he went in business with a Mr. Gollub as a partner and 
they operated a pawnshop known as ‘‘Capitol Jewelry & Loan Company’’; 
in 1950 he thinks the pawnshop business was liquidated; at a date which 
is not clear from the record he bought the Diamond Shop, a corporation, 
and sold it in March of 1952, but he did not sell all of the merchandise; 
since March, 1952 he has been ‘‘doing business right along’’ under the 
name of David Kirsch. 


The corporation which was adjudged bankrupt did not list among its 
assets any trade marks. 


It seems to be applicant’s position that from the claimed date of first 
use, the cards bearing SOCIETY BRAND which he attached to various jewelry 
items sold by the corporation, partnership, ete. was a use of the mark by 
him as an individual, and on this basis it was not necessary for him as 
president to declare the alleged trade mark as an asset of the corporation. 
Such a position is untenable in the absence of evidence showing retention 
of rights, if any, in the individual. With the formation of the partner- 
ship with Mr. Gollub in 1936, such use as may have been made of the mark 
in selling the goods of the partnership must be held, in the absence of evi- 
dence showing retention of rights in an individual member of the partner- 
ship, to have inured to the benefit of the partnership. There apparently 
was no transfer of the alleged mark from the partnership to the corpora- 
tion, Diamond Shop; and if it was used in selling the goods of the corpo- 
ration during the uncertain period of sometime after liquidation of the 
partnership in 1950 until the corporation was sold in March of 1952, such 
use, in the absence of evidence of retention of rights in the individual, 
inured to the benefit of the corporation. There is nothing to indicate that 
the corporation, if it had acquired any transferable rights in the alleged 
mark, transferred it to this applicant. The only evidence of sales of the 
items listed in the application is the testimony of applicant. There is no 
documentary evidence of sales of any of the items bearing the claimed 
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mark by anybody at any time. The oral testimony is neither clear, nor 
convincing. 

On the record before me, the earliest date of use by this applicant 
from which he could claim any right of ownership is sometime after March 
of 1952. The application was filed on November 30, 1949. It is clear that 
applicant was not using the claimed mark at the time of filing his applica- 
tion. The application to register is refused. 

The decision of the Examiner of Interferences is affirmed. 


a 
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